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For almost 200 years, Congress has ensured a minimum 17-year
effective term for patents issued to diligent inventors.

The Uruguay Round Agreements Act passed nearly three decades ago
and introduced the 20-year-from-filing term and term extensions
for U.S. Patent and Trademark Office delays.

The American Inventors Protection Act renamed this to patent term
adjustment, or PTA, and expanded it to cover other delays,
attempting to provide a full 17-year effective patent term.

However, recent decisions from the U.S. Court of Appeals for the
Federal Circuit, such as In re: Cellect LLC last year and Allergan USA
Inc. v. MSN Laboratories Private Ltd. this year in August,[1] along
with administrative actions and other pending cases, warrant
reconsideration of legal practices concerning the obviousness-type
double patenting, or ODP, doctrine.

Summary of Current Law of Double Patenting

ODP prevents the issuance of two patents for similar inventions, Ariana Randal
significantly affecting pharmaceutical patents, and is now becoming
an important issue for all technologies.

For example, the Cellect case involved smartphone cameras and found patents invalid for
ODP with no opportunity to correct.

Cellect held that expiration date, including PTA — not patent term extension — controls
when determining which patent is the so-called double patent. Under Cellect, filing and
issue dates are irrelevant, except for a caveat from Allergan.

Allergan clarified that a later-filed continuation cannot be used to challenge a first-filed
patent under ODP, even if PTA makes the first-filed patent expire later, but this case is still
on appeal.

Another reexamination is pending with similar facts, where the accused double patent was
the second in the family, and the USPTO is currently maintaining its rejection due to a
difference in PTA-adjusted expiration dates.[2]

That reexamination has a twist: The originally filed application has more PTA than the
second-filed patent, so the patent owner is arguing that no patent in the family can be a
double patent if it expires before the originally filed patent.

Safe harbor is important to ODP and occurs when an applicant files one or more divisional
applications in response to one or more restriction requirements.[3] This means that ODP
cannot apply to restricted claims when handled correctly.

Correct handling includes calling the application a divisional, filing the divisional before
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issuance of the restricted claims, and maintaining consonance with the one or more
restriction requirements in the family. Safe harbor provides some protection from ODP.

As this issue gains prominence, companies must proactively assess how it affects their
patent portfolios and consider its implications during due diligence.

The outcome of these cases could reshape the landscape of patent protection, making it
imperative for businesses to stay informed and prepared.

Litigation Due Diligence

The Cellect case demonstrates the importance of good due diligence. Plaintiffs preparing to
assert a patent should review similar patents in their portfolio to determine whether ODP
might feasibly apply.

If it might, the plaintiff could file a terminal disclaimer, or TD, to avoid ODP. For Cellect, the
reference patents[4] had expired, making it impossible to file TDs because the double
patents had already enjoyed an adjusted term.[5]

Alternatively, if the ODP issue is not clear enough to warrant filing a terminal disclaimer, the
due diligence will nonetheless provide a better understanding of the risks of the case.

Patent Prosecution Strategy
Applicants can ameliorate ODP issues during prosecution.

For example, applicants can avoid pursuing claims that might raise ODP issues when an
ancestor patent might contain patentably indistinct claims. This becomes even more
important when the ancestor patent has PTA that the child patent might cancel under the
current case law.

Therefore, it is important to avoid creating ODP issues when a patent receives any PTA.
Alternatively, the applicant could proactively file a TD to avoid issues in the future, but that
decision could be delayed until litigation arises.

Applicants should also consider whether a reference patent cited by an examiner contains
PTA, and if so, consider whether filing a TD could be construed as an admission that the PTA
of the reference patent is void.

Moreover, applicants should consider filing TDs in both the reference and challenged patents
because they could potentially invalidate each other when they have the same expiration
date, including PTA. Indeed, the USPTO requires filing two TDs for pending applications in
this situation.[6]

Applicants can consider provoking a restriction requirement by drafting diverse claim sets
during filing. This would allow the two or more claim sets to enjoy safe harbor relative to
one another.

This is a strong statutory protection that, when done properly, should allow any PTA to
remain with respect to the restricted claims absent other ODP issues relative to other
patents.

Proactive Portfolio Management



Patent owners should consider doing their own due diligence, particularly for important
patents or those that might be asserted in the future. The deadline for filing a TD is the
expiration date of the potential reference patent.

Obviously, many patent owners will do nothing, which is also a viable option if you do not
plan to be in litigation or your patents are not mission-critical like they are in industries such
as pharma.

Among the first steps include executing a search for patents that received PTA and have
related family members. The portfolio manager, or counsel, may then examine the issued
claims in the family to assess ODP risks.

Portfolio managers could also identify co-owned patents cited in the record that might also
raise ODP issues or identify such patents some other way based on their knowledge of their
portfolios.

The amount of effort spent on identifying such ODP risks would depend on the importance
of the cases and attendant risks. At minimum, portfolio managers should perform this
analysis for their most valuable patents to educate the business units about any potential
risks of losing an extended PTA term that could have material effects on income.

Implementers and Generic Manufacturers

Cellect may allow those who worry about freedom to operate, or market entry, to invalidate
patents earlier than they otherwise might have. Some parties are proactively requesting
reexamination of patents that have alleged double-patenting issues to reduce the term of
potentially valuable patents.[7]

Reexamination can be a cost-effective and successful means of invalidating a double patent,
or at least forcing the patent owner to file a TD.

Other means include inter partes review, which has a higher likelihood of success because
the petitioner can respond to any arguments about patentable distinctions or the specific
facts of the alleged ODP issues.

Conclusion

ODP case law is extremely complicated with pre- and post-Uruguay Round Agreements Act
cases having different outcomes; different permutations of PTA and patent term extension;
and the confusing use of expiration, issue and filing dates in most of the ODP case law.

Simply put, Cellect raises issues that patent owners should understand and consider
addressing proactively, at least in their prosecution strategies.

This is particularly important for extremely valuable patent families that are more likely to
have several continuations, perhaps maintaining an active case through the invention's
effective term, which increases the likelihood of having claims issued that could raise ODP
issues.

In such families, applicants should beware of filing claims that could be patentably indistinct
from claims that received PTA.
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