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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA
OAKLAND DIVISION

CHARLES BERTINI, | Case No. 24-¢v-03437-YGR
|
Plaintiff |
| JOINT DISCOVERY LETTER
| REGARDING PLAINTIFF’S REQUEST
V. | FOR PRODUCTION OF DOCUMENTS
|
APPLE INC,, | Judge: Hon. Yvonne Gonzalez Rogers
|
Defendant ] Date action filed: June 7, 2024
|
|
Dear Judge Rogers,

The parties in this action respectfully submit this joint letter brief regarding Plaintiff Charles
Bertini’s request for production of documents. Counsel for Charles Bertini (“Bertini”) and Apple
Inc. (“Apple”) have met and conferred via Zoom and exchanged correspondence in a good faith
effort to resolve the outstanding disputes. The Parties have been unable to reach agreement and
therefore submit this joint letter.

Respectfully submitted,

JAMES BERTINI and KIRKLAND & ELLIS
HARDMAN-LAW

By: /s/ James Bertini By: /s/ Dale Cendali
James Bertini, Dale Cendali,
Counsel for Counsel for Apple Inc.

Charles Bertini
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Bertini’s Position: Discovery may commence after the FRCP Rule 26(f) conference which
occurred in September 2024. Thereafter on October 19, 2024 Bertini sent Apple a Request for
Production of Documents (“RFP”). Apple steadfastly refuses to produce any documents claiming it
is impractical to search for documents without knowing the scope of the work, i.e. until its Motion
to Dismiss is decided. However, this entire case can be disposed of expeditiously if Apple produces
a handful of documents it repeatedly states it has in its possession and has already produced at the
TTAB. If Apple indeed possesses these documents or even a representative sample of them —
documents showing use in commerce of APPLE Reg. No. 4088195 (“the Mark™) - they would win
this case. Therefore, the only reasonable conclusion for Apple’s eight-year delay in producing
these documents is that it doesn’t have them. Bertini respectfully requests that the Court order
Apple to comply with the RFP, without evasive language indicating that production is incomplete.

Background: Bertini’s two claims are (1) abandonment/nonuse of APPLE Reg. No. 4088195
(“the Mark™), and (2) fraud by two Apple company attorneys in declaring to the USPTO that the
Mark was in use in commerce for all of the services listed when it was not.

Our Amended Complaint (Dkt. 43, 985) stated “During the Cancellation trial Apple didn’t produce
evidence showing use of standard character mark APPLE for sales or advertising of the Services.”
Consequently, documents showing use in commerce of the Mark are the very essence of the case: if
they exist, then the Court must consider dismissing the Complaint, but if they do not exist, then the
Court must consider canceling the registration on one or both claims. Apple’s position has always
been that they do exist, most recently in its Motion to Dismiss (Dkt. 44, P21) stating it produced
3,650 pages of “substantial” evidence at the TTAB showing use in commerce of the Mark. It
claims that the TTAB recognized this in its decision (albeit in a footnote sans references to any of
the evidence). In fact, webpages showing trademarks the company began using after the events
which occurred in this lawsuit constitutes most of this evidence. Worse, several of the documents
embedded into the declaration of the Manager of Apple’s Trademark & Copyright Group were
cropped webpages from apple.com in an effort to create a deceptive impression regarding the case.

The TTAB denied Bertini’s Petition to Cancel because “Petitioner ... failed to make a prima facie
showing of Respondent’s abandonment of the APPLE mark”, yet astonishingly there was no finding
that the Mark was actually used in commerce for all services. If the TTAB could have based its
decision on actual use in commerce, it surely would have done so.

If documents showing use in commerce of the Mark really do exist, Apple should be more than
eager to produce them and end this dispute which has been in litigation since 2018. The volume of
documents needed to prove this case one way or the other is infinitesimal. We cannot proceed with
other discovery before production since we intend to question the Apple attorneys about the
documents, if any actually exist.

Discussion: Our RFP requested (a) documents showing use in commerce of the Mark and (b)
documents relied upon by the two staff attorneys when making their declarations of use. The
(abbreviated) requests are as follows.

1. Documents concerning use in commerce of standard character mark APPLE in the United States
for....services listed...during period November 11, 2011 through September 1, 2018.

2. All documents in procession of Attorney of record Thomas R. La Perle on date November 11,
2011 supporting his statement in the Trademark/Service Mark Statement of Use...
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3. All documents in procession of Attorney of record Thomas R. La Perle on date January 17, 2018
supporting his statement in the Combined Declaration of Use and Incontestability...

4. All documents in procession of Attorney of record Karen Marie Kitterman on date August 21,
2018 supporting her statement in Response to Office Action for Post-Registration Matters. ..

Apple responded on November 18, 2024 with 19 objections, both specific and general, and
NO documents. Ex. A. Neither did they provide a date of production. I responded on November
20, 2024 with a detailed letter explaining the reason the 19 objections have no merit. Ex. B.

Counsel responded one week later stating they will respond substantively the following week (Ex.
C) but when no response came I left a voicemail for a Kirkland attorney requesting the documents,
and I also sent an email requesting a Zoom conference on Monday, December 9, 2024.

Shortly before the Zoom, a Kirkland attorney sent me letter further objecting to the RFP (Ex. D)
stating: “Please direct us to any legal basis for your assertion that a good-faith representation that
Apple will search for and produce all responsive documents is insufficient to respond to your
requests at this stage,” to which I responded immediately “Apple has repeatedly claimed that it a
great deal of evidence responsive to our requests, which means you don't need to search for them,
and consequently your representation to produce them at some unspecified time in the future is not
in good faith.” Ex. E. This attorney played with words, stating that our claim that Apple refused to
produce is false since they agreed to produce, albeit without stating when. She stated that
production now is premature because the time period for discovery has not elapsed, and because the
“Federal Rules of Civil Procedure support targeted, efficient discovery, and that is the goal here”.

Apple’s main reason for non-production seems to be that their pending Motion to Dismiss might be
granted. Some of their other objections made no sense, e.g. that the documents may be subject to
the attorney-client privilege (we are seeking documents showing use in commerce, which is public),
and that the documents are subject to a protective order. There is no protective order in this case
and none has been sought. Apple objected to the burden of production, and I explained more than
once that representative samples are acceptable. I explained that FRCP 26(d) allows discovery
after the 26(f) conference, and 34(b)(2)(B) requires production during the 30 days I requested or
another reasonable time specified, but no other time was specified by Counsel.

At the Zoom, Apple’s counsel were unwilling or unable to provide any time frame for their
promised production. Furthermore, counsel did not deny that production could take a year or
longer, or that they might appeal a denial of their Motion to Dismiss.

The TTAB decision denying our Petition to Cancel essentially said that we didn’t try hard enough
to obtain the documents from Apple showing use in commerce that would win the case for them.
(Our appeal was thwarted by Apple, perhaps fearing a reversal of that absurd decision, and hoping a
de novo lawsuit in a district court would break Bertini.) This time around we are determined to try
harder, and Counsel is determined to try harder to prevent us from obtaining the documents which
most likely do not exist. Some three billion people know that while one can buy, e.g. streaming
services under marks iTUNES or APPLE MUSIC, one cannot buy them under mark APPLE.

At Apple’s insistence, this letter was provided to them before they prepared theirs.
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Apple’s Position: This discovery letter is a waste of court resources. Apple fully and timely
responded to Bertini’s first set of document requests in writing and agreed to produce documents
responsive to all requests to the extent relevant following the Court’s decision on Apple’s pending
motion to dismiss (ECF No. 44). See Ex. A (Apple’s Responses and Objections to Bertini’s First Set
of Document Requests). That motion is scheduled for hearing on January 7, 2025, less than four
weeks from now. Nonetheless, Bertini insists that Apple produce documents immediately. This
demand is unwarranted and impractical. As Apple explained to Bertini, there is no urgency, as the
Court has not entered a scheduling order, and waiting until the motion is decided will benefit all
parties, as the pending motion could significantly impact the scope of this case and define what is or
is not relevant. See, e.g., Ex. D (Letter from D. Cendali to J. Bertini, dated Dec. 9, 2024); ECF No.
48 (Motion to Stay). Immediate production also is not possible because Apple must first review
potentially relevant documents, including for privilege as Bertini seeks documents in the records of
attorneys, and the parties have not yet entered into a protective order regarding confidentiality.
Although Bertini claims to seek only public documents, a protective order is necessary as Bertini
explicitly requests documents in the possession of employees, including attorneys.

Apple hoped the parties could reach a reasonable solution regarding discovery. But as Bertini
informed Apple that he would bring this issue to the Court, Apple had no choice but to seek a stay
of discovery pending resolution of its motion. Apple filed this stay request on Friday, December 13,
2024, the same day Bertini said he would file this letter. For the reasons stated below and in that
motion, Apple respectfully requests that the Court deny Bertini’s discovery motion and stay of all
further discovery pending resolution of Apple’s motion to dismiss.

First, requiring Apple to produce documents before the motion to dismiss is decided is inefficient
and wasteful. Apple’s motion is case dispositive and, thus, could obviate the need for discovery
entirely. ECF No. 44. Bertini’s claims also concern different time periods (e.g., Claim Two
concerns a 2011 statement while Claim 3 concerns a 2018 statement), different services (e.g.,
educational vs. entertainment), and have different elements (e.g., fraud involves knowledge whereas
abandonment does not). Therefore, even a partial grant of Apple’s motion could significantly
impact the scope of discovery. Producing documents after the motion to dismiss is decided could
thus benefit all parties, as it avoids having Apple produce, and Bertini unnecessarily review,
irrelevant documents.

Second, producing documents before the motion to dismiss is decided is particularly inefficient
here, as Apple already produced more than 3,650 pages of documents evidencing its use of the
APPLE mark to Mr. Bertini during the Cancellation proceeding before the TTAB.! The parties
stipulated to admitting the entire record of the underlying TTAB proceeding, including those
thousands of pages of evidence produced by Apple therein, into the record in this litigation in a
motion filed by Bertini. ECF No. 39. Bertini thus already has in his possession a bevy of documents
responsive to the requests and has articulated no prejudice or pressing need for immediate
production. Further, contrary to Bertini’s claim, the TTAB confirmed that Apple had “introduced
evidence of use of its APPLE mark alone in connection with its recited services.” Bertini v. Apple
Inc., Cancellation No. 92068213, 2024 WL 1231233, at *12 n.14 (T.T.A.B. Mar. 20, 2024).

! See, e.g., https://ttabvue.uspto.gov/ttabvue/v?pno=92068213&pty=CAN&eno=54;

https://ttabvue.uspto.gov/ttabvue/v?pno=92068213&pty=CAN&eno=61.
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Third, immediate production is also impractical. As an initial matter, the parties have not yet
entered into a protective order regarding confidentiality. Although Bertini claims to seek only
public documents, so a protective order allegedly is not necessary, his requests explicitly seek
documents in the possession of two Apple attorneys. Further, contrary to Bertini’s claim, “use in
commerce” of a trademark is not always public. Rather, the USPTO explicitly permits the use of
private documents, such as invoices, as specimens demonstrating use in commerce. See TMEP §
1301.04(a). Documents collected from these attorneys must also be reviewed for both
responsiveness and privilege. As this Court likely knows, modern document collection frequently
involves using search terms to locate potentially relevant documents that then need to be reviewed
before production. Therefore, regardless of the motion to dismiss, immediate production is not
possible given the lack of a protective order and need to review documents before producing them.

Fourth, there is no urgency. No discovery cutoff has been set. In fact, the Court has not issued a
scheduling order yet, and no Case Management Conference is currently scheduled. ECF No. 45.
Contrary to Bertini’s position, Apple cannot have exceeded the deadline to produce documents
when no deadline exists. Moreover, this Court would have already heard Apple’s motion to dismiss
had Bertini more promptly amended his complaint. As background, Apple informed Bertini on July
22, 2024 that it planned to move to dismiss the original Complaint and provided counsel with
relevant case law. Bertini, however, refused to amend his Complaint. Apple thus moved to dismiss
all claims in Bertini’s original Complaint on October 4, 2024 (after this Court concluded its
criminal trial), with a proposed hearing date of December 3, 2024. ECF No. 35. Only after Apple
filed its motion did Bertini file his First Amended Complaint, thus forcing Apple to file a new
motion to dismiss with a new hearing date. ECF No. 43. Therefore, any concerns about delay are of
Bertini’s own making.

Finally, Bertini’s suggestion that Apple will stonewall production and may not produce documents
for a year misrepresents the meet and confer. As discussed above, Apple already produced
documents in the TTAB and is merely trying to proceed in the most efficient manner. Apple also
has been clear throughout discussions that it will produce documents in a timely manner after this
Court decides its motion to dismiss and in advance of any discovery deadlines the Court sets when
it issues a Scheduling Order.

In short, Bertini’s motion seeks to create an issue where there is none. Apple has agreed to produce
responsive, relevant documents. Producing these documents after this Court decides Apple’s motion
to dismiss promotes efficiency and helps ensure discovery is targeted toward only relevant issues. It
also gives the parties time to prepare a protective order without causing any delay, as no schedule
has been set yet. Accordingly, Bertini’s request should be denied and discovery stayed pending
resolution of the motion to dismiss.
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DATED: December 13, 2024 Respectfully submitted,
/s/ James Bertini
JAMES BERTINI (admitted pro hac vice)
jamesbertini@yahoo.com
423 Kalamath Street Denver, CO 80204
303 572-3122

Zev Hardman (SBN 289735)
HARDMAN-LAW
zev.hardman@hardman-law.com

2120 University Avenue Berkeley, CA 94704
Telephone: (510) 730-1706

Attorneys for Plaintiff Charles Bertini

Dated: December 13, 2024 /s/ Dale Cendali
Dale Cendali (SBN 1969070)
dale.cendali@kirkland.com
Mary Mazzello (admitted pro hac vice)
mary.mazzello@kirkland.com
KIRKLAND & ELLIS LLP
601 Lexington Avenue
New York, New York 10022
Telephone: (212) 446-4800
Facsimile: (212) 446-4900

Yan-Xin Li (SBN 332329)
yvanxin.li@kirkland.com
KIRKLAND & ELLIS LLP
555 California Street, 27th Floor
San Francisco, CA 94104

T: (415) 439-1400

F: (415) 439-1500

Attorneys for Defendant
Apple Inc.
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E-FILING ATTESTATION

I, James Bertini, am the ECF User whose ID and password are being used to file this document. In
compliance with Civil Local Rule 5-1(i)(3), I hereby attest that each of the signatories identified
above has concurred in this filing.

/s/ James Bertini
James Bertini



