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L INTRODUCTION
Pursuant to the procedural schedule (Order No. 7) and Ground Rule 10.1, the
Commission Investigative Staff (“Staft”) respectfully submits this initial post-hearing brief. For
the reasons below, the evidence supports a finding of a violation of Section 337 has occurred
with respect to:
e C(Claims 10 and 13-15 of U.S. Patent No. 10,426,817
e Claims 8,9, 15, and 17 of U.S. Patent No. 10,306,669
e (Claims 34 and 39 of U.S. Patent No. 11,317,342
e C(Claim 4 of U.S. Patent No. 11,515,893
Should a violation of Section 337 be found, the Staff recommends that (1) the appropriate
remedy will be a limited exclusion order directed to the infringing products of Respondents and
cease and desist order(s) directed to the domestic Respondents, who maintain commercially
significant inventories of infringing products in the United States and have significant domestic
operations; and (2) no bond should be entered. The public interest does not outweigh the

1ssuance of those remedial orders.

A. Procedural History

On October 11, 2023, Complainant Telefonaktiebolaget LM Ericsson (“Complainant” or
“Ericsson”) filed a complaint under Section 337 of the Tariff Act of 1930, as amended, 19
U.S.C. § 1337, alleging infringement of certain claims of U.S. Patent No. 10,426,817 (“the *817
patent”); U.S. Patent No. 10,306,669 (“the 669 patent’); U.S. Patent No. 11,317,342 (“the *342
patent”); and U.S. Patent No. 11,515,893 (“the *893 patent”). See Notice of Institution, 88 Fed.

Reg. 80336 (November 17, 2023).

Staff’s Initial Post-Hearing Brief Page | 1
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On November 14, 2024, the Commission instituted this investigation based on the
complaint and supplement filed by Ericsson. See Notice of Institution of Investigation (EDIS
Doc ID 808182); 88 Fed. Reg. 80336 (EDIS Doc. ID 809249); see Complaint (October 11, 2023)
(EDIS Doc. ID 805745); First Supplement to the Complaint (October 31, 2023) (EDIS Doc. ID
807336); First Confidential Supplement to Complaint (November 9, 2023) (EDIS Doc. ID
808182). The Notice of Institution names Motorola Mobility LLC, Lenovo (United States), Inc.,
Lenovo Group Limited, and Motorola (Wuhan) Mobility Technologies Communications Co.,
Ltd. as respondents. Upon institution, the Commission directed the presiding Administrative Law
Judge to “take evidence or other information and hear arguments from the parties or other
interested persons with respect to the public interest in this investigation, as appropriate, and
provide the Commission with findings of fact and a recommended determination on this issue,
which shall be limited to the statutory public interest factors set forth in 19 U.S.C. § 1337(d)(1),
(H)(1), (g)(1).” 88 Fed. Reg. 80336 (EDIS Doc. ID 809249); see 19 C.F.R. § 210.50(b)(1) (2021).

On December 19, 2023, Respondents filed a response to the Complaint and Notice of
Institution (“Response”). EDIS Doc ID 810659.

The parties submitted claim construction briefs and the ALJ held a technology tutorial
and Markman hearing on March 11, 2024. A Markman order has not yet issued.

There were three initial determinations granting Ericsson’s partial termination of certain
claims in this Investigation. See EDIS Doc ID 825436, EDIS Doc ID 822792; EDIS Doc ID

813572. The following patent claims remain asserted in this investigation:

U.S. Patent No. Title Asserted Claims
10,425,817 “Subscription Concealed Identifier” | Claims 10 and 13-15
10,306,669 “Physical Uplink Control Channel Claims 8,9, 15, and 17

(PUCCH) Resource Allocation”
11,317,342 “Transmission and Reception of Claims 34 and 39
System Information in Parts”

Staff’s Initial Post-Hearing Brief Page | 2
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11,515,893 “Shift Values of Quasi Cyclic LDPC | Claims 1 and 4
Codes”

On May 8, 2024, Ericsson filed a motion for summary determination on the economic
prong of the domestic industry requirement. Motion Dkt. 1375-020 (EDIS Doc ID 821002). On
May 20, 2024, the Staff filed a response supporting the motion. EDIS Doc ID 821912. The
motion is pending.

On May 31, 2024, Ericsson and Respondent LGL filed a joint motion to terminate LGL
from the investigation. Motion Dkt. 1375-023. The ALJ issued an initial determination granting
termination of LGL from the investigation. Order No. 30 (June 3, 2024). The Commission
determined not to review the initial determination on July 1, 2024. Commission Determination
Not to Review an Initial Determination Terminating the Investigation as to Respondent Lenovo
Group Limited and as to Certain Claims of the Asserted Patents (EDIS Doc ID 824839).

An evidentiary hearing on the remaining issues in this investigation occurred July 10-12
and 15-17, 2024. Pursuant to Order No. 44, the parties submitted a Joint Statement Regarding
Undisputed Issues.! Joint Statement Regarding Undisputed Issues (August 12, 2024) (EDIS Doc.
ID 829338) (“Joint Statement”). The Initial Determination on Violation is scheduled to issue by
December 17, 2024. Id. Pursuant to 19 C.F.R. § 210.51(a), the investigation was assigned a
seventeen-month target date of April 17, 2025. Order No. 2 (Initial Determination Setting Target

Date) (December 5, 2023) (EDIS Doc ID 809759).

! The Staff understands that Lenovo will be filing a motion to amend the Joint Statement of
Undisputed Issues.

Staff’s Initial Post-Hearing Brief Page | 3
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B. The Private Parties

1. Complainant Ericsson

Complainant Telefonaktiebolaget LM Ericsson (“Ericsson”) is a Swedish corporation
with a principal place of business in Stockholm, Sweden. Complaint at § 9. Ericsson is the
world’s largest supplier of telecommunications network equipment and related services to

telecom operators.

2. Respondents Lenovo

Respondent Motorola Mobility LL.C is a Delaware company with its principal place of
business located in Chicago, Illinois. Response at 9 14. Motorola Mobility LLC is engaged in the
design, manufacture, importation, and sale within the United States after importation of certain
products at issue in this investigation. /d.

Respondent Lenovo (United States) Inc. is a Delaware corporation with its principal
place of business located in Morrisville, North Carolina. Response at 9 15. Lenovo (United
States) Inc. is engaged in the design, manufacture, importation, and sale within the United States
after importation of certain products at issue in this investigation. /d.

Respondent Motorola (Wuhan) Mobility Technologies Communications Co., Ltd. is a
Chinese corporation with its principal place of business in Wuhan, China. Response at § 17.
Motorola (Wuhan) Mobility Technologies Communications Co., Ltd. manufactures certain

products at issue in this investigation. /d.

C. Overview of the Technology
The technology at issue in this investigation generally relates 5G NR technology
developed by the 3rd Generation Partnership Project (3GPP). Joint Technology Stipulation

(EDIS Doc ID 815603).

Staff’s Initial Post-Hearing Brief Page | 4
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D. The Patents at Issue
The following patents are asserted in this investigation:
e U.S. Patent No. 10,425,817, which relates to protecting subscriber privacy using
techniques for secure communications of subscriber identifiers;
e U.S. Patent No. 10,306,669, which relates to determining uplink control channel
resources to use for transmitting uplink control information to a network node;
e U.S. Patent No. 11,317,342, which relates to transmission and reception of system
information in parts;
e U.S. Patent No. 11,515,893, which relates to low-density parity check (LDPC)

shift coefficient designs for New Radio (NR) wireless communications systems.

See Joint Technology Stipulation. The evidence shows that each of the asserted patents has been
declared to 3GPP (ETSI) as potentially being essential to practicing certain telecommunications

technical standards. Complaint at Ex. 20-23.

E. The Products at Issue

The accused products are “mobile phones and smartphones capable of operating in a 5G
network” imported under HTSUS Nos. 8517.13.0000 and 8517.12.0050. Notice of Institution of
Investigation (EDIS Doc. ID 808469); Joint Stipulation Between Ericsson and Lenovo Relating
to Fact Discovery (EDIS Doc. ID 818160) (April 9, 2024) at q 6. In the private parties’ joint
stipulation on importation and inventory. Joint Stipulation Between Ericsson and Lenovo

Relating to Fact Discovery (EDIS Doc. ID 818160) (April 9, 2024) at Appendix A.

F. The Domestic Industry Products
Ericsson contends alleges that its products and the smartphones of its licensee, Samsung
Electronics Americas, Inc. (“Samsung”) practices at least one claim of asserted patents. See CBr.
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at Exhibit 3. The table below identifies products that allegedly practice certain claims of each

asserted patent:

U.S. Patent No. DI Products DI Claims
10,425,817 Samsung DI Products Claims 10 and 13-15
10,306,669 Samsung DI Products Claims 8,9, 15, and 17
11,317,342 Samsung DI Products Claims 34 and 39

Ericsson DI Products Claim 41
11,515,893 Samsung DI Products Claims 1 and 4
Ericsson DI Products Claims 1 and 4

IL. STATUTORY AUTHORITY, IMPORTATION, AND PATENT OWNERSHIP

A. Statutory Authority

The complaint states a cause of action under section 337 based on patent infringement.
Complaint at 99 1-7. Therefore, the Commission has statutory authority over this investigation.
See Certain Video Security Equipment and Systems, Related Software, Components Thereof, and
Products Containing Same, Inv. No. 337-TA-1281, Comm’n Op. at 10 (April 19, 2023)
(vacating the FID and finding that the Commission “has ‘statutory authority,” rather than ‘subject
matter jurisdiction’ over the present investigation™); see also Certain Liquid Transfer Devices
with an Integral Vial Adapter, Inv. No. 337-TA-1362, Comm’n Op. at 9 (July 26, 2024)
(explaining the Commission’s realignment of terminology to clarify the Commission’s statutory
authority to investigate an alleged violation of Section 337); Amgen, Inc. v. International Trade
Comm’n, 902 F.2d 1532, 1536 (Fed. Cir. 1990). Respondents have appeared and participated in
this investigation, and do not contest the statutory authority of the Commission. See Joint

Statement at 9 . A.
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B. Importation

Section 337 prohibits “[t]he importation into the United States, the sale for importation,
or the sale within the United States after importation by the owner, importer, or consignee, of
articles that (i) infringe a valid and enforceable United States patent ....” 19 U.S.C.
§ 1337(a)(1)(B). A single importation of an accused product is sufficient to satisfy the
importation requirement of Section 337. Certain Trolley Wheel Assemblies, Inv. No. 337-TA-
161, Comm’n Op. at 7-8, USITC Pub. No. 1605 (Nov. 1984) (deeming the importation
requirement satisfied by the importation of a single product of no commercial value).

Respondents do not contest statutory authority based upon importation of accused
products and have stipulated that they have imported at least one unit of each accused product.
Joint Statement at 9 LA and B; JX-0021C (Joint Stipulation Between Ericsson and Lenovo

Relating to Fact Discovery) at q 3.

C. Patent Ownership

The Commission recently clarified that 35 U.S.C. § 281 does not apply directly to the
Commission. Certain Active Matrix Organic Light-Emitting Diode Display Panels & Modules
for Mobile Devices, & Components Thereof, Inv. No. 337-TA-1351, Comm’n Op. at 12-13
(April 24, 2024) (EDIS Doc ID 821542). Rather, “the determination of who may bring a section
337 investigation begins with the language of the Commission’s governing statute and
regulations promulgated pursuant to that authority.” Id. (citing 19 U.S.C. § 1337; 19 C.F.R. §
210.12); see also id. at 15 (“[T]he pertinent issue is whether [Complainant] satisfied the
prerequisites of the Commission’s rules to bring a section 337 action as of the date the complaint
was filed.”). Accordingly, consistent with the Commission’s rules and practice, “at least one

complainant must be the owner or exclusive licensee of the patent.” Id. at 14; see also id. at 15-
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16 (finding it appropriate to consider whether complainant “is a ‘patentee’ who can bring a
patent infringement action under 35 U.S.C. § 281” in determining whether complainant is the
owner or exclusive licensee).

In this investigation, the parties do not dispute that Ericsson is the named owner of the
Asserted Patents by virtue of the official assignments granted to it and duly recorded with the
PTO. Certified assignment documents were filed with the Complaint showing ownership of the

Asserted Patents. See Complaint at Ex. 2, 4, 6, and 8.

III.  U.S. PATENT NO. 10,425,817

A. Overview

The *817 patent is titled “Subscription Concealed Identifier.” JX-0001 (*817 Patent). The
’817 patent was filed on November 26, 2018, issued on September 24, 2019. JX-0001. The
patent is based on US Patent Application No. 16/200,037, and claims priority to International
Patent Application No. PCT/EP2018/069432, filed on July 17, 2018, and U.S. Provisional Patent
Application No. 62/536,632, filed on July 25, 2017. The named inventors of the 817 patent are
Vesa Torvinen, Noamen Ben Henda, David Castellanos Zamora, Prajwol Kumar Nakarmi, Pasi
Saarinen, and Monica Wifvesson. /d.

The ’817 patent is directed to a method of protecting subscriber privacy when a
subscriber registers with a wireless network. Tr. (Mahon) at 176:1-21. The patent recognizes that
“[1]t is important to maintain the confidentiality of a user equipment’s (UE’s) long-term
subscription identifier (e.g., an IMSI (International Mobile Subscriber Identity)).” JX-0001 at

1:22-24. To solve this problem, the 817 patent discloses using a Subscription Concealed
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Identifier (“SUCI”),? which includes a clear text part and an encrypted part, as shown below in

Fig. 3. Tr. (Mahon) at 176:1-21.

JX-0001 (’817 patent) at Fig. 3; see also Tr. (Mahon) at 177:21-178:14. The clear text part
means plain text, which is unprotected. Tr. (Mahon) at 178:1-3. The clear text part consists of (1)
a home network identifier, which identifies your home network (e.g., Verizon, T-Mobile); (2) a
public key identifier, which is used as part of the encryption process; and (3) an encryption
scheme identifier, which identifies the encryption scheme used so that the encrypted part can be
decrypted. Tr. (Mahon) at 177:21-178:14.

In addition, the *817 patent discloses how to transmit and de-conceal the SUCI.

2 The term “SUCI” was coined by the Ericsson’s inventors. Tr. (Mahon) at 175:3-13.
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JX-0001 (°817 patent) at Fig. 6. Dr. Mahon testified that the figure shows that the UE sends the

SUCT up to the network in step 3, the SEAF relays the SUCI to the AUSF (the authentication

server) in step 4, and the AUSF makes the decision where to send the SUCI for deconcealing in

steps 5 and 6 and forwards to the SIDF in step 7, and then the SIDF de-conceals the SUCI and

sends it back to the AUSF in step 8. Tr. (Mahon) at 179:3-15.

B. Level of Ordinary Skill in the Art

The private parties propose the following definition for a person of ordinary skill in the art.

Ericsson

Lenovo

A person of ordinary skill in the art would
have a bachelor’s degree in electrical
engineering, computer engineering, or
computer science with (1) at least three years
of experience in the field of
telecommunications or wireless systems;
and/or (2) an advanced degree in electrical
engineering, computer engineering, or
computer science in the field of

A person of skill in the art would have “a
master’s degree in electrical engineering,
computer engineering, or computer science,
or equivalent and at least three years of
experience in the field of telecommunications
or wireless systems.” RBr. at 10.
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telecommunications or wireless systems. CBr.
at 25-26.

Although the difference in proposals does not appear to affect any of the substantive
issues in this investigation, the Staff is of the view that Ericsson’s broader definition should be
adopted. See Tr. (Mahon) at 1488:3-5 (stating that the difference in the parties’ definitions do not

affect his opinions).

C. Direct Infringement

The evidence shows that the accused products infringe claims 10 and 13-15 of the *817
patent. In support of infringement, Ericsson presented expert testimony from Dr. Mahon. Dr.
Mahon received a Master of Science in electrical engineering and a Ph.D. in acoustics in 2001.
Tr. (Mahon) at 163:6-14; CDX-0008C.2. In the Staff’s view, Dr. Mahon qualifies as a person of
ordinary skill in the art under both Ericsson’s and Lenovo’s definitions. Tr. (Mahon) at 1487:25-
1488:2. Dr. Mahon was admitted as an expert in “cellular communication and standards,
specifically the technology covered by the *817 . . . patent[].” Tr. (Mahon) at 167:9-15.

Lenovo directly infringes apparatus claim 15 because it has offered for sale and/or sold at
least one of each [accused product] to customers in the United States.” Joint Statement at § [.B.
Lenovo directly infringes method claims 10, 13, and 14 because it uses the accused products,
including for business purposes and testing within the United States. Tr. (Mahon) at 246:17-
248:18; JX-0029C (Klomsdorf Tr.) at 45:18-46:20, 54:8-55:4 (testifying to Motorola’s use of the
Accused Products, including for testing); see also CDX-0008C.83. In particular, the evidence
shows that the generation and transmission of a SUCI as claimed is required to connect to a 5G

Standalone network. Tr. (Mahon) at 248:14-18, 196:8-21.
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The only dispute on infringement of the 817 patent is whether the UE “transmit[s] the
SUCI to an authentication server for forwarding of the SUCI to a de-concealing server capable of

decrypting the encrypted part” as recited in claim elements [10.C] and [15.D].

1. Representativeness

The evidence shows that the Motorola Edge+ (2023) (with Qualcomm Snapdragon 8 Gen
2 Mobile Platform) is representative of the Qualcomm-based accused products and the Motorola
Edge (2023) (with MediaTek Dimensity 7030 Platform (MT6879)) is representative of the
MediaTek-based accused products. Tr. (Mahon) at 168:16-171-4; CDX-0008C.9-10. The
evidence shows that the accused products comply with the relevant portions of the 3GPP
standard for the *817 patent. In particular, Dr. Mahon testified that the accused products support

SUCI generation and transmission. See, e.g., CX-6130C. Further, the evidence shows that

I . < . CX-6120C; CX-T34C: IX-0029C

(Klomsdorf Dep. Tr.) at 52:6-24.
Qualcomm-based accused products. Dr. Mahon testified that the Motorola Edge+

(2023) is representative of the Qualcomm-based accused products. Tr. (Mahon) at 168:25-

170:11. Dr. Mahon testified that he performed a differential analysis _
I . )

170:3-11.
MediaTek-based accused products: Dr. Mahon testified that Moto Edge (2023) is

representative of the MediaTek-based accused products. Tr. (Mahon) at 170:12-171:4; CDX-
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0008C.10. A MediaTek corporate representative confirmed that_
I C<-6504C (April 29, 2024 Declaration of ||| =t 13-

1. Claims 10 and 15

a) Claim Element [10.A] / [15.A]

Claim 10

Claim 15

[10.A] A method performed by a user
equipment (UE) for concealing a subscription
permanent identifier (SUPI), wherein the
SUPI is a globally unique identifier allocated
to a subscriber and the SUPI comprises a
home network identifier identifying a home
network of the subscriber and a subscription
identifier identifying a subscription within the
home network, the method comprising:

[15.A] A user equipment (UE) for concealing
a subscription permanent identifier (SUPI),
wherein the SUPI is a globally unique
identifier allocated to a subscriber and the
SUPI comprises a home network identifier
identifying a home network of the subscriber
and a subscription identifier identifying a
subscription within the home network, the UE
comprising:

The evidence shows that the accused products meet claim elements [10.A] and [15.A].

Tr. (Mahon) at 181:4-183:10. Dr. Mahon testified that each accused product is a user equipment

(UE) for concealing a subscription permanent identifier (SUPI), wherein the SUPI is a globally

unique identifier allocated to a subscriber. Tr. (Mahon) at 181:4-182:11; CDX-0008C.19. The

5G Standard TS 33.501 describes a SUPI as a globally unique 5G Subscription Permanent

Identifier. Tr. (Mahon) at 181:21-182:8; CX-1699.0093 (TS 23.501 § 5.9.2).

Further, Dr. Mahon testified that, according to the standard, the SUPI contains an IMSI,

which includes (1) a Mobile Country Code (MCC) and Mobile Network Code (MNC), which are

the claimed “home network identifier, and (2) Mobile Subscriber Identification Number (MSIN),

which is the claimed “subscription identifier.” Tr. (Mahon) at 182:12-183:10; CDX-0008C.20;

see also CX-1698 (TS 23.501 at annex C), CX-1697 (TS 23.003).
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Further, Dr. Mahon testified that the source code for the Qualcomm-based and
MediaTek-based accused products meet these claim elements. Tr. (Mahon) at 202:1-203:8

(Qualcomm), 204:19-205:27 (MediaTek).

b) Claim Element [15.B]

Claim 10 Claim 15

[15.B] processing circuitry and memory
circuitry, the memory circuitry containing
instructions executable by the processing
circuitry, wherein the UE is operative to:

The evidence shows that the accused products meet claim element [15.B]. Tr. (Mahon) at
183:13-184:19. Lenovo does not dispute that this claim element is met. Joint Statement at § II1.B.
Dr. Mahon testified that Lenovo’s technical documentation show that the accused products
include processors (i.e., processing circuitry) and memory (i.e., “memory circuitry containing
instructions executable by the processing circuitry”). Tr. (Mahon) at 183:13-23; CDX-0008C.21.

Lenovo admits that the accused products include “processing circuitry” and “memory circuitry.”
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JX-0029C (Klomsdorf Dep. Tr.) at 36:21-37:6; see also CX-0006 at RFA Nos. 280-281 (Moto G

5G (2022)); 299-300 (Moto G 5G (2023); 320-321 (Moto G Stylus (2022); 341-342 (Moto G

Stylus 5G (2023)); 362-363 (Moto G Power 5G); 383-384 (Motorola Edge (2022)); 404-405

(Motorola Edge+ (2022)); 425-426 (Motorola Edge 30 Fusion (2022)); 446-447 (Motorola

Edge+ (2023)); 467-468 (Motorola Razr (2nd Gen)); 488-489 (Motorola Razr+ (2023)); 509-510

(Motorola ThinkPhone).

c) Claim Element [10.B] / [15.C]:

Claim 10

Claim 15

[10.B] the UE generating a subscription
concealed identifier (SUCI) which comprises
an encrypted part and a clear-text part,
wherein a) the encrypted part of the SUCI
generated by the UE comprises the
subscription identifier identifying the
subscription within a home network, but the
encrypted part of the SUCI generated by the
UE does not include the home network
identifier and b) the clear-text part of the
SUCI generated by the UE comprises i) the
home network identifier, ii) an encryption
scheme identifier that identifies an encryption
scheme used by the UE to encrypt the
subscription identifier in the SUCI, and iii) a
public key identifier for a public key of the
home network, but the clear-text part of the
SUCI generated by the UE does not comprise
the subscription identifier; and

[15.C] generate a subscription concealed
identifier (SUCI) which comprises an
encrypted part and a clear-text part, wherein
a) the encrypted part of the SUCI generated
by the UE comprises the subscription
identifier identifying the subscription within a
home network, but the encrypted part of the
SUCI generated by the UE does not include
the home network identifier and b) the clear-
text part of the SUCI generated by the UE
comprises 1) the home network identifier, ii)
an encryption scheme identifier that identifies
an encryption scheme used by the UE to
encrypt the subscription identifier in the
SUCI, and iii) a public key identifier for a
public key of the home network, but the clear-
text part of the SUCI generated by the UE
does not comprise the subscription identifier;
and

The evidence shows that the accused products meet claim elements [10.B] and [15.C]. Tr.

(Mahon) at 184:20-188:5; CDX-0008C.24-26. Lenovo does not dispute this claim element is

met. Joint Statement at § I11.B.

Dr. Mahon testified that the standard requires the UE “generate a subscription concealed

identifier (SUCI).” Tr. (Mahon) at 184:20-185:5; see also CX-1698.0094 (TS 33.501). Further,
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Dr. Mahon testified that the SUCI, which is shown below, includes the claimed “encrypted part”
(the magenta box) and “clear-text part” (everything left of the magenta box). Tr. (Mahon) at

185:14-186:7.

CDX-0008.25 (showing an annotated version of CX-1697, TS 23.003 at Section 2.2B).

Clear text part. Dr. Mahon testified that, according to the 5G standard, UEs generate a
SUCI with a clear text part, as required by the claim element. Tr. (Mahon) at 185:6-13
(discussing CDX-0008.25); see CX-1697 (TS 23.003) at 19-20. As shown above, the clear text
part of the SUCI includes a Home Network Public Key Identifier (i.e., a “home network
identifier”), a Protection Scheme Identifier (i.e., an “encryption scheme identifier”), a Home
Network Identifier, and a Home Network Public Key Identifier (i.e., a “public key identifier”).
Tr. (Mahon) at 185:14-186:7; see also CX-1698 (TS 33.501) at Clause 6.12.2. Dr. Mahon
testified that the 5G standard provides three Protection Scheme Identifiers for concealing the
SUPI: Profile A, Profile B, and null scheme. The evidence shows that Profile A and Profile B,
which are Elliptic Curve Integrated Encryption Schemes (ECIES), meet the “encryption scheme

identifier” limitation. Tr. (Mahon) at 193:10-194:20.
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Encrypted part. Dr. Mahon testified that, according to the 5G standard, UEs generate a
SUCI with an encrypted part comprising the Scheme Output (i.e., a “subscription identifier”),
which identifies the home network. Tr. (Mahon) at 186:8-24; CDX-0008C.26; CX-1698 (TS
33.501) at Annex C.

Additionally, Dr. Mahon testified that both Qualcomm and MediaTek source code show
that the accused products meet claim elements [10.B] and [15.C]. Tr. (Mahon) at 202:1-203:8
(analyzing the Qualcomm source code with reference to CDX-8.37C); CPX-0003C; see also Tr.
(Mahon) at 201:3-9 (discussing CX-5989C and CDX-8.36C); Tr. (Mahon) at 204:19-205:17

(analyzing the MediaTek source code with reference to CDX-8.38C); CPX- 0001C.

d)  Claim Element [10.C] / [15.D]

Claim 10 Claim 15
[10.C] the UE transmitting the SUCI to an [15.D] transmit the SUCI to an authentication
authentication server for forwarding of the server for forwarding of the SUCI to a de-
SUCI to a de-concealing server capable of concealing server capable of decrypting the
decrypting the encrypted part. SUPI.

The evidence shows that the accused products meet claim element [15.D]. Tr. (Mahon) at
188:6-191:15; CDX-0008C.27-28. In summary, Dr. Mahon testified that the UE transmits the
SUCI to the AUSF (i.e., an “authentication server”) (via the SEAF/AMF) for forwarding to the
SIDF (i.e., a “de-concealing server capable of decrypting the SUPI”), which decrypts the
encrypted part. Tr. (Mahon) at 188:188:13-189:3; see also CX-1698 (TS 33.501).

As shown in the figure below, Dr. Mahon explained that the 5G standard requires that
UEs to send the SUCI to the AUSF (authentication server), which is in the UE’s home network.
Tr. (Mahon) at 188:13-189:3. The standard then requires that the AUSF (authentication server)
choose a “SIDF” (Subscriber Identify De-Concealing Function) and the AUSF forwards the

SUCI to the SIDF for de-concealing. Tr. (Mahon) at 188-13-189:3.

Staff’s Initial Post-Hearing Brief Page | 17
Inv. No. 337-TA-1375



PUBLIC VERSION

CX-1698 (TS 33.501) at Figure 6.1.2-1; see also CDX-0008C.27.

Dr. Mahon testified that the standard requires the UE to transmit a SUCI to the AUSF,
which is in the “home network” through the SEAF, which is in the “serving network.” Tr.
(Mahon) at 188:11-189:3. Dr. Mahon explained that because the UE cannot reach the AUSF
directly, the SEAF “passes through” the SUCI to the AUSF. Tr. (Mahon) at 188:11-189:3.

Lenovo argues that the UE does not transmit the SUCI to the authentication server
because the SEAF “can do one of three things [to the SUCI] — act on it, drop it, or forward it.”
Tr. (Bims) at 1303:8-11. In the Staff’s view, the fact that the SEAF has a policy and can act,
drop, or forward the SUCI is irrelevant to the claim language. A person of ordinary skill in the
art would understand that the meaning of “transmitting” in claim 10 and “transmit” in claim 15
encompasses passing through the serving network. Dr. Mahon testified that a person of ordinary
skill would understand that nodes exist between the UE and AUSF. Tr. (Mahon) at 298:16-

299:11. The ’817 patent further confirms this understanding. For example, in describing Fig. 1,
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the 817 states that “[t]he UE and home network are both communicatively connected to, and
exchange signals with each other via, the serving network.” JX-0001 at 6:1-18. Further, the
specification discloses that the UE “accesses the home network using the serving network.” JX-
0001 at 6:4-6; Tr. (Bims) at 1309:4-6 (admitting that “[a]ccording to the *817 Patent, the UE

accesses the home network using the serving network.”).

CDX-42.3 (comparing Dr. Bim’s demonstrative with Fig. 1 of the 817 patent). Further, Figure 6
of the ’817 patent (shown below on the left) shows the same path from the UE to the AUSF as

described in the 5G standard. See also JX-0001 at Fig. 6; Tr. (Mahon) at 190:17-191:10.
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CDX-42.6 (comparing the 5G standard with Fig. 6 in the 817 patent).

It is undisputed that the exact same SUCI goes from the UE to the SEAF to the AUSF.
Tr. (Bims) at 1314:1-3 (“Q. And then the exact same SUCI goes from the SEAF to the AUSF,
correct? A. Correct.”). It is undisputed that the SEAF does not modify the SUCI before it reaches
the AUSF. Tr. (Bims) at 190:12-16; Tr. (Bims) at 1313:19-20 (“Q. And the SEAF will never
modify the SUCI, right? A. Right, it never modifies the SUCI, right.”). Further, it is undisputed
that the SEAF never authenticates a user based on a SUCI. Tr. (Bims) at 1313:16-18 (Q. Now we
just agreed a moment ago that the SEAF will not ever authenticate a user based on a SUCI,
correct? A. Right.”). The SEAF, which is part of the serving network, cannot request the SIDF.

Tr. (Bims) at 1314:14-1315:2.
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CDX-0042.9.

Doctrine of equivalents. Alternatively, the evidence shows that this claim element is met
under the doctrine of equivalents. Tr. (Mahon) at 191:20-192:11. Dr. Mahon testified that the
accused products perform substantially the same function (i.e., transmitting the SUCI) in
substantially the same way (i.e., transmitting the SUCI to the AUSF whether directly or
indirectly) to obtain substantially the same results (i.e., the AUSF forwards the SUCI to the SIDF
for de-concealing). Tr. (Mahon) at 191:20-192:11.

Lenovo’s expert, Dr. Bims, opined that the “way” and “result” were “substantially
different.” Tr. (Bims) at 1273:13-1274:10. For the “way,” Dr. Bims argued that the “SUCI is
transmitted only to a security anchor function [SEAF].” Tr. (Bims) at 1273:19-25. But this does
not address whether transmitting directly to the AUSF is substantially different from transmitting
to the AUSF while passing through the SEAF. For the “result,” Dr. Bims argued that the result

that “the SUCI is transmitted to a [SEAF]” is different than a SUCI transmitted to an
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authentication server for forward to a de-concealing server as claimed. Tr. (Bims) at 1274:1-10.
But, as discussed above, Dr. Bims concedes that the SEAF sends the exact SUCI received from
the UE to the AUSF. Tr. (Bims) at 1314:1-3. Further, The SEAF, which is part of the serving
network, cannot request the SIDF. Tr. (Bims) at 1314:14-1315:2. Dr. Bims’ testimony ignores
that the same SUCI goes to the AUSF and the AUSF forwards to the SIDF, as described in the
claims. Therefore, the Staff is of the view that the claim element is alternatively satisfied under

the doctrine of equivalents.

2. Claim 13

a) Claim Element [13] The method of claim 10, wherein
transmitting the SUCI to the authentication server comprises
transmitting the SUCI to the authentication server in response
to an identifier request message received from an
Authentication and Mobility Management Function, AMF, as
part of a procedure for registering the UE with a wireless
communication network.

The evidence shows that the accused products meet claim element [13]. Tr. (Mahon) at
192:15-193:9; CDX-0008C.29. Lenovo and Dr. Bims appear to only dispute the “transmitting
the SUCI to the authentication server” portion of the claim element, as discussed for claim
element [10.C] and [15.B]. Tr. (Mahon) at 193:7-9.

Dr. Mahon testified that the 5G standard describes that the UE transmits the SUCI to the
AUSEF in response to an identity request (i.e., an “identifier request message”) received from an
AMEF as part of a procedure for registering the UE. Tr. (Mahon) at 192:23-193:6; CX-1698 (TS
33.501) at Clause 6.12.2. The subscription identification procedure set forth in the standard is

shown below.
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CDX-0008C.29; see also CX-1698 (TS.501) at Clause 6.12.2.

Further, Dr. Mahon testified that the Qualcomm and MediaTek source code confirm that
this claim element is met. Tr. (Mahon) at 202:1-203:8 (analyzing the Qualcomm source code
with reference to CDX-8.37C), 204:19-205:17 (analyzing the MediaTek source code with

reference to CDX-8.38C).

3. Claim 14

a) Claim Element [14] The method of claim 10, wherein the
encryption scheme is an Elliptic Curve Integrated Encryption
Scheme.

The evidence shows that the accused products meet claim element [14]. Tr. (Mahon) at
193:7-194:11; CDX-0008C.30. Dr. Mahon testified that the encryption scheme used by the
accused products is “an Elliptic Curve Integrated Encryption Scheme.” Tr. (Mahon) at 193:10-
24. Dr. Mahon testified that the Profile <A> and Profile <B> protection schemes are Elliptic

Curve Integrated Encryption Schemes. Tr. (Mahon) at 193:25-194:8; CX-1697 (TS 23.003) at

Clause 2.2B.

Staff’s Initial Post-Hearing Brief Page | 23
Inv. No. 337-TA-1375



PUBLIC VERSION

Further, Dr. Mahon testified that the source code confirms that the claim element is met.

For the Qualcomm-based accused products, Dr. Mahon testified that the

I 11 T+ 204615 CDX-0008 37C

(the fourth bullet point shows a excerpt of the source code showing this functionality). For the
MediaTek-based accused products, Dr. Mahon testified that function _

_ Tr. (Mahon) at 204:19-205:17 (analyzing the MediaTek

source code with reference to CDX-0008.38C).

D. Indirect Infringement of Claims 10 and 13-15

The evidence shows that Lenovo indirectly infringes the asserted method claim 10 and
13-14 of the ’817 patent by inducing its customers to connect the accused products to 5G
networks. Tr. (Mahon) at 248:19-249:10; CDX-0008.84-85. Lenovo’s website and marketing
materials show that it instructs, encourages, and advertises its customers, retailers, and others to
infringe, including by advertising support of infringing 5G modes of operation. Tr. (Mahon) at
249:5-10 (referring to CDX-8.85); CX-6355, CX-6356, CX-3431, CX-5798, and CX-6330
(Exemplary Lenovo 5G Advertisements and Troubleshooting Guides). Further, Lenovo has had
knowledge of the 817 patent at least as early as the filing of the Complaint. The Staff is of the
view that the evidence shows that the asserted method claims of the *817 patent are indirectly

infringed.

E. Technical Prong of the Domestic Industry Requirement
The evidence shows that the Samsung DI products practice claims 10 and 13-15 of the

’817 patent.
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1. Representativeness

Ericsson relies on products from its licensee, Samsung, for the technical prong of the
domestic industry requirement. The evidence shows that the Samsung Galaxy S23 product is
representative of the other Samsung DI products. Tr. (Mahon) at 171:5-172:2; CDX-0008C.11.
Dr. Mahon testified that, based on Samsung’s technical documents and chipset vendor document,
the Samsung Galaxy S23 has the same Qualcomm chipset as the Lenovo Moto Edge+ (2023),
which is representative of the Qualcomm-based accused products. Tr. (Mahon) at 171:14-22;

compare CDX-0008.11 and CDX-0008.9 (identifying Qualcomm SM8550 as the chipset) As

discussed above, Dr. Mahon testified that he [ [
_ See supra at Section III.C.1. Further, Samsung technical documents
show that the proctucts N . C X765

Lenovo does not dispute that the Samsung Galaxy S23 is representative of the Samsung DI

products. Joint Statement at 9 ILA.

2. Claims 10 and 13-15

The Samsung DI Products practice the asserted claims for the same reasons as described
above for the Qualcomm-based accused products. Tr. (Mahon) at 181:4-193:6. Dr. Mahon
estired o [
_ confirm that the Samsung DI products can generate and transmit the SUCI
claimed in claims 10 and 13-15 for the same reasons that the accused products infringe these
claims. Tr. (Mahon) at 196:8-21; see also supra Section I11.C. Further, Mr. Mahon testified that
the Samsung DI products include processing circuitry and memory circuitry. Tr. (Mahon) at
183:11-184.19; CDX-8.21.
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IV.  U.S.PATENT NO. 10,306,669

A. Overview

The *669 patent is entitled “Physical uplink control channel (PUCCH) resource
allocation.” JX-0002. The patent is based on U.S. Patent Application No. 16/203,391, filed on
November 28, 2018, and issued on May 28, 2019. The 669 patent claims priority to
International Patent Application No. PCT/IB2018/058400, filed on October 26, 2018; and U.S.
Provisional Patent Application No. 62/577,578 (the “’578 provisional”), filed on October 26,
2017. The named inventors of the 669 patent are Havish Koorapaty, Sorour Falahati, Robert
Blademair, and Daniel Larsson.

The *669 patent is directed to “systems and methods for determining an uplink control
channel resource to use for transmitting uplink control information to a network node.” JX-0002
at 3:7-9. The method comprises a series of information exchanges between a UE and a network.
Id. at 1:22-24. The *669 patent discloses that a UE can determine which uplink resources to use
through various techniques. The 669 patent discloses that “the UE uses a combination of
explicit signaling and implicit resource determination to handle flexible timing of HARQ ACK
feedback and the reception of PDCCH in different control regions (e.g., CORESETS) in a slot,”
where “[t]he explicit signaling consists of a combination of RRC signaling (semi-static) and
fields in DCI messages (dynamic).” Id. at 7:36-44. According to the 669 patent, uplink control
information (UCI) “can be transmitted on a separate control channel (e.g., occurring either at the
end of the slot interval or during the slot interval), or the UCI can be multiplexed with data and

transmitted on a data channel.” /d. at 1:28-31.

B. Level of Ordinary Skill in the Art

The private parties propose the following definition for a person of ordinary skill in the art.
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Ericsson Lenovo
A person of ordinary skill in the art would A person of ordinary skill in the art would
have a bachelor’s degree in electrical have had a master’s degree in electrical
engineering, computer engineering, or engineering, computer engineering, or
computer science with (1) at least three years | computer science, or similar and at least three
of experience in the field of years of experience in the field of
telecommunications or wireless systems; telecommunications or wireless systems. RBr.
and/or (2) an advanced degree in electrical at 39-40.
engineering, computer engineering, or
computer science in the field of
telecommunications or wireless systems. CBr.
at 25-26.

Although the difference in proposals does not appear to affect any of the substantive
issues in this investigation, the Staff is of the view that Ericsson’s broader definition should be

adopted.

C. Direct Infringement

The evidence shows that the accused products infringe claims 8, 9, 15, and 17. In support
of infringement of the 669 patent, Ericsson presented expert testimony from Dr. Mahon. In the
Staff’s view, Dr. Mahon qualifies as a person of ordinary skill in the art under both Ericsson’s
and Lenovo’s definitions. Dr. Mahon was admitted as an expert in “cellular communication and
standards, specifically the technology covered by the . .. ’669 patent[].” Tr. (Mahon) at 167:9-
15.

Lenovo directly infringes method claim 17 by using the accused products, including for
business purposes, and testing, within the United States. Tr. (Mahon) at 246:17-248:18; JX-
0029C (Klomsdorf Tr.) at 45:18-46:20, 54:8-55:4 (testifying to Motorola’s use of the Accused
Products, including for testing); see also CDX-0008C.83. The evidence shows that the successful
receipt and transmission of control information as claimed is required to connect to any 5G

network. Tr. (Mahon) at 248:14-18.
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Lenovo did not present any evidence rebutting Ericsson’s infringement case for the *669
patent. Tr. (Rangan) at 1019:8-1136:21; Tr. (Mahon) at 1509:2-6. The Staff is of the view that
Ericsson has met its burden of showing that each claim element of the asserted claims of the 669

patent is practiced by the accused products.

1. Representativeness

The evidence shows that the accused products comply with the relevant portions of the
3GPP standard, which is covered by the 669 patent, including at least 3GPP TS §§ 38.211,
38.212,38.212, and 38.331. Tr. (Mahon) at 233:6-15. Carrier requirements documents will
confirm compliance with these sections of the standard. See CX-6120C (T-Mobile) and CX-
0734C (Verizon); see also CX-0029C (Klomsdorf Tr.) at 47:10-48:3, 50:11-52:24. Dr. Mahon
testified that for purposes of the *669 patent, there are no substantive differences between the
accused products. Tr. (Mahon) at 210:14-16.

Lenovo Qualcomm-Based Accused Products. The evidence shows and Lenovo does
not dispute that Motorola Edge+ (2023) is representative of the Qualcomm-based accused
products. Joint Statement at § II.A. Dr. Mahon testified that he reviewed Qualcomm source code
that operates with the Lenovo Qualcomm-based accused products and confirmed that-
I - (ichon) ot 168:172:21.

Lenovo MediaTek-Based Accused Products. The evidence shows and Lenovo does not
dispute that the Motorola Edge (2023) is representative of the MediaTek-based accused products.

Joint Statement at § II.B. A MediaTek corporate representative confirmed that_

I :-50:C. (April 29, 2024 Declrston o [N
-) at q 3.
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2. Claims 8, 9, 15, and 17

Ericsson asserts that four dependent claims of the *669 patent are infringed. Dependent
claims 8 and 9 are apparatus claims that depend from independent claim 6. Dependent claim 15
is an apparatus claim that depends from independent claim 11. Dependent claim 17 is a method
claim that depends from independent claim 1. A summary of the differences in claim scope is

shown below. See Tr. (Mahon) at 211:24-212:15.

CDX-0008C.45. As discussed below, Dr. Mahon did a claim element by claim element analysis
against the standard. In addition, Dr. Mahon provided source code analysis of the accused
products, which are based on Qualcomm and MediaTek chipsets. Based on the source code, Dr.
Mahon testified that the Lenovo accused products practice the asserted claims of the 669 patent.

Tr. (Mahon) at 243:14-245:19, 296:12-18.

a)  Claim Element [1.A] / [6.A] / [11.A]

\ Claims 1 and 17 \ Claims 6, 8, and 9 | Claims 11 and 15 \
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[1.A] A method performed by | [6.A] A wireless device, [11.A] A wireless device,
a wireless device, comprising: comprising:
comprising:

The evidence shows that the accused products meet claim element [1.A], [6.A], and
[11.A]. Tr. (Mahon) at 212:20-213:1; CDX-0008C.46. Lenovo does not dispute that these claim
elements are met. Joint Statement at § IV.B. Lenovo admits that the accused products are
“wireless device[s].” CX-0022 (Lenovo’s Responses to Requests for Admission, at Nos 283,

302, 323, 344, 365, 386, 407, 428, 449, 470, 491, 512).

b)  Claim Element [6.B] / [11.B]

Claims 1 and 17 Claims 6, 8, and 9 Claims 11 and 15
[6.B] an interface; [11.B] an interface;

The evidence shows that the accused products meet claim elements [6.B] and [11.B]. Tr.
(Mahon) at 213:186-214:1; CDX-0008C.48. Lenovo does not dispute that these claim elements
are met. Joint Statement at 9§ [V.B.

Dr. Mahon testified that the “interface” in the context of the claims refers to a component
or device that allows signals be sent or transmitted. Tr. (Mahon) at 213:16-20. Lenovo’s
corporate representative testified that the accused products support at least Release 15 of the 5G
standard which, as Dr. Mahon testified, shows that the accused products have an interface. Tr.
(Mahon) at 213:21-214:1; JX-0029C (Klomsdorf Tr.) at 33:2-4. Further, Dr. Mahon testified that,
based on technical documents, the accused products support 5SG connectivity via a radio front-

end interface. Tr. (Mahon) at 213:3-214:18; CDX-0008C.49.

c) Claim Element [6.C] / [11.C]

Claims 1 and 17 Claims 6, 8, and 9 Claims 11 and 15
[6.C] and processing circuitry | [11.C] and processing
configured to cause the circuitry configured to cause
wireless device to: the wireless device to:
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The evidence shows that the accused products meet claim element [6.C] and [11.C]. Tr.
(Mahon) at 213:7-15; CDX-0008C.47. Lenovo does not dispute that these claim elements are is
met. Joint Statement at § IV.B. Further, Lenovo admits that the accused products include
“processing circuitry.” CX-0022 (Lenovo’s Responses to Requests for Admission at Nos. 280,
299, 320, 362, 383, 404, 425, 446, 488, 509). Dr. Mahon testified that the accused products
include Qualcomm or MediaTek chipsets, which support 5G connectivity. Tr. (Mahon) at 213:3-

214:18; CDX-0008C.49.

d) Claim Element [1.B] / [6.D] / [11.D]

Claims 1 and 17 Claims 6, 8, and 9 Claims 11 and 15
[1.B] receiving a first [6.D] receive a first downlink | [11.D] receive a downlink
downlink control channel control channel message that | control channel message that
message that schedules a first | schedules a first downlink schedules a downlink shared
downlink shared channel shared channel transmission; | channel transmission to the
transmission; wireless device;

The evidence shows that the accused products meet claim elements [1.B], [6.D], and
[11.D]. Tr. (Mahon) at 214:19-215:21; CDX-0008C.50. Lenovo does not dispute that these claim
elements are met. Joint Statement at § IV.B.

Dr. Mahon testified that the accused products receive a PDCCH message containing a
DCI message (i.e., a “first downlink control channel message™) in format 1 0 or 1 1, which
schedules a PDSCH transmission (i.e., “a downlink shared channel transmission”). Tr. (Mahon)

at 214:19-215:18; CX-1700 (TS 38.213) at § 10; CX-0557 (TS 38.212) at §§ 7.3.1.2., 7.3.1.2.2.

e) Claim Element [1.C] / [6.E]

Claims 1 and 17 Claims 6, 8, and 9 Claims 11 and 15
[1.C] receiving a second [6.E] receive a second
downlink control channel downlink control channel
message that schedules a message that schedules a
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second downlink shared second downlink shared
channel transmission; channel transmission;

The evidence shows that the accused products meet claim element [1.C] and [6.E]. Tr.
(Mahon) at 215:22-216:217:20; CDX-0008C.51. Lenovo does not dispute that this limitation is
met. Joint Statement at § IV.B.

Dr. Mahon testified that the accused products can receive multiple PDCCH messages,
each containing a DCI message in format 1 0 or 1 1. Tr. (Mahon) at 216:12-216:25; CX-1700
(TS 38.213) at § 10; CX-0557 (TS 38.212) at §§ 7.3.1.2., 7.3.1.2.2. The second downlink control
channel message that schedules a second downlink shared channel transmission is shown in the

figure below.

CDX-0008C.45.
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f)  Claim Element [1.D] / [6.F] / [11.F]

Claims 1 and 17

Claims 6, 8, and 9

Claims 11 and 15

[1.D] determining an uplink
control channel resource to
use for transmitting uplink
control information to a
network node on an uplink
control channel,

[6.F] determine an uplink
control channel resource to
use for transmitting uplink
control information to a
network node, wherein:

[11.F] determine an uplink
control channel resource to
use for transmitting an uplink
control information to a
network node,

The evidence shows that the accused products meet claim elements [1.D], [6.F], and

[11.F]. Tr. (Mahon) at 217:1-20; CDX-0008C.52. Lenovo does not dispute that this claim

element is met. Joint Statement at § IV.B.

Dr. Mahon testified that the standard requires that the UE determines a PUCCH resource,

which is a time and frequency allocation (i.e., an uplink control channel resource), for sending

HARQ-ACK information (i.e., “uplink control information”) back up to the base station (i.e., the

“network node”). Tr. (Mahon) at 217:8-16; CX-1700 (TS 38.213) at § 9.2.3.

g)  Claim Element [1.E] / [6.G] / [11.G]

Claims 1 and 17

Claims 6, 8, and 9

Claims 11 and 15

[1.E] wherein: the uplink
control information
comprises Hybrid Automatic
Repeat Request, HARQ, for
feedback for both the first
downlink shared channel
transmission and the second
downlink shared channel
transmission;

[6.G] the uplink control
information comprises
Hybrid Automatic Repeat
Request, HARQ, feedback for
both the first downlink shared
channel transmission and the
second downlink shared
channel transmission,

[11.G] wherein the uplink
control information
comprises Hybrid Automatic
Repeat Request, HARQ,
feedback for the downlink
shared channel transmission
and

The evidence shows that the accused products meet claim elements [1.E], [6.G], and

[11.G]. Tr. (Mahon) at 217:21-220:20; CDX-0008C.53-57. Lenovo does not dispute that these

claim elements are met. Joint Statement at § [V.B.
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Dr. Mahon testified that the only difference between these claim elements is that [1.E]

and [6.G] require a first and second downlink shared channel transmission, and claim element

[11.G] only requires one downlink shared transmission. Tr. (Mahon) at 217:21-218:6.

As discussed above, Dr. Mahon testified regarding the following portion of the standard:

The PUCCH resource determination is based on a PUCCH
resource indicator field [5, TS 38.212] in a last DCI format 1_0 or
DCI format 1 1, among the DCI formats 1 _0 or DCI formats 1_1
that have a value of a PDSCH-to-HARQ feedback timing indicator
field indicating a same slot for the PUCCH transmission, that the
UE detects and for which the UE transmits corresponding HARQ-
ACK information in the PUCCH . . .

CX-1700 (TS 38.213) at Section 9.2.3 (emphasis added); Tr. (Mahon) at 218:19-220:4. Dr.

Mahon explained that under this section of the 5G standard, when the UE receives multiple DCI

messages, the UE determines a single PUCCH resource (the time and frequency) to transmit

HARQ-ACK information for multiple DCI formats (i.e., “the first downlink shared channel

transmission and the second downlink shared channel transmission”) by using the PUCCH

resource indicator field. Tr. (Mahon) at 219:14-220:11. Further. Dr. Mahon explained that the

standard provides a formula to determine a single PUCCH resource based on the last DCI format

among DCI formats received by the UE. Tr. (Mahon) 219:24-220:11; see also CX-1700 (TS

38.213) at Section 9.2.3; CDX-0008C.55.

h)

Claim Element [1.F] / [6.H]

Claims 1 and 17

Claims 6, 8, and 9

Claims 11 and 15

[1.F] and wherein
determining the uplink
control channel resource to
use for transmitting the
uplink control information
comprises determining the
uplink control channel
resource based on (a)
signaling received from the

[6.H] and wherein
determining the uplink
control channel resource to
use for transmitting the
uplink control information
comprises determining the
uplink control channel
resource based on (a)
signaling received from the
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network node and (b) network node and (b)
resource determination resource determination
performed by the wireless performed by the wireless
device based on a latest device based on a latest
received one of the first received one of the first
downlink control channel downlink control channel
message and the second message and the second
downlink control channel downlink control channel
message; and message; and

The evidence shows that the accused products meet claim elements [1.F] and [6.H]. Tr.
(Mahon) at 220:21-222:21; CDX-0008C.57-59. Although Lenovo does not agree that these claim
elements are met, Dr. Mahon’s testimony was unrebutted. Joint Statement at § IV.B.

The claim elements require that the UE determine a PUCCH resource based on two
inputs: (a) signaling received from the network node; and (b) a latest received downlink control
channel message. Tr. (Mahon) at 220:25-221:4 (first input), 222:3-7 (second input).

For the first input (a), Dr. Mahon testified that the standard states that the UE determines
a PUCCH resource based on PUCCH-Config message received from the base station (i.e.,
“signaling received from the network node”). Tr. (Mahon) at 220:7-15. Specifically, the
PUCCH-Config message includes a PUCCH-ResourceSet and a resourceList, which is a list of
resources from which the UE chooses. Tr. (Mahon) at 221:16-222:2; CDX-8.58; CX-1700 (TS
38.213) at § 9.2.1; CX-2008 (TS 38.331) at § 6.3.2.

For the second input (b), Dr. Mahon testified that the standard states that the UE
determines a PUCCH resource “based on PUCCH resource indicator field [] in a last DCI
format 1_0 or DCI format 1_1, among the DCI formats 1 0 or DCI formats 1 1" (i.e., the
“latest received one of the first downlink control channel message and the second downlink

control channel message”). CX-1700 (TS 38.213) at § 9.2.3; CDX-0008C.59. In particular, Dr.
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Mabhon testified that the resource determination is based on “a PUCCH resource indicator field in

a last DCI format among DCI formats.” Tr. (Mahon) at 222:13-17.

i) Claim Element [17] and [11.H]

Claims 1 and 17

Claims 6, 8, and 9

Claims 11 and 15

[17] The method of claim 1,
wherein determining the
uplink control channel
resource further comprises
selecting the uplink control
channel resource from uplink
control channel resources in
two or more uplink control
channel resource sets based
on: a payload size of the
uplink control information; a
starting control channel
element index of the latest
received one of the first
downlink control channel
message and the second
downlink control channel
message downlink control
channel; and dynamic
signaling received from the
network node.

[11.H] and determining the
uplink control channel
resource comprises selecting
the uplink control channel
resource from uplink control
channel resources in two or
more uplink control channel
resource sets based on: a
payload size of the uplink
control information; a starting
control channel element index
of a downlink control channel
candidate on which the
downlink control channel
message was received; and
dynamic signaling received
from the network node; and

The evidence shows that the accused products meet claim elements [17] and [11.H]. Tr.

(Mahon) at 224:6-9. These claim elements require that the UE determine a PUCCH resource by

selecting the PUCCH resource from two or more PUCCH resource sets based on three inputs: (1)

payload size of the uplink control information (“UCI”); (2) a starting control channel element

index of a downlink control channel candidate on which the downlink control channel message

was received; and (3) dynamic signaling received from the network node. Tr. (Mahon) at 222:24-

223:3.
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CDX-8.60 (annotating CX-1700 TS 38.213 Section 9.2).

For the first input (payload size of the UCI), Dr. Mahon testified that, according to the
standard, the UE selects a PUCCH resource set based on Ouct (i.e., a payload size of the uplink
control information). Tr. (Mahon) at 224:10-18. In particular, the standard specifies the UE
determines and selects a PUCCH resource set depending on whether Ouci is less than or equal to
2 or Ouct is between 2 and the maxPayloadSize. Tr. (Mahon) at 224:10-18 (testifying that this
portion of the standard is where the UE “picks a resource set using the payload size”); CX-1700
at Section 9.2; CDX-8.60 (highlighting in yellow the portions of the standard that describe using
the payload size of UCI for resource selection).

For the second input (the starting control channel index), Dr. Mahon testified that the
standard specifies that the UE selects the PUCCH resource based on ncce, which the standard
defines as “the index of a first CCE for the PDCCH reception,” because it is an input in the

formula Rpucch to determine the PUCCH resource. Tr. (Mahon) at 224:19-25; CX-1700 at
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Section 9.2; CDX-8.60 (highlighting in green the portions of the standard that describe using
ncce for PUCCH resource selection). (i.e., a “starting control channel element index of a
downlink control channel candidate).

For the third input (dynamic signaling), Dr. Mahon testified that standard specifies that
the UE selects a PUCCH resource based on Apry, which is defined as the PUCCH resource
indicator field in the DCI format 1 0 or DCI format 1 1 (i.e., “dynamic signaling received from
the network node”). Tr. (Mahon) at 224:19-25; CX-1700 at Section 9.2; CDX-8.60 (highlighting
in light blue the portions of the standard that describe using the PUCCH resource indicator field
for PUCCH resource selection). Like nccg, the PUCCH resource indicator field is also an input

in the Rpuccu formula to determine the PUCCH resource. /d.

i)  Claim Element [1.G] / [6.1] / [11.1]

Claims 1 and 17 Claims 6, 8, and 9 Claims 11 and 15
[1.G] transmitting the uplink | [6.1] transmit the uplink [11.1] transmit the uplink
control information using the | control information using the | control information using the
determined uplink control determined uplink control determined uplink control
channel resource; channel resource; channel resource;

The evidence shows that the accused products meet claim elements [1.G], [6.1], and
[11.1]. Lenovo does not dispute that these claim elements are met. Joint Statement at  IV.B.

Dr. Mahon testified that the standard specifies a “UE procedure for reporting HARQ-
ACK,” which includes “provid[ing] corresponding HARQ-ACK information in a PUCCH
transmission.” Tr. (Mahon) at 225:10-15; CX-1700 at Section 9.2.3; CDX-8.60. Therefore, Dr.
Mahon concludes that the UE transmits the HARQ-ACK information (i.e., uplink control
information”) using the determined PUCCH resource (i.e., “uplink control channel resource™).

ld.
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k)  Claim Element [1.H] / [6.J] / [11.E]

Claims 1 and 17

Claims 6, 8, and 9

Claims 11 and 15

[1.H] wherein the signaling
received from the network
node comprises information
that provides a semi-static
configuration of two or more
uplink control channel
resource sets each comprising
two or more uplink control
channel resources; and

[6.J] wherein the signaling
received from the network
node comprises information
that provides a semi-statis
configuration of two or more
uplink control channel
resource sets each comprising
two or more uplink control
channel resources; and

[11.E] receive, from the
network node, signaling
comprising information that
provides a semi-static
configuration of two or more
uplink control channel
resource sets each comprising
two or more uplink control
channel resources,

The evidence shows that the accused products meet claim elements [1.H], [6.]], and

[11.E]. Tr. (Mahon) at 225:16-226:15; CDX-8.62. While Lenovo did not agree that these claim

elements were met, Dr. Mahon’s testimony is unrebutted. Joint Statement at § IV.B.

Dr. Mahon testified that, according to the standard, the UE receives from the base station

a PUCCH-Config message, which is an RRC message. Tr. (Mahon) at 226:10-15. As discussed

in the *669 patent, an RRC message is a “semi-static configuration.” JX-0002 (669 Pat.) at 2:41-

42. The PUCCH-Config message includes a parameter PUCCH-ResourceSet, which configures

four resource sets (i.e., the two or more uplink control channel resource sets”) each with up to 32

resources per set (i.e., the “two or more uplink control channel resources”). Tr. (Mahon) at

225:24-226:15.

1) Claim Element [1.I] / [6.K] / [11.J]

Claims 1 and 17

Claims 6, 8, and 9

Claims 11 and 15

[1.I] wherein determining the
uplink control channel
resource based on (a) and (b)
comprises selecting one of
the two or more uplink
control channel resource sets,
and selecting, as the uplink
control channel resource to
use for transmitting the

[6.K] wherein determining
the uplink control channel
resource based on (a) and (b)
comprises selecting one of
the two or more uplink
control channel sets, and
selecting, as the uplink
control channel resource to
use for transmitting the

[11.J] wherein selecting the
uplink control channel
resource form the two or
more uplink control channel
resources in the two or more
uplink control channel
resource sets comprises
selecting one of the two or
more uplink control channel
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uplink control information to
the network node, one of the
two or more uplink control
channel resources from the
selected uplink control
channel resources from the
selected uplink control
channel resource set based on
dynamic signaling from the
network node.

uplink control information to
the network node, one of the
two or more uplink control
channel resources from the
selected uplink control
channel resource set based on
dynamic signaling form the
network node.

resource sets, and selecting,
as the uplink control channel
resource to use for
transmitting the uplink
control information to the
network node, one of the two
or more uplink control
channel resources from the
selected uplink control
channel resource set based on
dynamic signaling from the
network node.

The evidence shows that the accused products meet claim elements [1.1], [6.K], and

[11.J]. Tr. (Mahon) at 226:228:2; CDX-8.63-64. These claim elements require selecting a

resource set and then selecting a resource from the selected resource set based on dynamic

signaling. Tr. (Mahon) at 226:16-227:1. While Lenovo did not agree that these claim elements

were undisputed, Dr. Mahon’s testimony is unrebutted. Joint Statement at § [V.B.

Dr. Mahon relies on the following portion of the standard:

For a PUCCH transmission with HARQ-ACK information, a UE
determines a PUCCH resource after determining a set of

PUCCH resources .

. . The PUCCH resource determination is

based on a PUCCH resource indicator field [5, TS 38.212] in a last
DCI format 1 _0 or DCI format 1 1, among the DCI formats 1_0 or
DCI formats 1 1. ..

CX-1700 at Section 9.2.3 (emphasis added).

Dr. Mahon testified that this disclosure meets the requirement in the claim elements that

the selection of the PUCCH resource set comes before selecting the PUCCH resource. Tr.

(Mahon) at 226:16-227:8; CDX-8.63. Further, Dr. Mahon testified that the PUCCH resource

determination is based on a PUCCH resource indicator field in a last DCI format message (i.e.,

dynamic signaling). Tr. (Mahon) at 227:9-228:2; CDX-8.64.
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m)

Claim Element [8.A] and [8.B]

Claims 1 and 17

Claims 6, 8, and 9

Claims 11 and 15

[8.A] The wireless device of
claim 6 wherein:

[8.B] each of the first
downlink control channel
message and the second
downlink control channel
message comprises a
downlink control information
message comprising bits for
use to select one of the two or
more uplink control channel
resources from the selected
uplink control channel
resource set; and

The evidence shows that the accused products meet claim elements [8.A] and [8.B]. Tr.

(Mahon) at 228:9-229:16; CDX-8.65. While Lenovo did not agree that these claim elements

were met, Dr. Mahon’s testimony is unrebutted. Joint Statement at § IV.B.

Dr. Mahon testified that the PUCCH resource indicator (i.e., the “downlink control

information message”) has three bits for DCI format 1_0. Tr. (Mahon) at 228:21-25. The

PUCCH resource indicator is used to select the PUCCH resource from the selected PUCCH

resource set. Tr. (Mahon) at 228:9-229:16; CX-1700 (TS 38.213) at § 9.2.3; CDX- 0008C.67.

n)

Claim Element [8.C]

Claims 1 and 17

Claims 6, 8, and 9

Claims 11 and 15

[8.C] selecting the one of the
two or more uplink control
channel resources from the
selected uplink control
channel resource set based on
dynamic signaling from the
network node comprises
selecting, as the uplink
control channel resource to
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use for transmitting the
uplink control information to
the network node, the one of
the two or more uplink
control channel resources
from the selected uplink
control channel resource set
based on the bits for use to
select one of the two or more
uplink control channel
resources from the selected
uplink control channel
resource set that are
comprised in the latest
received one of the first
downlink control channel
message and the second
downlink control channel
message.

The evidence shows that the accused products meet claim element [8.C]. Mahon Tr. at

229:17-230:3; CDX-0008C.66. The standard states the following:

The PUCCH resource determination is based on a PUCCH
resource indicator field [5, TS 38.212] in a last DCI format 1_0
or DCI format 1_1, among the DCI formats 1 0 or DCI formats
1 1 that have a value of a PDSCH-to-HARQ feedback timing
indicator field indicating a same slot for the PUCCH transmission,
that the UE detects and for which the UE transmits corresponding
HARQ-ACK information in the PUCCH . . .

CX-1700 at Section 9.2.3 (emphasis added). Dr. Mahon testified that the standard specifies that

the PUCCH resource determination is based on a PUCCH resource indicator field (i.e., dynamic

signaling) in a last DCI format. Tr. (Mahon) at 229:24-230:3; CDX-8.66.

0)

Claim Elements [9] / [15]

Claims 1 and 17

Claims 6, 8, and 9

Claims 11 and 15

[9] The wireless device of
claim 6, wherein determining
the uplink control channel
resource to use comprises
determining the uplink

[15] The wireless device of
claim 11 wherein determining
the uplink control channel
resource to use comprises
determining the uplink

Staft’s Initial Post-Hearing Brief
Inv. No. 337-TA-1375

Page | 42




PUBLIC VERSION

control channel resource to
use when the timing is
variable between when the
wireless device receives the
first and second downlink
control channel messages
scheduling the first and
second downlink control
channel messages scheduling
the first and second downlink
shared channel transmissions
and when the wireless device
transmits the uplink control
information.

control channel resource to
use when the timing is
variable between when the
wireless device receives the
downlink control channel
messages scheduling the
downlink shared channel
transmission and when the
wireless device transmits the
uplink control channel.

The evidence shows that the accused products meet claim elements [9] and [15]. Tr.

(Mahon) at 230:4-231:3; CDX-8.67. Dr. Mahon testified that the standard specifies that the

timing be variable between when the UE receives the first and second control channel (DCI)

messages and when the UE transmits the uplink control information (UCI). In particular, Dr.

Mabhon testified that the PDSCH-to-HARQ _feedback timing indicator, which is an offset from
when data comes from the base station and when the UE sends HARQ-ACK to the base station,
can take on “various values.” Tr. (Mahon) at 230:10-25; CDX-8.67 (showing the various values

for the PDSCH-to-HARQ feedback timing indicator).

D. Indirect Infringement of Claims 8, 9, 15, and 17

The evidence shows that Lenovo induces its customers to infringe the asserted claims of
the *669 patent. Specifically, Lenovo instructs, encourages, and advertises to its customers the
infringing 5G modes of operation. See, e.g., CX-6355; CX-6356; CX-6354; CX-5732; CX-5740;
CX-0558; CX-6350. Lenovo has had knowledge of the asserted patents and its infringement at

least as early as the filing of the Complaint.
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E. Technical Prong of Domestic Industry
The evidence shows that the Samsung DI products practice claims 8, 9, 15, and 17 of the

’669 patent.

1. Representativeness

The evidence shows and Lenovo does not dispute that the Samsung Galaxy S23 is
representative of the Samsung DI products for purposes of the *669 patent. Joint Statement at
§ ILA. Dr. Mahon testified that the Samsung DI products comply with the 3GPP standard

pertaining to transmission of uplink control information. Joint Statement at § IV.A; Tr. (Mahon)

at 200. As discussed above, Dr. Mahon testified that_
I . (ihon) a 16516

172:21.

2. Claims 8, 9, 15, and 17

The evidence shows that the Samsung DI products practice the asserted claims for the
same reasons as discussed above for infringement by the Qualcomm-based accused products. As

discussed above, Dr. Mahon testified that that the Samsung DI products comply with the 3GPP

sandards an

V. U.S. PATENT NO. 11,317,342

A. Overview

The ’342 patent is entitled “Transmission and Reception of System Information in Parts,”
and issued on April 26, 2022. JX-0003. The ’342 patent is based on Application No. 15/036,283
filed on May 12, 2016, and claims priority to PCT/SE2016/050310 filed on April 12, 2016. The

named inventors of the ’342 patent are Pal Frenger, Martin Hessler, and Joahn Rune.
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The ’342 patent is directed to improvements in transmitting system information. The
patent states that the traditional way of “broadcast[ing] cell-specific system information from
each of the system’s cells” is “inefficient and costly in terms of radio resources and energy.” JX-
0003 at 1:29-31. The patent acknowledges that “[m]odern approaches seek to minimize the
amount of system information that is broadcast, and to limit how often that information is
broadcast.” JX-0003 at 1:31-34. To solve this problem the 342 patent describes a specific way
of transmitting system information in parts. Specifically, the *342 patent discloses transmitting
explicit signaling that is associated with a first part that indicates a sequence with which a second

part of system information is to be demodulated or descrambled. JX-0003, Abstract.

JX-0003 at Figures 10 and 11.
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B. Claim Construction

The parties have agreed to the wording of the construction for the following term of the

’342 patent.

Term Claim(s)

Agreed Construction

“explicit signaling that
indicates a sequence” /
“explicit signaling indicates a
sequence”

Claims 34 and 41

“signaling that comprises one or more
bits, symbols, or other information
elements that encode or represent a
sequence”

C. Level of Ordinary Skill in the Art

The private parties propose the following definition for a person of ordinary skill in the art.

Ericsson

Lenovo

A person of ordinary skill in the art would
have a bachelor’s degree in electrical
engineering, computer engineering, or
computer science with (1) at least three years
of experience in the field of
telecommunications or wireless systems;
and/or (2) an advanced degree in electrical
engineering, computer engineering, or
computer science in the field of
telecommunications or wireless systems. CBr.
at 25-26.

A person of ordinary skill in the art would
have had “a master’s degree in electrical
engineering, computer engineering, or
computer science, or similar and at least three
years of experience in the field of
telecommunications or wireless systems, with
additional education compensating for less
experience, and vice versa.

Although the difference in proposals does not appear to affect any of the substantive

issues in this investigation (see Tr. (van der Weide) at 319:17-320:4), the Staff is of the view that

Ericsson’s broader definition should be adopted.

D. Direct Infringement

The evidence shows that the accused products directly infringe claim 34 and 39 of the

’342 patent. Ericsson presented expert testimony from Dr. van der Weide, who is a professor of

electrical and computer engineering at the University of Wisconsin at Madison. See Tr. (van der
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Weide) at 314:18-22. In the Staff’s view, Dr. van der Weide qualifies as a person of ordinary
skill in the art under both Ericsson’s and Lenovo’s definitions.

The only dispute is whether the accused products meet claim element [34.F].

1. Representativeness

The accused products are compliant with 3GPP standards. Tr. (van der Weide) at 351:22-

352:6; CDX-0002.34. Dr. van der Weide testified that ||| G

B - (von der Weide) at 353:10-354:13; CDX-0002.36; see also CX-0734C.0059
(Verizon carrier requirements); CX-6361C (AT&T carrier requirements).

Qualcomm-based accused products. The evidence shows and Lenovo does not dispute
that the Motorola Edge+ (2023) is representative of the accused products containing the

Qualcomm chipsets. Joint Statement at § I[.A; Tr. (van der Weide) at 329:13-21. Dr. van der

Weide testifed that he analyz<
I - e Weide) at 330:215.

MediaTek-based accused products. The evidence shows and Lenovo does not dispute
that Motorola Edge (2023) is representative of the accused products containing MediaTek
chipsets. Joint Statement at § II.A; Tr. (van der Weide) at 329:13-21. A MediaTek corporate

CX-6504C (April 29, 2024 Declaration of || 2t 13-
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2. Claim 34

a) Claim Element [34.A]: A wireless communication device for
receiving system information for a wireless communication
system in parts, the wireless communication device

comprising:
b) Claim Element [34.B]: communication circuitry; and
c) Claim Element [34.C]: processing circuitry configured to:

The evidence shows that the accused products meet claim elements [34.A], [34.B], and
[34.C]. Tr. (van der Weide) at 331:9-24, 333:3-18; CDX-0002.18. Lenovo does not dispute that
these claim elements are met. Joint Statement at § V.B; Tr. (Rangan) at 1096:17-1097:6; CDX-
0043.2.

The evidence shows that the accused products are “wireless communication devices.” Dr.
van der Weide testified that the standard requires that system information (MIB and a number of
SIBs) be sent in parts. Tr. (van der Weide) at 333:3-22; see also CX-2008.27 (TS 38.331 Fig.
5.2.2.11); CX-6232.0035-36 (TS 38.300 at § 7.3.1); Tr. (Rangan) at 1096:7-12.

The evidence shows that the accused products comprise “communication circuitry.” Tr.
(van der Weide) at 331:9-24, 332:8-18 (communication circuitry in the Qualcomm chipset),
332:19-333:2 (communication circuitry in the MediaTek chipset). Specifically, Dr. van der
Weide testified that both the Qualcomm-based and MediaTek-based accused products contain
radio frequency (“RF”) circuitry. Tr. (van der Weide) at 331:9-333:2; CDX-0002.17
(communication circuitry in the Qualcomm chipset shown in red); CDX-0002.18
(communication circuitry in the MediaTek chipset shown in red).

The evidence shows that the accused products comprise “processing circuitry.” Tr. (van
der Weide) at 331:9-24, 332:8-18 (processing circuitry in the Qualcomm chipset), 332:19-333:2

(processing circuitry in the MediaTek chipset). Dr. van der Weide testified that the accused
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products include microprocessor cores and modem hardware, which are processing circuitry. Tr.
(van der Weide) at 331:9-333:2; CDX-0002.17 (processing circuitry in the Qualcomm chipset
shown in yellow); CDX-0002.18 (processing circuitry in the MediaTek chipset shown in
yellow).
d) Claim Element [34.D]: receive, over a first channel, a first part
of system information,

e) Claim Element [34.E]: wherein the first part of system
information comprises a master information block,

The evidence shows that the accused products meet claim elements [34.D] and [34.E]. Tr.
(van der Weide) at 333:23-334:10; CDX-0002.19. Lenovo does not dispute that the accused
products meet these claim elements. Joint Statement at § V.B; Tr. (Rangan) at 1096:17-1097:6;
CDX-0043.2. Dr. van der Weide testified that the 5G NR standard requires that the UE receive a
MIB (i.e., a “first part of system information” that comprises a “master information block™) over
the Physical Broadcast Channel (PBCH) (i.e., a “first channel”). Tr. (van der Weide) at 333:24-
334:10; see also CX-2008.27 (TS 38.331 Fig. 5.2.2.11).
f) Claim Element [34.F]: wherein the master information block
includes explicit signaling that indicates a sequence with which

the wireless communication device is to demodulate or
descramble a second part of system information; and

The evidence shows that the accused products meet claim element [34.F]. Tr. (van der
Weide) at 337:1-346:13. Dr. van der Weide testified that, according to the 5G NR standard, the
MIB includes a dmrs-TypeA-Position field with a value (i.e., “explicit signaling”) that indicates
a DMRS sequence (the claimed “sequence”) used to demodulate SIB1 (a “second part of system
information”). Tr. (van der Weide) at 338:1-23; CDX-2.23-24; CX-2008.0139-40 (TS 38.331

§6.2.2).
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Specifically, Dr. van der Weide testified that dmrs-TypeA-Position can take on the value
of “2” or “3.” Tr. (van der Weide) at 338:13-23; CDX-2.24; CX-2008 (TS 38.331) at § 6.2.2.
Dr. van der Weide testified that the dmrs-TypeA-Position value indicates the DMRS sequence
because it is “an input to [the] c init equation” when that equation is used to generate the DMRS
sequence used to demodulate the SIB1. Tr. (van der Weide) at 340:10-341:3. Dr. van der Weide
explained that dmrs-TypeA-Position is defined in the standard as the “[p]osition of (first) DM-
RS for downlink,” which is the DMRS signal used to demodulate SIB1.? For purposes of claim
element [34.F], the variable | in the cinit equation is the position of the received signal (which for

SIB1 is dmrs-TypeA-Position). Tr. (van der Weide) at 336:17-337:25.

3 While the standard defines dmrs-TypeA-Position as the place where the UE looks for the
DMRS signal from the base station for demodulation, the Staff understands that this is not the
function that Ericsson identifies as satisfying claim element [34.F]. The experts agree that dmrs-
TypeA-Position performs “double duty” in that it tells the UE where to look for the DMRS
signal and is a seed for the c init equation to determine the DMRS sequence. Tr. (van der Weide)
at 339:4-340:4; Tr. (Rangan) at 1106:15-23. The Staff understands that it is this second function
that Ericsson asserts meets claim element [34.F].
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CDX-2.26; CX-6229 (TS 38.211) at § 7.4.1.1.1.

Lenovo’s expert, Dr. Rangan, opined that the dmrs-TypeA-Position is not explicit
signaling because it only has an “indirect influence [] into the sequence values.” Tr. (Rangan) at
1038:17-1039:6. But Dr. Rangan agreed that the claims do not require “explicitly signaling” the
DMRS sequence. Tr. (Rangan) at 1103:19-25. Dr. Rangan agreed that the claimed “explicit
signaling” requires that the signal is “represented in the MIB by bits, symbols, or other
information elements.” Tr. (Rangan) at 1104:1-11. Dr. Rangan agrees that dmrs-TypeA-Position
value is included in the MIB as bits, symbols, or other information. Tr. (Rangan) at 1098:6-12,
1109:19-22.

Further, the other parameters in the c init equation cannot be used to indicate a different

DMRS sequence. Dr. van der Weide testified that the other parameters in the Cinic equation are
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“defaults that describe the structure of the communication channel prior to the wireless mobile
device getting further information.” Tr. (van der Weide) at 342:11-23. For purposes of

demodulating SIB1, the other parameters are “fixed” and are “constants for SIB1.” Tr. (van der

Weide) at 398:8-10. Dr. van der Weide testified that the variable Vio™ is the value of the
physical layer cell identity, which is a value assigned to a base station. Tr. (van der Weide) at
391:14-392:3; Tr. (Rangan) at 1042:7-14. For purposes of generating the DMRS sequence, Dr.
van der Weide testified that the physical layer cell identity is a constant and cannot be altered to
change the DMRS sequence used to demodulate SIB1. Tr. (van der Weide) at 378:11-14.

'If . . .
"5 is “semi-statically configured” and “part of

Similarly, Dr. Rangan agreed that the parameter
the frame structure for the base station.” Tr. (Rangan) at 1102:7-1103:9. As a result, Dr. van der
Weide explained that dmrs-TypeA-Position acts like a “turn signal.” Tr. (van der Weide) at
395:19-396:18.

Doctrine of equivalents. Alternatively, the claims are satisfied under the doctrine of
equivalents. Tr. (van der Weide) at 341:24-345:2; CDX-2.29. Dr. van der Weide testified that
dmrs-TypeA-Position performs the same function, in the same way, with the same result. /d.
Specifically, Dr. van der Weide testified that dmrs-TypeA-Position performs the same function
of the claimed “explicit signaling” because it provides “information used to demodulate a second
part of the system information” and “inform[s] the wireless device of which sequence it should
use to demodulate SIB1.” Tr. (van der Weide) at 343:11-22. Further, Dr. van der Weide testified
that dmrs-TypeA-Position performs this function in the same way because the MIB is used to

signal the UE as to which DMRS sequence it should generate based on the value of the dmrs-

TypeA-Position. Tr. (van der Weide) at 343:23-344:15. Finally, Dr. van der Weide testified that
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dmrs-TypeA-Position achieves the same result because the UE can then calculate the DMRS
sequence. Tr. (van der Weide) at 344:16-245:2.

Lenovo contends that the doctrine of equivalents is barred by prosecution history
estoppel. See Tr. (Rangan) at 1048:24-1049:3 (discussing RDX-6.29). In support of this theory,

Dr. Rangan points to the following portion of the prosecution history:

RX-2280.308 (°342 Patent File History). As shown in the excerpt, Ericsson narrowed “explicit
signaling that is associated with the first part [of system information]” to recite “wherein the first
part of system information comprises a master information block, wherein the master
information block includes explicit signaling.” RX-2280.308 (’342 Patent File History); see also
Tr. (Rangan) at 1048:24-1049:3. Ericsson did not narrow the limitation “explicit signaling that
indicates a sequence” portion of the claim. Instead, the amendment was made to overcome prior
art that did not have “bits, symbols, or information that were actually included in the MIB.” Tr.
(Rangan) at 1108:8-25. Therefore, the Staff is of the view that prosecution history estoppel does
not apply to the particular equivalent at issue.
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2) Claim Element [34.G]: receive the second part of system
information over a second channel, by demodulating or
descrambling the second part using the indicated sequence.

The evidence shows that the accused products meet claim element [34.G]. Tr. (van der
Weide) at 334:14-337:25; CDX-0002.20-21. Lenovo does not dispute that this claim element is
met to the extent claim element [34.F] is satisfied. Joint Statement at § V.C.

Dr. van der Weide testified that, according to the standard, the UE receives SIB1 (i.e., the
“second part of system information”) over the PDSCH (i.e., the “second channel”). Tr. (van der
Weide) at 334:15-335:9; CDX-0002.20; see also CX-6232.0037 (TS 38.300 § 7.3.2); CX-
0557.0009 (TS 38.212 Table 4.2-1). Further, Dr. van der Weide testified that the UE uses the
sequence generator to locally generate a DMRS sequence, denoted as “r(n),” to demodulate the

SIBI.

Dr. van der Weide testified that to receive SIB1 (i.e., the second part of system information), the

UE uses the DMRS sequence to perform channel estimation for demodulation. Tr. (van der
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Weide) at 324:16-326:20; Tr. (Rangan) at 1036:8-20. Specifically, Dr. van der Weide testified
that, to demodulate the PDSCH, the DMRS sequence is used to compare a local copy of the

DMRS signal to the DMRS signal from the base station. Tr. (van der Weide) at 324:16-326:20.

3. Claim 39

Claim 39 depends from dependent claim 38, which depends from independent claim 34.
JX-0003 at claims 34, 38-39. The evidence shows that the accused products infringe claim 39.

a) Claim Element [38.A]: The wireless communication device of
claim 34, wherein the sequence is a demodulation reference
signal sequence, wherein the second part of system information
comprises a system information block, and wherein the

processing circuitry is configured to: demodulate the second
part using the indicated sequence; and

The evidence shows that the accused products meet claim element [38.A]. Tr. (van der
Weide) at 346:14-347:8; CDX-0002.31. Lenovo does not dispute that this claim element is met if
claim element [34.F] is met. Joint Statement at § V.C.

As discussed above, Dr. van der Weide testified that dmrs-TypeA-Position (i.e., “explicit
signaling”) indicates a demodulation reference signal sequence (DMRS sequence), as required in
claim 38. Tr. (van der Weide) at 346:14-347:9; CDX-0002.31. Further, Dr. van der Weide
testified that the second part of system information comprises SIB1, which is a system
information block. Tr. (van der Weide) at 346:14-347:9; CDX-0002.31. Finally, Dr. van der
Weide testified that the DMRS sequence (i.e., the “indicated sequence”) is used to demodulate

the SIB1 (i.e., the “second part”). Tr. (van der Weide) at 346:14-347:9.

Staff’s Initial Post-Hearing Brief Page | 55
Inv. No. 337-TA-1375



PUBLIC VERSION

b) Claim Element [38.B]: access the wireless communication
system using both the first and second parts of system
information.

The evidence shows that the accused products meet claim element [38.B]. Tr. (van der
Weide) at 347:9-22; CDX-0002.32. Lenovo does not dispute that this claim element is met. Joint
Statement at § V.B; Tr. (van der Weide) 347:23-348:1. Dr. van der Weide testified that,
according to the standard, the MIB and SIB1 are minimum system information, which are
required for initial access. Tr. (van der Weide) at 347:9-22; CDX-0002.32; see also CX-
6232.0035-36 (TS-38.300 § 7.3.1).

c) Claim Element [39]: The wireless communication device of
claim 38, wherein the demodulation reference signal sequence
indicated by the explicit signaling distinguishes the second part
of system information from one or more other second parts of

system information that are receivable using one or more other
respective demodulation reference signals

The evidence shows that the accused products meet this claim element [39]. Tr. (van der
Weide) at 348:2-349:22; CDX-0002.33. To the extent claim element [34.F] is met, Lenovo does
not dispute that this claim element is met. Joint Statement at §V.C.

Dr. van der Weide testified that, according to the standard, the DMRS sequence for
demodulating the PDSCH distinguish es SIB1 from SIB2, SIB3, etc. (i.e., one or more other
second parts of system information). Tr. (van der Weide) at 348:2-349:22. In particular, Dr. van
der Weide explained that SIB2, SIB3, etc. are receivable using the same sequence generator but
with different “I” values (i.e., not dmrs-TypeA-Position which is used for SIB1) and other

variables. Tr. (van der Weide) at 348:2-349:14.
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E. Technical Prong of the Domestic Industry Requirement
The evidence shows that the Samsung DI products practice claims 34 and 39 and the

Ericsson DI products practice claim 41 of the *342 patent.

1. Representativeness
a) Samsung DI Products
The evidence shows and Lenovo does not dispute that the Samsung Galaxy S23 is
representative for purposes of the technical prong of the domestic industry requirement. Joint
Statement at § I.A. Ericsson’s expert, Dr. Mahon, confirmed that source code operating on the

Qualcomm Snapdragon 8 Gen 2 Mobile Platform in the representative Samsung Galaxy S23

I T (Vi) 16516

172:21.

b) Ericsson DI Products
The evidence shows and Lenovo does not dispute that the following products are
representative of Ericsson DI products: (1) Ericsson’s AIR 6449 product plus Ericsson’s
Baseband 6630 or 6648 product, (2) Ericsson’s Radio 4449 product plus Ericsson’s Baseband
6630 or 6648 product, and (3) Ericsson’s Streetmacro 6705. Tr. (van der Weide) at 355:4-356:2;
CDX-0002.37; Joint Statement at § II.C. Dr. van der Weide testified that each of the Ericsson DI

products support and comply with the relevant 5G NR standards. Tr. (van der Weide) at 362:4-

15: cox-o002.4+c. [
I -3 6:7C0015: . (van der Weide)a

361:13-24. Further, Dr. van der Weide testified that there are no material differences in the
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source code for the Ericsson DI products for purposes of claim 41 of the *342 patent. Tr. (van der

Weide) at 361:3-12.

2. Claims 34 and 39

The evidence shows that the Samsung DI products practice claims 34 and 39 of the *342
patent for the same reasons as the Qualcomm-based accused products. As discussed above, the
evidence shows that the Samsung DI products are compliant with the 5G NR standard and

Section V.D.

3. Claim 41
The evidence shows that the Ericsson DI products practice claim 41. Claim 41 is directed
to the base station (or radio node) and recites generating and transmitting the system information
as described in claim 34 (which is directed to the UE). Tr. (van der Weide) at 357:7-11. Lenovo
disputes that the Ericsson DI products meet the “explicit signaling” limitation in claim elements
[41.D], [41.F], and [41.G] for the same reasons as infringement of claim element [34.F].
a) Claim Element [41.A]: A radio node for use in a wireless
communication system in which system information is
transmitted in parts, including a first part of system

information and a second part of system information, the radio
node comprising:

b) Claim Element [41.B]: communication circuitry; and
c) Claim Element [41.C]: processing circuitry configured to:
The evidence shows that the Ericsson DI products practice claim elements [41.A], [41.B],
and [41.C]. Lenovo does not dispute that these claim elements are met. Joint Statement at § V.D;

Tr. (van der Weide) at 357:24-358:1.
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Dr. van der Weide testified that the Ericsson DI products are each a “radio node” (or a
base station). Tr. (van der Weide) at 356:3-16; CDX-0002.38. Dr. van der Weide testified that,
according to the standard, a base station transmits system information to a UE in parts, such as
Master Information Block (MIB) and System Information Block 1 (SIB1). Tr. (van der Weide) at
356:17-358:11; CDX-0002.39; see also CX-2008.0027 (TS 38.331 Fig. 5.2.2.11); CX-
6232.0035-36 (TS 38.300 § 7.3.1).

Dr. van der Weide testified that the Ericsson DI products comprise antennas (i.e.,
“communication circuitry”’) and baseband processors (i.e., “processing circuitry’). Tr. (van der
Weide) at 357:12-23; CDX-0002.40. Ericsson’s corporate representative, Ms. Liu, testified that
the Ericsson DI products include “transmission and reception path[s] via antennas.” JX-0044C
(Y. Liu Tr.) at 26:22-27:1.

d) Claim Element [41.D]: generate explicit signaling that is
included in a master information block,

The evidence shows that the Ericsson DI products meet claim element [41.D]. Tr. (van
der Weide) at 358:3-359:6; CDX-0002.41. Lenovo does not dispute that the Ericsson DI
products generate the dmrs-TypeA-Position, but disputes that the dmrs-TypeA-Position is
“explicit signaling.” Tr. (Rangan) at 1096:17-1097:6, 1097:15-19. Dr. van der Weide testified
that the base station generates the dmrs-TypeA-Position (i.e., “explicit signaling”) that is
included in the MIB. /d.

e) Claim Element [41.E]: wherein the first part of system
information comprises the master information block,

The evidence shows that the Ericsson DI products meet claim element [41.E]. Tr. (van

der Weide) at 358:3-359:6; CDX-0002.41.
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f) Claim Element [41.F]: wherein the explicit signaling indicates
a sequence with which the second part of system information is
to be demodulated or descrambled; and

The evidence shows that the Ericsson DI products meet claim element [41.F]. Tr. (van
der Weide) at 359:7-25; CDX-0002.42. Dr. van der Weide testified that the 5G NR standard
requires that gNB transmits system information where MIB includes dmrs-TypeA-Position,
which is explicit signaling. As discussed above for limitation [34.F], dmrs-TypeA-Position is a
turn signal that the UE uses to generate the DMRS sequence, which is used to demodulate the
PDSCH (on which the SIB1 is transmitted). Tr. (van der Weide) at 359:16-25.

To the extent this claim element is not literally met, Dr. van der Weide testified that this
claim element is met under the doctrine of equivalents for the same reasons as the accused
products meet [34.F]. Tr. (van der Weide) at 360:1-11; see supra at Section V.D.2.f.

2) Claim Element [41.G]: transmit the explicit signaling as
included in the master information block.

The evidence shows that the Ericsson DI products meet claim element [41.G]. Tr. (van
der Weide) at 358:3-359:6; CDX-0002.41. Dr. van der Weide testified that the standard requires
gNB transmits the MIB, which includes the dmrs-TypeA-Position (i.e., explicit signaling). Tr.

(van der Weide) at 358:13-20; see also CX-2008.0027 (TS 38.331 Fig. 5.2.2.11).

VI. U.S.PATENT NO. 11,515,893

A. Overview

The ’893 Patent, entitled “Shift Values for Quasi-Cyclic LDPC Codes,” issued on
November 29, 2022 from U.S. Patent Application No. 16/834,624, filed on March 30, 2020. JX-
0004 (°893 Patent). The *893 Patent application is a continuation of application No. 16/369,274,

filed on March 29, 2019, now U.S. Patent No. 10,644,724. This application is a continuation of
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application No. PCT/EP2018/067098, filed on June 26, 2018. These applications claim priority
from provisional application No. 62/525,453 (the “’453 Provisional Application™), filed on June
27,2017. See JXM-0005 (°453 Provisional Application). The Staff understands that Ericsson
contends that the effective filing date of the *893 Patent is June 27, 2017. JXM-0003 at 1:6-14.
The ’893 Patent is directed to “low-density parity check (LDPC) shift coefficient designs
for New Radio (NR),” which purportedly provides “good performance that avoids harmful
cycles and improves the [block-error rate] performance.” JX-0004 at 1:17-19, 16:16-21. In
particular, the 893 Patent is directed to encoding information bits using a LDPC code and a
parity-check matrix (PCM) with a particular base matrix and a particular shift vector of a

particular shift size. See, e.g., JX-0004 (893 Patent), claim 1.
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The claimed shift vectors were formulated based on the base matrices and shift sizes
supported by 5G NR as of the effective filing date. For example, the 893 Patent specification
discloses that “New Radio (NR) supports LDPC codes with two different base matrices.” JX-
0004 at 2:60-63, 16:15-16. These 5G NR supported base matrices are labeled in the specification
as “LDPC Base Matrix #1 for NR” and “LDPC base matrix #2 for NR.” See JX-0004 at 3:18-53.
The ’893 Patent further acknowledges that NR “supports” specific shift sizes at the time. JX-
0004 at 2:43-45, Table 1. However, the 893 Patent recognizes that “the corresponding shift
coefficient designs that are as important for the performance of the LDPC codes have not been
specified.” JX-0004 at 16:16-19. The *893 Patent discloses that the shift vectors can be identified
by applying a lifting algorithm to a base matrix supported by SG NR and based on a shift size

supported by 5G NR. JX-0004 at 16:22-26.

B. Claim Construction
The parties dispute the construction of the “5G NR” terms. Joint Claim Construction
Chart (EDIS Doc ID 817820). The parties’ proposed constructions are shown below. A claim

construction order has not issued yet.
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Proposed Constructions

Term Ericsson Lenovo Staff*

“5G NR” Plain and ordinary Indefinite “in accordance with
[Claims 1, 4, 7, 10] meaning, which 5G NR standards”

means fifth

generation, new

radio, radio access

technology
“a fifth generation, Plain and ordinary Indefinite “a wireless network
5@G, new radio, NR, meaning, which in accordance with
wireless network” means a wireless 5G NR standards”
[Claims 1, 4] network capable of

operating using fifth

generation, new

radio, radio access

technology
“fifth generation, 5G, | Plain and ordinary Indefinite “wireless
new radio, NR meaning, which communication
wireless means a wireless network in
communication communication accordance with 5G
network” network capable of NR standards”
[Claims 7, 10] operating using fifth

generation, new

radio, radio access

technology
“5G NR wireless Plain and ordinary Indefinite “wireless network in
network” meaning, which accordance with 5G
[Claims 1, 4, 7, 10] means a wireless NR standards”

network capable of

operating using fifth

generation, new

radio, radio access

technology
“5G NR wireless Plain and ordinary Indefinite “wireless receiver in
receiver”’ meaning, which accordance with 5G
[Claims 1, 7] means a wireless NR standards”

receiver capable of

operating using fifth

generation, new

radio, radio access

technology

4 As discussed above, “5G NR standards” portion in Staff’s constructions for the *893 Patent
claim terms refers to the 5G NR standards known to those of skill in the art at the time of the
claimed invention.
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“5G NR wireless
transmitter”
[Claims 4, 10]

Plain and ordinary
meaning, which
means a wireless
transmitter capable of
operating using fifth
generation, new
radio, radio access
technology

“wireless transmitter
in accordance with
5G NR standards”

Indefinite

C. Level of Ordinary Skill in the Art

The private parties propose the following definition for a person of ordinary skill in the art.

Ericsson

Lenovo

A person of ordinary skill in the art for the
’893 Patent would have had a bachelor’s
degree in electrical engineering, computer
engineering, or computer science with (1) at
least three years of experience in the field of
telecommunications or wireless systems;
and/or (2) an advanced degree in electrical
engineering, computer engineering, or
computer science in the field of
telecommunications or wireless systems. CBr.
at 25-26.

A person of ordinary skill in the art would
have had a Ph.D. in mathematics, electrical or
computer engineering, or computer science
with emphasis in signal processing,
communications, or coding with at least three
years of research or work experience in this
field at the time of the alleged invention. RBr.
at 79.

Although the difference in proposals does not appear to affect any of the substantive

issues in this investigation, the Staff submits the following definition:

One of ordinary skill in the art would have had a bachelor’s degree
in mathematics, electrical engineering, computer engineering, or
computer science with (1) at least three years of professional
experience in the field of wireless communications; and/or (2) an
advanced degree in electrical engineering, computer engineering, or
computer science and at least one year of professional experience in
the field of wireless communications.

See Staff’s Claim Construction Brief.

D. Infringement

The evidence shows that the accused products infringe claim 4 of the 893 patent, but not

claim 1. During the hearing, Ericsson presented testimony from Dr. Wesel, who received a
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bachelors and master’s degree from MIT in 1989 and a Ph.D. from Stanford in 1996 in electrical
engineering. Tr. (Wesel) at 401:18-22; CX-0165 (Dr. Wesel’s curriculum vitae). Dr. Wesel was
admitted as an expert in the field of telecommunications, error correction codes, and LDPC

coding. Tr. (Wesel) at 402:20-23.

1. Representativeness

The evidence shows that the accused products support 5G NR and comply with the
relevant 5G NR 3GPP standards. Joint Statement at § VI.A.

Qualcomm-based accused products. The evidence shows that the Motorola Edge+
(2023) product is representative of the Qualcomm-based Lenovo Accused Products (“QC-
Lenovo Accused Products™). Joint Statement at § II.A. Dr. Wesel testified that the hardware

source code operating on the Qualcomm Snapdragon 8 Gen 2 Mobile Platform in the Motorola

Eage+ 02 I

(Mahon) at 168:16-172:21.
MediaTek-based accused products. The evidence shows that the Motorola Edge (2023)

product is representative of the MediaTek-based Lenovo Accused Products. A MediaTek

B Cx-6504C (April 29, 2024 Declaration of | D 2t 13-

2. Claim 4

Lenovo argues that the accused products “do not contain” the claimed base matrix and
triples and “do not compute shift values” using the claimed modulo operation and claimed shift

vector. RPBr. at 52. The Staff is of the view that these arguments read extraneous limitations into
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the claim. Claim 4 requires a PCM, the PCM “being described by’ the claimed base matrix and
shift vector and “using” the claimed shift sizes.

A wireless receiver operable in a fifth generation, 5G, new radio,
NR, wireless network, the wireless receiver comprising processing
circuitry operable to:

receive encoded information bits from a 5G NR wireless transmitter,

decode the information bits received from the 5G NR wireless
network using a low-density parity check, LDPC, code and a parity
check matrix, PCM, the PCM being partitioned into square sub-
matrices of size ZxZ and being described by a base matrix and a
shift vector, the shift vector using a shift size Z=3*2j, where j is one
of0,1,2,3,4,5,6and 7,

wherein the base matrix has one entry for each ZxZ sub-matrix, the
entry being 0 corresponding to the sub-matrix being a null matrix,
and the entry being 1 corresponding to the sub-matrix being a cyclic-
permutation matrix obtained from a ZxZ identity matrix by shifting
columns to the right by k elements,

wherein non-zero entries in the base matrix are described by triples
(e, 1, ¢) denoting that the non-zero entry with number e is in row r
and column c of the base matrix, the triples being given by: []

wherein for the non-zero entry with number e the number k is

defined by a shift coefficient given by mod(Ve, Z), with Ve

denoting the e-th element of the shift vector and the shift vector is:

[307, 19, 50, 369, 181, 216, 317, 288, 109, 17, 357, 215, 106, 242,

180, 330, 346, 1, 0 [. . .] 135, 149, 15, 0].
JX-0004 (claim 4). The claims do not require that the accused products store the values of the
base matrix and shift vector in memory or generate the PCMs in the way that the PCMs are
described in the claim language. Tr. (Wesel) at 413:4-15, 412:18- 413:15, 446:15-447:8, 450:4-
452:17. Instead, the claims merely require using the PCMs described by the base matrix and shift

coefficients to decode information bits.
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a) Claim Element [4.A]: A wireless receiver operable in a fifth
generation, 5G, new radio, NR, wireless network, the wireless
receiver comprising processing circuitry operable to:

The evidence shows that the accused products meet claim element [4.A]. Tr. (Wesel) at
423:11-424:14. Lenovo does not dispute that this dispute is met. Joint Statement at § VL.E. Dr.
Wesel testified that the accused products include Qualcomm and MediaTek chipsets (i.e.,
“processing circuitry”) as confirmed by Lenovo’s advertising material. Tr. (Wesel) at 424:1-14;
see also Tr. (Mahon) at 183:13-19; Tr. (van der Weide) at 331:16-333:3, 357:13-358:1.

b) Claim Element [4.B]: receive encoded information bits from a
5G NR wireless transmitter; and

The evidence shows that the accused products meet this claim element [4.B].° Tr.
(Wesel) at 424:13-427:15; CDX-0012.35-37. Dr. Wesel testified that, according to the standard,
the UE receives encoded information bits on the downlink channel from the UE. Tr. (Wesel) at
427:16-428:16.

c) Claim Element [4.C]: decode the information bits received
from the 5G NR wireless network using a low-density parity
check, LDPC, code and a parity check matrix, PCM, the PCM
being partitioned into square sub-matrices of size ZxZ and
being described by a base matrix and a shift vector, the shift
vector using a shift size Z=3*2j, where j is one 0f 0, 1, 2, 3,4, 5,
6 and 7,

The evidence shows that the accused products meet this claim element [4.C]. Tr. (Wesel)

at 427:16-428:16; CDX-12.33-37. Dr. Wesel testified that, according to the standard, the UEs

decode information bits using an LDPC PCM (“H”), which is described by a base matrix

5 Lenovo indicated that it would seek to amend the Joint Statement and disputes this claim
element.
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(“Hgg”). Tr. (Wesel) at 425:24- 426:16; CX-0557 (TS 38.212) at § 5.3.2, Table 5.3.2-2. The
standard specifies that each element in Hgg corresponds to a Z¢-by-Z. submatrix in H. Tr.
(Wesel) at 425:24- 426:16. Further, Dr. Wesel testified that the Table 5.3.2-2 shows a base
matrix Hpc with shift vector, Vi,j, which describe the same parity check matrix as claim 4. Tr.
(Wesel) at 426:17-25; Tr. (Liu) at 1187:1-11; CX-0557 (TS 38.212) at Table 5.3.2-2; CDX-
0012.36.
d) Claim Element [4.D]: wherein the base matrix has one entry

for each ZxZ sub-matrix, the entry being 0 corresponding to

the sub-matrix being a null matrix, and the entry being 1

corresponding to the sub-matrix being a cyclic-permutation

matrix obtained from a ZxZ identity matrix by shifting
columns to the right by k elements,

The evidence shows that the accused products meet claim element [4.D]. Tr. (Wesel) at
428:17-430:10; CDX-12.39. Dr. Wesel testified that, according to the standard, the LDPC coding
uses a PCM described by the base matrix described in claim element [4.D]. In particular, Dr.
Wesel testified that each element of value 0 in the base matrix is to be replaced by an all zero
matrix (i.e., a null matrix) and each element of 1 is to be replaced by a circular permutation
matrix I(Pjj). See CDX-0012.39 (showing that TS 38.212 states in green that “[e]ach element of
value 0 in Hgg is replaced by an all zero matrix 0 of size Zc¢ x Z¢” and in purple that “[e]ach
element of value 1 in Hgg is replaced by a circular permutation of matrix I(Pi,j) of size Zc x
Zc”). The experts do not dispute that the base matrix described in the Table 5.3.2-2 is the same
as the claimed base matrix. Tr. (Liu) at 1187:1-4.

Lenovo argues that the accused products do not meet this claim element because the

sccused procucts N . i

at 1153:1-4. As discussed above, the Staff is of the view that the claims do not require the base
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matrix be stored or represented in the source code. Lenovo and Dr. Liu agree that the accused
products comply with TS 38.212 and that the claimed PCM is the same as the PCM specified in
TS 38.212. Tr. (Liu) at 1187:1-18. Therefore, the evidence shows that the accused products use
the PCM described in the claims. Tr. (Wesel) at 422:10-11, 448:15-448:2.
e) Claim Element [4.E]: wherein non-zero entries in the base
matrix are described by triples (e, r, ¢) denoting that the non-

zero entry with number e is in row r and column c of the base
matrix, the triples being given by: [base matrix]

The evidence shows that the accused products meet this claim element [4.E]. Tr. (Wesel)
at 430:11-431:6; CDX-12.40. Dr. Wesel testified that, according to the standard, the PCM is
described by a base matrix of 46 rows and 68 columns as shown in LDPC base graph 1. Tr.
(Wesel) at 430:11-431:6; CDX-0012.40. Dr. Wesel testified that the elements with a combination
of row index 1 and column index j in Table 5.3.2-2 are of value 1 and all elements with
combinations of 1 and j which are not in the Table are of value 0. A triple consisting of the row
number in Table 5.3.2-2, the row index and the column index denotes each non-zero entry of the
matrix for set index iLS =1, the associated value Vi,j specifying the permutation Pi,j. Dr. Wesel
testified that the number “e” corresponds to the row number in Table 5.3.2-2. The “row r”
corresponds to a row index i=r -1, and the “column ¢” corresponds to a column index j = c-1 in
Table 5.3.2-2. Tr. (Wesel) at 430:11-431:6.

Again, the Staff is of the view that the claims do not require that the base matrix be stored
or represented in a certain way. Instead, the claims require using a PCM described by the base
matrix with non-zero entries that are described by the claimed triples. Tr. (Wesel) 412:18-22.

Further, the 5G standard describes the same base matrix as in the claim. Tr. (Liu) at 1187:1-4.
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f) Claim Element [4.F]: wherein for the non-zero entry with
number e the number Kk is defined by a shift coefficient given
by mod(Ve, Z), with Ve denoting the e-th element of the shift
vector and the shift vector is: [shift vector]

The evidence shows that the accused products meet claim element [4.F]. Tr. (Wesel) at
431:6-432:7. Dr. Wesel testified that, according to the standard, the value of P;; is given by Pj; =
mod(Vij, Z¢). The “shift vector ... [307, 19, ..., 0]” corresponds to the column for set index irLs=1.
Tr. (Wesel) at 431:23-432:7; CX-0557 at § 5.3; CDX-0012.41. Ve in the claims corresponds to
the Vi; in Table 5.3.2-2. Id.

Lenovo argues that the accused products _
_ See Tr. (Liu) at 1154:5-24. Again, the Staff is of the view that the claims only
require PCMs described by the claimed based matrix and shift coefficients. There is no
requirement that the modulo actually be computed by the UE. Tr. (Wesel) at 412:23-413:2; Tr.

(Liu) at 1185:6-15.

E. Technical Prong of Domestic Industry
The evidence shows that the Samsung DI products and Ericsson DI products practice

claim 4 of the 893 patent.

1. Representativeness

The evidence shows that the Samsung DI products are cellular devices that support and
are compliant with the 5G NR standard. The evidence shows and Lenovo does not dispute that
the Samsung Galaxy S23 is representative for purposes of DI technical prong. Joint Statement at
§ ILLA. Ericsson’s expert, Dr. Mahon, confirmed that source code operating on the Qualcomm

Snapdragon 8 Gen 2 Mobile Platform in the representative Samsung Galaxy S23 -
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I - (Michon) at 168:16-172:21. Specifically,
B

The evidence shows and Lenovo does not dispute that (1) Ericsson’s AIR 6449 Product
Plus Ericsson’s Baseband 6630 or 6648 Product, (2) Radio 4449 Product Plus Ericsson’s
Baseband 6630 or 6648 Product, and (3) Streetmacro 6705 are representative of Ericsson’s DI
products. Joint Statement at § I11.C; Tr. (Wesel) at 437:6-438:17. Ericsson’s corporate

representative, Mr. Carlsson, testified that for LDPC encoding/decoding function, Ericsson’s

products usc [
I < 0037C (Carlsson Dep. Tr.) at 77:8-
13; 83:16-84:5; 85:15-86:10. Ericsson’s expert, Dr. Wesel, testified that the three representative
products ||| T 1 (Vcsc)) at 437:10-438:20.
Further, Mr. Carlsson, testified that_
_ JX-0037C (Carlsson Dep. Tr.) at

140:14-141:3.

2. Claim 4

For the same reasons as the accused products, the Staff is of the view that the evidence
shows that the Samsung DI products practice and the Ericsson DI products claim 4 of the *893
patent. See supra Section VI.D.2.

The Samsung DI products have “processing circuitry,” because they include a Qualcomm
chipset. JX-0029C (Klomsdorf Tr.) at 36:21-37:1. The Ericsson DI Products each contain

“processing circuitry.” Tr. (Wesel) at 424:1-14.
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ECONOMIC PRONG

As discussed above, Ericsson moved for summary determination that the economic prong

of the domestic industry requirement was satisfied. Motion Dkt. 1375-020. The Staff submitted a

response supporting Ericsson’s motion. See EDIS Doc ID 821912.

In summary, the Staff is of the view that the evidence shows that a domestic industry

exists with respect to each asserted patent under Sections 337(a)(3)(A) and (B). In particular, the

Staff is of the view that the evidence demonstrates the following investments, which are

sufficient to show a domestic industry exists.

(1) Ericsson’s significant domestic industry investments with
respect to articles protected by the *342 patent total - n
plant and equipment and in employment of labor or
capital from May 2022 to September 2023

(2) Ericsson’s significant domestic industry investments with
respect to articles protected by the 893 patent total - n
plant and equipment and in employment of labor or
capital from December 2022 to September 2023

(3) Licensee - significant domestic industry investments
with respect to articles protected by the ’342 patent total

in plant and equipment and in labor or capital from
May 2022 to September 2023

(4) Licensee - significant domestic industry investments
with respect to articles protected by the 893 patent total

in plant and equipment and in labor or capital from
December 2022 to September 2023

(5) Licensee significant domestic industry investments
with respect to articles protected by the 669 and ’817 patents total
i in plant and equipment and_ in employment
of labor or capital from 2021 to September 2023

VIII. PUBLIC INTEREST

The public interest analysis is limited to consideration of the effect of a remedy on four

statutory public interest factors: public health and welfare, competitive conditions in the United

States, like or directly competitive products in the United States, and U.S. consumers. 19 U.S.C.
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§§ 1337(d)(1); 1337(f)(1); see Notice of Institution of Investigation, 88 Fed. Reg. 10,819. In the
Staff’s view, the evidence does not show that remedial orders would have significant adverse
effects on any of the statutory public interest factors.

The Commission has previously found that exclusion of mobile phones is not contrary to
the public interest. See e.g., Certain Mobile Devices, Associated Software, and Components
Thereof, Inv. No. 337-TA-744, Comm’n Op. at 30-31 (June 5, 2012) (“The record shows that
there are numerous other sources for [mobile devices] and thus, exclusion of the infringing
articles “will not have a significant negative impact on competitive conditions in the United
States economy or on U.S. consumers”); Certain Mobile Electronic Devices, Including Wireless
Communication Devices, Portable Music and Data Processing Devices, and Tablet Computers,

Inv. No. 337-TA-794, Comm’n Op. at 107-114 (July 5, 2013).

A. Legal Standard

Section 337 defines a two-stage process for the Commission to act upon a complaint. The
Commission first “determines, as a result of an investigation under this section” whether “there is a
violation of this section.” See 19 U.S.C. § 1337(d)(1). If the Commission determines a violation has
occurred, the Commission “shall direct that the articles concerned . . . be excluded from entry into
the United States unless after considering the effect of such exclusion” on four public interest
factors, the Commission determines a remedy should not issue. Certain Magnetic Tape Cartridges
and Components Thereof, Inv. No. 337-TA-1058, Comm. Op. at 67 (Apr. 9, 2019) (emphasis added;
original emphasis omitted). Those four public interest factors are: (1) the public health and welfare;
(2) the competitive conditions in the United States economy; (3) the production of like or directly
competitive articles in the United States; and (4) the United States consumers. 19 U.S.C.

§ 1337(d)(1).
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The Commission has described the considerations relevant to the issue of whether it will
deny an exclusionary remedy or tailor its relief in light of the statutory public interest factors.
See, e.g., Spansion, Inc. v. U.S. Int’l Trade Comm’n, 629 F.3d 1331, 1360 (Fed. Cir. 2010)
(discussing historical application of the public interest factors). There have been very few
instances when public interest considerations have prevented the Commission from issuing a
remedy. See, e.g., Certain Automatic Crankpin Grinders, Inv. No. 337-TA-60, Comm. Det. &
Order at 2, USITC Pub. No. 1022 (1979) (overriding national policy in increasing supply of fuel-
efficient automobiles; domestic industry unable to supply U.S. demand); Certain Inclined Field
Acceleration Tubes, Inv. No. 337-TA-67, Comm. Op. at 21-31, USITC Pub. No. 1119 (1980)
(overriding public interest in continuing basic atomic research with imported acceleration tubes
deemed to be of higher quality than domestic product); Certain Fluidized Supporting Apparatus,
Inv. No. 337-TA-182/188, Comm. Op. at 23-25, USITC Pub. No. 1667 (1984) (relief denied
where products provide benefits unavailable from any other device or method and domestic
producer could not meet demand for hospital beds for burn patients). In the three instances where
the Commission has found a public interest impact significant enough to deny relief, “the
exclusion order was denied because inadequate supply within the United States—by both the
patentee and domestic licensees—meant that an exclusion order would deprive the public of
products necessary for some important health or welfare need.” Spansion, Inc. v. U.S. Int’l Trade

Comm’n, 629 F.3d 1331, 1360 (Fed. Cir. 2010).

B. Statutory Factors
For the reasons explained below, the Staff is of the view that imposing a remedy in this
investigation is unlikely to have a long-term impact on the public interest considerations

identified in Sections 337(d) and 337(f). Lenovo contends that Ericsson’s requested remedial

Staff’s Initial Post-Hearing Brief Page | 74
Inv. No. 337-TA-1375



PUBLIC VERSION

orders would have a negative effect under two of the four public interest factors: the US
economy and U.S. consumers.® The undisputed evidence shows that the smartphone market is
highly competitive with many players. Therefore, any remedial orders are unlikely to have a
lasting effect on competitive conditions in the U.S. and U.S. consumers. Further, the Staff is of
the view that Lenovo’s alleged harms are of the type that have been recognized by the
Commission as being insufficient to deny remedial orders. Moreover, the public interest favors
the protection of U.S. intellectual property rights by excluding infringing imports. E.g., Certain
Two-Handle Centerset Faucets and Escutcheons, and Components Thereof, Inv. No. 337-TA-

422, Comm’n Op. at 9, USITC Pub. No. 3332 (Jul. 2000).

1. Effect on Competitive Conditions in the U.S. Economy
In assessing competitive conditions in the U.S. economy, a relevant inquiry is whether
there are “reasonable substitutes for the devices subject to the exclusion order in terms of
features, price points, and other pertinent factors.” Certain Electronic Digital Media Devices and
Components Thereof, Inv. No. 337-TA-796, Comm’n Op. at 120 (Sept. 6, 2013). Ericsson’s
expert, Dr. Akemann, testified that “the 5G smartphone industry is highly competitive” with

99 ¢

“many current suppliers,” “many potential suppliers,” “lots of available products,” and “no
significant barriers to entry or expansion.” Tr. (Akemann) at 569:15-570:3; see also Tr. (Dippon)
1410:14-15. The below demonstrative shows market share in U.S. for 5G smartphones based on
unit sales in the third quarter of 2023. Tr. (Akemann) at 570:22-571:13, 571:23-572:4. In the 5G
smartphone market, the evidence shows that Lenovo holds about_. CX-

1209C; CX-0181C.

® Lenovo did not submit evidence regarding the public health, safety, and welfare, and the
production of like or directly competitive articles in the United States.
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Further, Dr. Akemann opined that, because the exclusion order would be “forward-
looking and foreseeable,” he would expect the market to fill in gaps in supply if Lenovo were to
exit the market for 5G smartphones in the United States. Tr. (Akemann) at 576:18-577:1. As an
example, Dr. Akemann pointed to LG Electronics, which had around 10% share of the U.S.
smartphone market in 2019. According to Dr. Akemann, LG’s exit from the market in 2021 did
not have an impact on competitive conditions because the market was highly competitive. Tr.
(Akemann) at 575:5-16.

While the denial of entry to the products may in the short term affect the choices
available to the US economy, it is unlikely that the impact would have a lasting effect. Therefore,
the Staff is of the view that the remedial orders would not have an economically significant
adverse effect on competitive conditions in the United States. Certain Road Construction

Machines and Components Thereof, Inv. No. 337-TA-1088, Comm’n Op. at 55-56, EDIS Doc.
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ID 681394 (Jul. 15, 2019) (The Commission has found that where there are “alternative
suppliers” with “the capability to replace the infringing products,” remedial orders “would not
present any potential adverse effect on the competitive conditions in the United States

economy.”).

2. Effect on United States Consumers

The evidence does not show that the requested remedial orders will have an economically
significant adverse effect to United States consumers. As discussed above, there are numerous
competitive alternatives to the accused products available today in the United States. Tr.
(Akemann) at 569:20-25. Dr. Akemann testified that there are many competing smartphone
suppliers, including Android suppliers, that are not subject to the requested orders and substantial
global supply which could provide competing products in response to a potential supply
disruption. /d. As an example, Dr. Akemann opined that there was no evidence of elevated prices
following LG’s exit from the smartphone market in 2021. Tr. (Akemann) 575:4-576:9; CDX-
10.9. Dr. Akemann testified that if Lenovo’s 5G smartphones, which account for about 5.9% of
the market by unit, are excluded, he would not expect an economically significant impact on
consumers. Tr. (Akemann) at 577:2-14.

Lenovo’s expert, Dr. Dippon, testified that the requested remedial orders would reduce
consumer surplus, which he calculated using the Werden-Froeb model. Tr. (Dippon) at 1395:16-
1396:10. The problem with applying the Werden-Froeb model as part of the Commission’s
statutory public interest analysis is that an exclusion order requires that an infringing product be
removed from the market. The removal of a product from the market would always be expected
to result in some alleged consumer surplus loss associated with “fewer choices” and/or “price

increases.” In Investigation No. 337-TA-1308, the ALJ found that “the Werner-Froeb model
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relied upon by Dr. Dippon has not been shown to be a reliable methodology for estimating the
effect on U.S. consumers in [that] investigation, because it relies on assumptions that apply to
mergers but not to the factual circumstances that would occur in the event of an exclusion order.”
Certain Power Semiconductors, and Mobile Devices and Computers Containing Same, Inv. No.
337-TA-1306, Recommended Determination, at 19 (June 1, 2023). In this investigation, Dr.
Dippon conceded that the Werner-Froeb model assumes that the demand for Motorola phones
would stay the same throughout the term of the proposed remedial orders. Tr. (Dippon) at
1410:17-21. Lenovo has identified no prior precedent where the Commission has considered
consumer surplus when evaluating the public interest factors. See RDX-0009.10 (excluding the
ITC). The Staff therefore believes the Werner-Froeb model relied upon by Dr. Dippon has not
been shown to be a reliable methodology for estimating the effect on U.S. consumers in this
investigation, because it relies on assumptions that apply to mergers but not to the factual
circumstances that would occur in the event of an exclusion order.

In any event, the consumer surplus harms discussed by Dr. Dippon, which consist of the
“choice effect” and the “price effect,” are the types of harm that the Commission has previously
found insufficient to deny remedial orders. Tr. (Dippon) at 1391:1-5. Regarding the “choice
effect,” Dr. Dippon testified that the remedial orders would “eliminate[] the preferred device of
those people who would like to purchase a Motorola smartphone.” Tr. (Dippon) at 1391:6-9;
CDX-0009.6. But constriction on consumer choice is an insufficient basis for denying an
exclusion order. Certain Personal Data and Mobile Communications Devices and Related
Software, Inv. No. 337-TA-710, Comm. Op. at 69 (Dec. 29, 2011) (stating that that “the right to
exclude under a patent, 35 U.S.C. § 154, is the right to exclude a competitor’s products; such

exclusion necessarily affects consumer choice. Accordingly, the mere constriction of choice
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cannot be a sufficient basis for denying the issuance of an exclusion order.”). The economic loss
resulting from a reduction in consumer choices is not the type of effect on U.S. consumers that
has typically been considered by the Commission. The Commission held that “[c]ertain
consumers’ preference for an infringing alternative is irrelevant to our consideration of the public
interest.” Certain Erasable Programmable Read-Only Memories, Components Thereof, Products
Containing Such Memories, and Processes for Making Such Memories, and Processes for
Making Such Memories, Inv. No. 337-TA-277, Comm’n Op. at 137, USITC Pub. No. 2196 (May
1989). Regarding the “price effect,” Dr. Dippon testified that the remedial orders would result in
“higher prices . . . once Motorola exits.” Tr. (Dippon) at 1391:10-13. As to the “price” effect,
even if Dr. Dippon had reliably shown “that granting relief will raise prices to consumers|,] [t]he
Commission has previously held that this alone is not sufficient grounds for denying relief.”
Certain Crystalline Cefadroxil Monohydrate, Inv. No. 337-TA-293, Comm’n Op. at 46-47,
USITC Pub. No. 2391 (Jun. 1991).

Therefore, the Staff submits that the public interest factors do not warrant denying the

1ssuance of remedial orders.

C. FRAND

In Inv. No. 337-TA-794, the U.S. Trade Representative advised the Commission that “in
any future cases involving SEPs that are subject to voluntary FRAND commitments, the
Commission should be certain to . . . seek proactively to have the parties develop a
comprehensive factual record related to these issues. . . , including information on . . . the
presence or absence of patent hold-up or reverse hold-up.” Ltr. from Amb. Michael B.G.
Froman, USTR, to Chairman Irving A. Williamson, USITC, of Aug. 3, 2013 (“USTR Letter”) at

3. Thus, any analysis of the public interest implications of an exclusion order in this investigation

Staff’s Initial Post-Hearing Brief Page | 79
Inv. No. 337-TA-1375


curti
Highlight

curti
Highlight


PUBLIC VERSION

must be based on the specific circumstances of Ericsson’s interactions with Lenovo during
licensing negotiations.

The weight of the evidence shows that Ericsson complied with its FRAND commitment
by negotiating in good faith. Further, the Staff submits that there is no credible evidence that
Ericsson has engaged in patent hold-up in its negotiations with Lenovo. Certain Electronic
Devices, Including Wireless Communication Devices, Portable Music and Data Processing
Devices, and Tablet Computers, Inv. No. 337-TA-794, Comm’n Op. at 62 (June 4, 2013) (public
version July 5, 2013) (“[S]atisfaction of the obligation flowing from a FRAND declaration is not
measured by a specific offer, ‘be it an initial offer or an offer during a back-and-forth

299

negotiation.”””). Further, Lenovo has not presented any concrete evidence that would support
concluding that, based on FRAND considerations, exclusionary relief would have adverse effects

on any statutory public interest factor.

1. Whether Ericsson is subject to FRAND obligations

The first step of a FRAND analysis is to determine whether a FRAND obligation exists
regarding the asserted patents. ‘“Before a party can prove a breach of an alleged FRAND
obligation, it must prove what the obligation is.” Certain Electronic Devices, Including Wireless
Communication Devices, Portable Music and Data Processing Devices, and Tablet Computers,
Inv. No. 337-TA-794, Comm’n Op. at 48, 62 (June 4, 2013) (public version July 5, 2013). As the
accused infringers, Lenovo should bear the burden of demonstrating the existence of a FRAND
obligation they are found to infringe. “The alternative would be to assume in patent litigation that
every potentially standard-essential claim is subject to [FJRAND until the patent owner

demonstrates otherwise, a rule that would be overly burdensome for patent owners.” /n re
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Innovatio IP Ventures LLC Patent Litigation, Case No. 1:11-CV-09308, 2013 WL 3874042,

Mem. Op. and Order at 13 (N.D. IlL. July 26, 2013) (“Innovatio™).

a) Nature of ETSI FRAND Obligations
Industry participants such as Ericsson incur FRAND obligations by participating in
standard-setting organizations (“SSOs”), such as the European Telecommunications Standards
Institute (“ETSI”’) and the Third Generation Partnership Project (“3GPP”). ETSI produces
globally-applicable standards for mobile communications standards, among other standards.
The purpose of the ETSI IPR Policy provides the following policy objectives:

3.11tis ETSI’s objective to create STANDARDS and TECHNICAL
SPECIFICATIONS that are based on solutions which best meet the
technical objectives of the European telecommunications sector, as
defined by the General Assembly. In order to further this objective
the ETSI IPR Policy seeks to reduce the risk to ETSI, MEMBERS,
and others applying ETSI STANDARDS and TECHNICAL
SPECIFICATIONS, that investment in the preparation, adoption
and application of STANDARDS could be wasted as a result of an
ESSENTIAL IPR for a STANDARD or TECHNICAL
SPECIFICATION being unavailable. In achieving this objective,
the ETSI IPR POLICY seeks a balance between the needs of
standardization for public use in the field of telecommunications
and the rights of the owners of IPRs.

3.2 IPR holders whether members of ETSI and their AFFILIATES
or third parties should be adequately and fairly rewarded for the
use of their IPRs in the implementation of STANDARDS and
TECHNICAL SPECIFICATIONS.

CX-2446 (ETSI Intellectual Property Rights Policy) at Sections 3.1 and 3.2 (emphasis added).

Ericsson has made a FRAND commitment for the asserted patents. Tr. (Petersson) at
80:21-23; Complaint at Ex. 20-23. As shown below, Ericsson has agreed to the following:

To the extent that the IPR(s) disclosed in the attached IPR
Information Statement Annex are or become, and remain
ESSENTIAL in respect of the ETSI Work Item, STANDARD
and/or TECHNICAL SPECIFICATION identified in the attached
IPR Information Statement Annex, the Declarant and/or its
AFFILIATES are (1) prepared to grant irrevocable licences
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under this/these IPRs on terms and conditions which are in
accordance with Clause 6.1 of the ETSI IPR Policy; and (2) will
comply with Clause 6.1 bis of the ETSI IPR Policy.

CDX-28.6; RX-2272 (emphasis added).

Because patent holders have the potential to block others from deploying technology
covered by their patents, ETSI requires members who participate in standards development to
agree to license on FRAND terms any patents that are essential to the standard. The Intellectual

Property Rights Policy contains the following provisions:

6.1 When an ESSENTIAL IPR relating to a particular
STANDARD or TECHNICAL SPECIFICATION is brought to the
attention of ETSI, the Director-General of ETSI shall immediately
request the owner to give within three months an irrevocable
undertaking in writing that it is prepared to grant irrevocable
licences on fair, reasonable and non-discriminatory terms and
conditions under such IPR to at least the following extent:

* MANUFACTURE, including the right to make or have made
customized components and sub-systems to the licensee's own
design for use in MANUFACTURE;

esell, lease, or otherwise dispose of EQUIPMENT so
MANUFACTURED;

* repair, use, or operate EQUIPMENT; and
* use METHODS.

The above undertaking may be made subject to the condition that
those who seek licences agree to reciprocate.

CX-2446 (ETSI Intellectual Property Rights Policy) at Section 6.1 (emphasis added). Under
French law,” an IPR owner’s licensing declaration to ETSI creates an obligation to (1) negotiate
in good faith towards a FRAND license or (2) make a FRAND offer. Tr. (Helleringer) at

1613:18-23; Tr. (Peters) at 492:12-15; Stoffel-Munck Tr. at 1331:20-22; see also HTC v.

7Tt is well established and undisputed that the ETSI IPR Policy and declarations are governed by
French law. CX-2446.0005 (ETSI IPR Policy, Section 12) (The ETSI IPR Policy provides that
“[t]he POLICY shall be governed by the laws of France.”).
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Ericsson, 407 F.Supp.3d 631, 637 (E.D. Tex. 2019). It does not create an obligation to license on
any particular terms, or even to succeed in licensing negotiations. Tr. (Peters) at 493:15-494:20,
502:8-19; Certain Wireless Devices with 3G Capabilities and Components Thereof, Inv. No.
337-TA-800, Initial Determination at 422 (June 28, 2013). Clause 4.1 of the ETSI Guide on IPRs
expressly states that “[s]pecific licensing terms and negotiations are commercial issues between
the companies and shall not be addressed within ETSI.” CX-2452.0014 (ETSI IPR Guide,
Section 4.1).

Rather than evaluating the specific terms of a license offer, a “good faith” determination
must consider the overall course of negotiations, including all of the offers and counter-offers
made. See Microsoft Corp. v. Motorola, Inc., Case No. C10-1823-JLR, Dkt. No. 681, Findings of
Fact & Conclusions of Law, 2013 WL 2111217 at *2 (W.D. Wash., Apr. 25, 2013 (“[I]nitial
offers do not have to be on RAND terms so long as a RAND license eventually issues.”); Certain
Electronic Devices, Including Wireless Communication Devices, Portable Music and Data
Processing Devices, and Tablet Computers, Inv. No. 337-TA-794, Comm’n Op. at 62 (June 4,
2013) (public version July 5, 2013) (“[S]atisfaction of the obligation flowing from a FRAND
declaration is not measured by a specific offer, ‘be it an initial offer or an offer during a back-

299

and-forth negotiation.’”). In this context, an IPR owner would breach its obligation to negotiate
in good faith if: (i) its behavior revealed its unwillingness to license its patents at all, or (ii) its
behavior revealed an unwillingness to license its patents on FRAND terms and conditions. It

follows that similar conduct from a potential licensee would also be a breach of the good faith

obligation, rendering that party an “unwilling licensee.”

Staff’s Initial Post-Hearing Brief Page | 83
Inv. No. 337-TA-1375


curti
Highlight

curti
Highlight


PUBLIC VERSION

b) Conditions to Ericsson’s FRAND Obligations

There are two conditions on which Ericsson made its declaration: (1) essentiality of the
patents; and (2) reciprocity.

Essentiality. First, the owner of an IPR agrees to be prepared to license on FRAND
terms only if it is, becomes, or remains essential to that standard. ETSI’s definition of
“essential” is as follows:

“ESSENTIAL” as applied to IPR means that it is not possible on
technical (but not commercial) grounds, taking into account normal
technical practice and the state of the art generally available at the
time of standardization, to make, sell, lease, otherwise dispose of,
repair, use or operate EQUIPMENT or METHODS which comply
with a STANDARD without infringing that IPR. For the avoidance
of doubt in exceptional cases where a STANDARD can only be

implemented by technical solutions, all of which are infringements
of IPRs, all such IPRs shall be considered ESSENTIAL.

CX-2446.0007 at 9 15.6 (ETSI Intellectual Property Rights Policy). Under ETSI’s definition, a
patent cannot be standard-essential if it is possible on technical grounds to make, sell, lease, etc.
a product (or method) that complies with the ETSI standard but does not infringe the patent. Put
another way, if the accused products in this investigation practice the relevant ETSI standard(s)
but do not infringe an asserted patent, then that patent cannot be standard-essential (unless it is
shown to be essential to a standard promulgated by some other SSO).

Ericsson’s declarations to ETSI create a FRAND obligation to the extent that they require
Ericsson to negotiate licenses to declared IPR on FRAND terms, if that IPR is essential to the
standard. If on close inspection, the IPR is not actually essential to the identified standard(s),
then the Staff submits that no FRAND obligation exists. Because the Staff is of the view that at
least one claim of each asserted patent is infringed and not invalid, the Staff is of the view that

the claims that are found to infringe are essential.
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Reciprocity. Second, Ericsson made its undertaking subject to the condition that those
seeking licenses agree to reciprocate. RX-2272; CDX-0028.3. The parties dispute what the
meaning and effect of the reciprocity condition is. Ericsson’s expert, Mr. Peters, testified that “a
licensee has to reciprocate before it can enforce the FRAND commitment.” Tr. (Peters) at
497:18-498:2. On the other hand, Lenovo’s expert, Prof. Stoffel-Munck, testified that the
reciprocity condition is met as soon as the other party has undertaken an identical commitment,
i.e., also checked the reciprocity box. Tr. (Stoffel-Munck) at 1331:13-19. A recent Eastern
District of Texas decision held the following:

This [FRAND] obligation is irrevocable, and thereafter runs with
the patent. However, if in negotiating for a license to a patent
burdened by a FRAND obligation either the patent holder or the
implementer of the adopted standard fails to act in good faith and
thereby prevents a license from being granted, the other party's
obligation to continue negotiations is suspended. This does not
remove the burden of the FRAND obligation from the patent, but
avoids obliging a party acting in good faith to continue
negotiating with a party who fails to do so. If the bad faith actor
ceases its bad faith and begins acting in good faith, the good faith
negotiations must also resume.

G+ Commc’ns, LLC v. Samsung Elecs. Co., No. 2:22-CV-00078-JRG, 2024 WL 233222, at *7
(E.D. Tex. Jan. 22, 2024). Based on this decision, Ericsson’s FRAND obligation would only
suspended when Lenovo fails to act in good faith. Therefore, the Staff is of the view that a

review of Ericsson’s conduct prior to any alleged breach by Lenovo still is necessary.®

8 Further, Ericsson’s French law expert, Professor Helleringer, testified that the condition that the
IPR becomes or remains essential applies to reciprocity. Tr. (Helleringer) at 1620:7-1621:8. In
this investigation, there is no evidence that any of Lenovo’s patents are standard essential.
Because the Staff is of the view that Ericsson has satisfied its FRAND obligation, the Staff does
not believe determination of whether Lenovo satisfied its FRAND obligations (to the extent it
has any) is necessary here.
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2. Ericsson and Lenovo’s negotiation history

Ericsson and Lenovo have been negotiating for many years without reaching a license
agreement. Tr. (Petersson) at 76:14-23, 84:4-9. For the 5G standard essential patents, the
evidence shows that Ericsson and Lenovo engaged in discussions at least as early as 2021. Tr.

(Petersson) at 83:23-84:3; Tr. (Mulgrew) at 926:4-7. The following demonstrative shows a high

level timeline of negotiations.

a) NDA Negotiations between 2021 and October 11, 2023
To begin negotiations, Ericsson first sent a proposed non-disclosure agreement (NDA).
Tr. (Petersson) at 85:3-9; CX-3517C (Email from Ericsson to Lenovo dated June 24, 2021).
Those discussions regarding the NDA lasted for two years but did not ultimately conclude with
an agreed NDA. Tr. (Mulgrew) at 927:7-8. From Ericsson’s perspective, Ms. Petersson testified
that the NDA discussions led Ericsson to believe that Lenovo was preparing for litigation
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because Lenovo (1) introduced litigation directed NDA provisions (such as requiring Ericsson to
waive its jury right, requiring confidential information not be used in litigation, and requiring
that the parties not file patent and FRAND related litigation during negotiations); (2) hired an
antitrust litigator, who had previously sued Ericsson, to negotiate the NDA; and (3) refused to
enter into the previously agreed NDA. Tr. (Petersson) at 89:11-18; Tr. (Mulgrew) at 928:10-21;
RDX-0010.8. Ms. Petersson testified that this turned out to be true because Lenovo brought the
UK action two days after Ericsson made its October 11, 2023 offer and sued Lenovo in this

investigation. Tr. (Petersson) at 89:11-18.

b) Ericsson’s October 11, 2023 Offer
On October 11, 2023, the same day it filed the complaint in this investigation, Ericsson

made its 5G offer for a license through 2028 with the following terms:

e 5G Offer: $5 per 5G smartphone® or a discounted rate of 1% net sales with a $4
per-unit cap

e Cross License Component: In exchange for a license to Lenovo’s 4G and 5G
SEPs for Ericsson’s infrastructure equipment, Ericsson would grant a license to
Ericsson’s cellular and HEVC portfolio for Lenovo’s PCs and tablets

e 4G Offer: Lenovo would pay either $0.65 or 0.8% of the net selling price per 4G
smartphone/tablet, but no royalties on 4G smartphone/tablets covered by the 2011
MMI License '

? Ericsson publicly announced its $5 rate in March 2017 before the 5G standard was finalized
and released. Tr. (Petersson) at 92:15-23; CX-2969 (Ericsson’s 5G Price Disclosure dated March
3,2017).

10 The 2011 MMI License (RX-0570C) is a cross license between Motorola Mobility, Inc. and
Ericsson. As discussed in Section VIII.C.4.c, the parties disagree as to which products are
licensed under the 2011 MMI License.
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CX-0095C (Ericsson’s October 11, 2023 offer); Tr. (Petersson) at 90:3-91:1. In addition,
Ericsson offered arbitration, which Lenovo did not respond to or accept. Tr. (Petersson) at 89:19-
90:2; Tr. (Mulgrew) at 942:24-25.

Because an NDA was not in place, Ms. Petersson testified that making the offer to
Lenovo was difficult because Ericsson and Lenovo were not able to share information such as
claim charts to evaluate each other’s patent portfolios and sales information. Tr. (Petersson) at
87:23-88:8, 88:12-22. Ms. Petersson testified that the offer was an estimation but uncertainties in
patent strength and sales were resolved in Lenovo’s benefit. Tr. (Petersson) at 88:12-22, 88:23-
89:4. Ms. Petersson testified that Ericsson believes that its offer is FRAND for three reasons: (1)
the court has adjudicated a rate of $2.50 or 1 percent with a $1 floor and $4 cap for Ericsson’s
4G SEPs to be FRAND, (2) Ericsson made an announcement of a $5 per device rate prior to
standardization; and (3) the offer is the same as Ericsson’s other 5G licenses. Tr. (Peterrson)
91:7-92:96:7; CX-2969 (Ericsson’s 5G price announcement). Ericsson stated that this licensing

offer is still available to Lenovo. Tr. (Petersson) at 91:2-4, 112:13-15.

¢) Lenovo’s February 18, 2024 Counteroffers
Over two months after Lenovo filed a complaint asserting Lenovo’s 5G patents, !
Lenovo sent a counteroffer to Ericsson on February 18, 2024. See CX-5841C and CX-5842C. A

summary of the terms is below:

e Lenovo would pay $0.289 per device to Ericsson for a license to Ericsson’s
standard essential cellular patents, which Mr. Mulgrew calculated to be about
$11.6 million per year. JX-0026C (Mulgrew Dep. Tr. dated April 18, 2024) at
37:4-6, 44:13-17.

' On December 15, 2023, Lenovo filed a complaint at the ITC alleging that Ericsson infringes
four of Lenovo’s 5G patents. Inv. No. 337-TA-1388. See infra Section VIIL.C.3.d.
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e Lenovo offered two options for a license to Lenovo’s 5G portfolio:

o Make and internally use option: Ericsson would pay 0.465% of its
infrastructure equipment revenue, but only receive the right to “make or
internally use” infrastructure equipment liable for patent infringement and
only be released from liability “[u]pon expiration of the Term (but not any
early termination thereof), and only if no customer of Ericsson pursued
any patent or other intellectual property rights against Lenovo or its
Affiliates.” Ms. Petersson stated that this option would cost “hundreds of
millions of U.S. dollars . . . per year.” Tr. (Petersson) at 109:20-110:6.

o Make, use, or sell option: Ericsson would receive license rights to sell its
infrastructure equipment, but would pay 0.465% of network operator’s
services revenue for the portion of that revenue that was “facilitated by
Ericsson’s equipment market share,” which Lenovo estimated was 28.1%
of over $1 trillion per year. Mr. Mulgrew confirmed that based on his
calculations, Ericsson would pay about $1.4 billion per year, which over
the 5 year license term would amount to around $7 billion. JX-0026C
(Mulgrew Dep. Tr.) at 42:15-24; Tr. (Mulgrew) at 969:17-970:16.

See CX-5841C, CX-5842C (Lenovo’s February 18, 2024 counteroffer letter).

d) Continued Negotiations
Since October 11, 2023, Ericsson and Lenovo have continued negotiations, including
through additional correspondence and through mediation. Tr. (Petersson) at 97:5-19. Ericsson’s
October 2023 offer is still available to Lenovo. Tr. (Petersson) at 91:2-4, 112:13-15. However,

the parties have not reached a license agreement.

3. Pending cases between the parties

There are several pending cases between the parties in both the U.S. and globally. Below

is a summary of the relevant pending cases between the parties.
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RDX-0010.21.

a) Ericsson’s Eastern District of North Carolina FRAND Case

On October 11, 2023, the same day as its offer and filing the complaint in this
investigation, Ericsson also filed a complaint in the Eastern District of North Carolina. In its
complaint in EDNC, Ericsson requested that the district court determine whether its October 11,
2023 offer was FRAND. Tr. (Petersson) at 89:5-89:12. If the October 11, 2023 was determined
not to be FRAND, Ericsson would be bound by the FRAND rate determined by the court. CX-
2441 (the EDNC court stating that “Count 7 [of Ericsson’s complaint] asks for a declaration that
Ericsson’s 11 October 2023, offer complied with its FRAND commitment. And, if the Court
declares that offer was not FRAND, Ericsson requests the Court declare a FRAND rate for a
global-cross license.”). Although Lenovo proposed going straight to rate setting in EDNC,

Lenovo has not agreed to be bound by EDNC’s FRAND determination. Tr. (Mulgrew) at 947:3-
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25; CX-2441 (stating that “Lenovo has neither committed to accepting Ericsson’s offer if it’s

FRAND nor would it be forced to”).

b) Lenovo’s UK Rate Setting Action

On October 13, 2023, two days after receiving Ericsson’s offer and the filing of the
Complaint in this investigation, Lenovo filed suit against Ericsson in the United Kingdom. Tr.
(Mulgrew) at 945:11-14; RX-0657C. In that case, Lenovo seeks declarations that (1) one Lenovo
UK patent is infringed by Ericsson and essential to the 5G standard; (2) two Ericsson UK patents
are invalid and/or not infringement; and (3) as to the FRAND terms of an appropriate licence
agreement between the parties. RX-0657.0001-2 at 9 1; Tr. (Floyd) 1372:14-18. Lenovo has
committed to enter into a license determined by the UK court but only after exhausting all
avenues of appeal. Tr. (Mulgrew) 993:10-20; RX-0635C at page 2. Ericsson disputes that the one
Lenovo UK patent is infringed and not invalid, and has not committed to be bound by the results
of the rate-setting in the UK. Tr. (Floyd) at 1375:6-9. The trial in the UK Rate Setting Action
will start between April 29 to May 2, 2025. Tr. (Floyd) at 1358:21-1359:3. Based on the trial
date, Sir Christopher Floyd estimates that a decision will issue three to four months later. Tr.

(Floyd) at 1361:16-1362:16.

c) Lenovo’s UK License Action
On November 28, 2023, Lenovo filed another action in the United Kingdom to determine
the appropriate construction and scope of the MMI License. Tr. (Floyd) at 1352:15-19; see also
RX-1682C. According to Lenovo, during a case management conference the UK court scheduled
a “two-day preliminary issues hearing for a three day window starting January 13, 2025.”

Respondents’ Notice of Supplemental Authority, August 15, 2024 (EDIS Doc ID 829603)
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d) The Parties’ Other Pending Litigation and ITC Actions

Ericsson filed two other ITC actions against Lenovo: (1) Inv. No. 337-1376, filed on
October 12, 2023, asserting Ericsson’s NEPs; and (2) Inv. No. 337-TA-1387, filed on December
12, 2023, asserting HEVC patents. Those investigations are pending. Between November and
December 2023, Ericsson filed multiple preliminary injunction actions in Brazil and Colombia,
which are two large markets for Lenovo. Tr. (Mulgrew) at 944:3-22.

Lenovo filed two ITC actions against Ericsson: (1) Inv. No. 337-TA-1388, filed on
December 15, 2023, asserting four patents that it declared essential to the 5G standard; and (2)
Inv. No. 337-TA-1397, filed on March 11, 2024, asserting Lenovo’s NEPs. Those investigations
are pending.

4. Ericsson has satisfied its FRAND obligations by negotiating in good
faith

The evidence shows that Ericsson has not engaged in patent hold-up in its dealings with
Lenovo. Whether Ericsson has satisfied its FRAND obligation towards Lenovo by negotiating
licensing terms in good faith is determined, not by evaluating the terms of a particular license
offer, but by considering the entire course of negotiations with Lenovo. Certain Electronic
Devices, Including Wireless Communication Devices, Portable Music and Data Processing
Devices, and Tablet Computers, Inv. No. 337-TA-794, Comm’n Op. at 62 (June 4, 2013) (public
version July 5, 2013) (“[S]atisfaction of the obligation flowing from a FRAND declaration is not
measured by a specific offer, ‘be it an initial offer or an offer during a back-and-forth

299

negotiation.’”). In the Staff’s view, Ericsson’s licensing offer from October 11, 2023 and
continued correspondence from Ericsson to Lenovo regarding their proposal indicates that

Ericsson has and is engaged in negotiations in good faith.
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It appears to the Staff that the private parties assert that whether Ericsson’s offer is a
FRAND license is an issue the court should decide. From the Staff’s perspective, a “FRAND
determination” does not merely consist of evaluating the terms of a specific license offer. Rather,
a “good faith” determination must consider the overall course of negotiations, including all of the
offers and counter-offers made. See Microsoft Corp. v. Motorola, Inc., Case No. C10-1823-JLR,
Dkt. No. 681, Findings of Fact & Conclusions of Law, 2013 WL 2111217 at *2 (W.D. Wash.,
Apr. 25, 2013) (“[I]nitial offers do not have to be on RAND terms so long as a RAND license
eventually issues.”); Certain Electronic Devices, Including Wireless Communication Devices,
Portable Music and Data Processing Devices, and Tablet Computers, Inv. No. 337-TA-794,
Comm’n Op. at 62 (June 4, 2013) (public version Jul. 5, 2013) (“[S]atisfaction of the obligation
flowing from a FRAND declaration is not measured by a specific offer, ‘be it an initial offer or
an offer during a back-and-forth negotiation.””).

a) It is not inconsistent with Ericsson’s FRAND obligations to
seek exclusion orders or injunctions

Ericsson presented testimony from Mr. Peters, who is an expert in ETSI and the FRAND
commitment, and Professor Helleringer, a French law expert, on the contours of the FRAND
obligation. Both experts testified that there is nothing in the ETSI IPR Policy that prohibits E
seeking injunctions on declared patents. Tr. (Peters) at 498:3-499:22; Tr. (Helleringer) at
1615:11-24. Further, Mr. Peters testified that ETSI considered proposals restricting injunctions
based on SEPs but rejected those proposals. Tr. (Peters) at 498:3-499:22. This is consistent with
what the ALJ found in Investigation No. 337-TA-613:

Based on the contract, regardless of what the committee members
may have said or thought privately, only the terms that made it into
the agreement are part of the agreement. Prohibiting exclusion

orders or injunctions was specifically considered by the SSO, and
rejected in the final agreement.
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Certain 3G Mobile Handsets and Components Thereof, Inv. No. 337-TA-613, Initial
Determination on Remand at 56 (April 27, 2015). Further, Section 4.3 of the ETSI IPR Guide
states that “once an IPR (patent) has been granted, in the absence of an agreement between the
parties involved, the national courts of law have the sole authority to resolve IPR disputes.”
CX-2452 (ETSI IPR Guide) at Section 4.3 (emphasis added).

Lenovo argues that Ericsson improperly sought an injunction with its first offer. RBr. at
115. As an initial matter, in the Staff’s view, it appears disingenuous for Lenovo to argue that
filing a lawsuit on the same day as sending an offer where Lenovo filed an ITC complaint
against Ericsson on 5G SEPs two months before making its first offer to Ericsson. See Certain
Cellular Base Station Communication Equipment, Components Thereof, and Products
Containing Same, Inv. No. 337-TA-1388, Complaint (December 15, 2023) (EDIS Doc ID
810553). Filing an ITC complaint, even on the same day an offer is made, does not necessarily
mean that an SEP owner violated its FRAND obligations because good faith negotiations may
have occurred before the offer and negotiations may continue in good faith after the complaint is
filed. See Certain 3G Mobile Handsets and Components Thereof, No. 337-TA-613, Initial
Determination on Remand at 49 (April 27, 2015); Tr. (Helleringer) at 1615:15-1616:7 (testifying
that “good faith is assessed on the totality of the circumstances,” and therefore seeking an
injunction is not dispositive as to bad faith). Here, Ericsson engaged in negotiations for at least
two years before filing the complaint, and those negotiations have continued after the complaint
was filed.

Further, Lenovo argues that “courts and agencies around the world agree that subjecting
willing licensees (like Respondents) to injunctive relief fails to comply with principles of patent

and competition law.” RBr. at 116. But Lenovo’s argument ignores the fact that the concept of
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“FRAND?” is not rooted in statutory or case law, or even in U.S. competition policy. Rather,
FRAND obligations are created by a contractual agreement among private parties. And as E
discussed above, there is nothing in the ETSI Policy that prohibits Ericsson from seeking
injunctive relief in jurisdictions around the world. Certain 3G Mobile Handsets and Components
Thereof, Inv. No. 337-TA-613, Initial Determination on Remand at 56 (April 27, 2015) (“Where
contracting parties consider terms for a contract but chose to not include them, one or more of
the parties should not be able to recover the rejected terms later by the assistance of a court of

commission.”). Whether those jurisdictions will grant injunctive relief is a decision ETSI leaves

to each nation’s laws and policies.

b) Ericsson’s October 2023 offer is within the FRAND range
In the Staff’s view, Ericsson’s October 2023 offer is consistent with comparisons to rates
offered to its comparable licensees. Ericsson presented credible testimony from Mr. Mills, who
was admitted as an expert on patent valuation in the FRAND context. Even under Lenovo’s

expert Mr. Meyer’s calculations, the Staff is of the view that Ericsson’s offer does not indicate

bad faith.

(1) Ericsson’s 5G Offer
Both experts compared Ericsson’s offer with other Ericsson licenses based on similar
methodologies. First, the experts calculated the effective per unit royalty rate under Ericsson’s
offer. Then, the experts compared Ericsson’s offer with licenses they each believed were
comparable. Because some of these licenses were lump sum payments with cross license
components, these licenses required “unpacking,” which is an economic analysis to determine
the effective royalty rate of Ericsson’s portfolio. Tr. (Mills) at 634:15-635:20. The experts then

compared the per unit rates for Ericsson’s offer with the comparable licenses. Tr. (Mills) at
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630:25-630:2. In the Staff’s view, under either expert’s calculation, any differences between the
royalty rates in Ericsson’s offer and comparable licenses is not so unreasonable as to lead to an
inference of bad faith on Ericsson’s part.

Per Unit Rate under Ericsson’s Offer. Ericsson’s expert, Mr. Mills, estimated that
Lenovo would pay a per unit royalty rate of $1.52 per 5G smartphone over the license offer
period 2020 through 2028. Tr. (Mills) at 624:7-13; CDX-13.5. Lenovo’s expert, Mr. Meyer,
estimated that Lenovo would pay a per unit royalty rate of $2.29 per 5G smartphone. Tr. (Meyer)

at 832:16-25, 859:19-22.

Per Unit Royalty Calculation
Ericsson (Mr. Mills) Lenovo (Mr. Meyer)
$1.52 $2.29

The experts calculated the average sales price of Lenovo’s smartphones differently,
which resulted in a different dollar per unit royalty calculation because the offer was based on a
percentage of net sales. Ericsson’s expert, Mr. Mills, estimated a $150 average sales price based
on actual data from 2020 to Q3 of 2023 and a forecast through the rest of the term period (Q3 of
2023 to 2028). Tr. (Mills) at 624:7-626:8. In contrast, Lenovo’s expert, Mr. Meyer, estimated a
$240 average sales price based on an average of Lenovo’s sales prices from only 2020 through
Q3 of 2023. Tr. (Meyer) at 859:13-22, 860:6-12. But Mr. Meyer conceded that Lenovo’s 5G
smartphone prices have been falling each year since launch in 2020 and that as average selling
price decreases, Lenovo’s royalty payments would decrease. Tr. (Meyer) at 8:59:7-12; 860:13-
861:13. The below demonstrative shows Lenovo’s average selling price (in black) and Mr. Mills’

projection (in blue).
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CDX-0013.7C (Mills Demonstratives).

Further, Lenovo’s statements to the UK court confirm that, under Ericsson’s offer,
Lenovo would pay about $1.50 per smartphone. Specifically, Lenovo represented to the UK
court that “Ericsson’s ‘FRAND’ offer represents, for a vendor with Lenovo’s average selling
price, a rate of around $1.50 per device, with a ‘cap’ only at $4.” CX-5762C.0004 (Paragraph 9)
(emphasis in the original). While Mr. Meyer characterized the statement as a “mistake by the
lawyers,” it is clear that the rate that Lenovo was referring to was for 5G. Tr. (Meyer) at 865:15-
866:17.

Comparisons with other licenses. The experts then compared Ericsson’s offer with
comparable licenses. While Ericsson’s expert, Mr. Mills, included a broader set of comparable
licenses, Lenovo’s expert, Mr. Meyer, agreed that the following licenses were comparable: (1)

Samsung (RX-0121C), (2) Apple (RX-0132C), (3), Xiaomi (RX-0133C), and ||| Gz

-. In the Staff’s view, these licenses, which both experts agree are comparable, show that
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Ericsson’s offer is within the FRAND range. As discussed below, while there are disagreements
as to unpacking methodology, the comparable licenses show that a $1.52 per unit royalty is well
within the FRAND range based on the unpacking from both experts.

To unpack the agreements, Ericsson’s expert, Mr. Mills, used financial data from
Bloomberg, sales projections from Ericsson and/or both parties, and estimated patent strength
based on information exchanged in negotiations. Tr. (Mills) at 634:3-638:8. As shown below,

Mr. Mills concluded that Ericsson’s 5G offer falls within the range of what these four (and other)

smartphone sellers pay.

CDX-13.12C. This applies to both the dollar per unit rate and ad valorum rate.

Lenovo’s expert, Mr. Meyer, also estimated the dollar per unit the other smartphone
sellers pay. He unpacked the lump sum license agreements by calculating the present value of
royalty payments, going back to the date of the license and forecasting the units that will be

produced under the license, accounting for any grant back. Tr. (Meyer) at 838:17-839:23; CDX-
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0005.12. Based on these licenses (as shown below), Mr. Meyer concluded the comparable

licenses range from ||| Tr- Meyer) at 843:16-844:8; RDX-0005.16C.

Based the four licenses under both experts’ unpackings, Ericsson’s offer (which in the
Staff’s view is around $1.52 per unit) is clearly within FRAND range. Even under Lenovo’s
$2.29 per unit calculation, which Lenovo argues is _ than the four licenses, the
Staff respectfully submits that Ericsson’s offer is not so unreasonable as to lead to an inference
of bad faith.

There were other licenses that confirm that Ericsson’s offer is within the FRAND range.
Ericsson’s expert, Mr. Mills, testified that Ericsson’s offer is exactly the same as payments by
_ While these licensees may not be as
comparable because these companies have fewer 5G smartphone sales than Lenovo, the Staff is

of the view that they provide confirmation that Ericsson’s 5G offer is not so unreasonable. Tr.
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(Meyer) 836:12-18. According to Ericsson, these licenses were global licenses for the same SEP
portfolio and to the same products (i.e., smartphones and tablets).

The evidence shows that Ericsson’s offer is consistent with and within the FRAND range
of licenses that Ericsson contends are comparable.

(2) Cross License Component of Ericsson’s Offer

The evidence shows that the cross-license component of Ericsson’s offer is not so
unreasonable as to indicate bad faith. As discussed above, the cross-license component provides
a royalty free exchange: (1) Ericsson gives Lenovo a license to its cellular-essential patents for
4G PCs and 5G PCs and a license to its HEVC patents for non-cellular tablets and PCs; and (2)
Lenovo gives Ericsson a license to its 4G and 5G patents for Ericsson’s infrastructure equipment.

Tr. (Mills) at 645:8-18. Ericsson’s expert, Mr. Mills, provided an economic valuation of each of

the components, which is shown below. Tr. (Mills) at 645:19-24.
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Although Lenovo’s expert, Mr. Meyer, testified that Ericsson’s valuation of $0.15 per
device for the HEVC patents is overinflated, Lenovo did not present any expert testimony as to
the value of the two other components of the cross license: Lenovo’s 5G portfolio and Ericsson’s
cellular patents for PCs. Because the cross-license component is royalty free, there is no way to
determine, under Lenovo’s view, what a FRAND range would be. For this reason, the Staff is of
the view that Lenovo has not shown that the cross-license component of Ericsson’s offer is not
FRAND. Lenovo then provides a list of complaints, including that (1) Lenovo has a substantial
5G patent portfolio; (2) Ericsson underestimates Lenovo’s patent strength; (3) Lenovo is not
obligated to show claim charts; and (4) the UK court has allegedly recognized Lenovo’s patent
strength. RBr. at 139-141; Tr. (Mills) at 688:12-689:16. While these might be legitimate
positions for Lenovo to take at the bargaining table, the fact that Ericsson holds the opposite
view is not evidence that Ericsson is acting in bad faith.

3) Ericsson’s 4G Offer

Ericsson’s expert, Mr. Mills, testified that Ericsson’s 4G offer 0.8% of net sales or $0.65
per smartphone is within the FRAND range. Tr. (Mills) at 655:22-656:15. As with Ericsson’s 5G
offer, Mr. Mills unpacked other licenses and compared them with Ericsson’s 4G offer. Tr.
(Mills) at 655:22-656:15. As shown below, Ericsson’s 4G offer is well within the range of terms
accepted by other companies, including the four companies that the experts agree are similarly

situated.
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Lenovo did not provide expert testimony regarding Ericsson’s 5G component. Tr.
(Meyer) at 887:21-888:5. Lenovo’s primary argument is that the offer does not account for the
2011 MMI license. As discussed below, the offer explicitly states that Ericsson would not collect

for licensed 4G smartphones.

c) Ericsson has complied with its FRAND commitment even in
view of the 2011 MMI License

The Staff is of the view that Ericsson’s understanding of the 2011 MMI is not so
unreasonable as to show that Ericsson’s offer was in bad faith. The evidence shows that
Ericsson’s offer explicitly accounted for the 2011 MMI License. Ericsson believed and still
believes that Lenovo’s 5G smartphones are not licensed under the agreement. Tr. (Petersson) at
98:8-11. Even if the 2011 MMI License applied to Lenovo’s 5G smartphones, Ericsson’s expert,
Mr. Mills, provided unrebutted expert testimony that Ericsson’s offer would still be within the

FRAND range.
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(1) The 2011 MMI License

Ms. Petersson, who was involved in negotiations, testified that Ericsson had a 2005
license covering 3G with Motorola, Inc., which was a parent company of Motorola. Tr.
(Petersson) at 99:5-15. At the time, Motorola Inc. was involved in infrastructure equipment,
mobile handsets, and a number of other product categories. Tr. (Petersson) at 99:5-16. In 2010,
Ericsson and Motorola Inc. decided to include 4G. Tr. (Petersson) at 99:16-20. Because
Motorola, Inc. had raised the issue of a potential spinoff of part of its business, Ericsson and
Motorola, Inc. entered into the 2011 MMI License, which is an annexed agreement attached to
the main agreement, on January 4, 2011. Tr. (Petersson) at 99:21-100:5; see also RX-0570C.

Consistent with Ms. Petersson’s testimony, the 2011 MMI License (RX-0570C) provides

the following “whereas” clauses:

RX-0570C. In 2011, Motorola, Inc. spun off its mobile handset business, Motorola Mobility Inc.,
to Google. Tr. (Petersson) at 100:9-13. In 2014, Lenovo acquired Motorola Mobility, Inc. from
Google. Tr. (Petersson) at 100:14-17.

The 2011 MMI License operated to narrow the scope of the products that were licensed
after acquisition. The following provision defines the products that are covered under the 2011

MMI License:
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The 2011 MMI License provides a license to certain patents with a priority date before
December 31, 2015. The 2011 MMI License is governed by the laws of the United Kingdom,

which refers to the laws of England and Wales. Tr. (Floyd) at 1351:4-10.

(2) Whether Ericsson’s understanding of the 2011 MMI
License 1s reasonable

In the Staff’s view, Ericsson’s understanding that Lenovo’s 5G smartphones and
potentially some 4G smartphones are not covered by the 2011 MMI License is reasonable and
does not indicate bad faith.

Under the 2011 MMI License, Lenovo’s 5G smartphones are not commercially

reasonable updates or extensions (CRUE) of Motorola’s smartphones from 2011. Ericsson’s
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witness, Ms. Petersson, testified that Ericsson did not believe that Lenovo’s 5G smartphones are
covered under the 2011 License because SG New Radio is not an “update and extension of 4G.”
Tr. (Peterrson) at 98:8-12, 103:16-104:9. This is consistent with Lenovo’s marketing materials.
CX-5743.0001. Lenovo’s expert, Dr. Rangan, conceded this point, giving the following
testimony:

Q. And when it talks about being a New Radio-Access technology,
what that’s referring to is that 5G has a New Radio Air interface,
right?

A. That’s right.

Q. And that new 5G Air interface was actually called New Radio,
right?

A. It was.
Q. It’s not the same Air interface that was in 4G, right?
A. That’s right, backwards, not compliant.

Q. A 5G phone that is only 5G-compliant cannot connect to a 4G
network, right?

A. Absolutely can’t, no.

Tr. (Rangan) at 1126:1-1128:14. This understanding is confirmed by the “Standards” provision

i the 2011 MM License, st

In the Staff’s view, Ericsson’s 4G offer is affirmative evidence that Ericsson was acting
in good faith and not trying to collect twice on the 2011 MMI License. The offer explicitly stated

that “no royalty due for 4G user equipment that is subject to Ericsson’s license agreement with

Motorola Mobility from 2011.” CX-0095C.0003 (emphasis added). Further, Ms. Petersson

testified that Ericsson “did not demand hundreds of millions of dollars of payments on 4G
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phones that were licensed” in its October 2023 offer. Tr. (Petersson) at 132:8-12. As explained

below, in the Staff’s view, Ericsson could not determine the specific models of 4G smartphones
subject to Ericsson’s license agreement without information from Lenovo, which it did not and

could not receive without an NDA.

Lenovo’s witness, Mr. Castano, testified that the following categories informed his
opinion on a commercially reasonable update or extension (CRUE): (1) Motorola’s design
process and development, (2) whether there 1s overlap between the design teams at Motorola and
Google; and (3) whether there 1s overlap between the design teams at Motorola and Lenovo. Tr.
(Castano) at 751:1-24. However, Lenovo did not disclose that information to Ericsson. Tr.
(Castano) at 751:25-752:6. In the Staff’s view, Lenovo cannot use the 2011 MMI License as a
sword and a shield by simultaneously withholding information that Lenovo alleges Ericsson
needs to make a FRAND offer and arguing that Ericsson has not made a FRAND offer.

During closing arguments, Lenovo argued for the first time that its 5G and 4G products
were also licensed under the _See RPBr. at 121-122. The plain language of the 2011
MMI license shows that this reading is incorrect. If the 2011 MMI License were read to provide
an unfettered license to continue producing “smartphones,” it would render the_
T ———
even under this flawed interpretation, Lenovo would still have the burden to show that its
products do not fall within the three categories that are explicitly carved out of the license. The
Staff 1s of the view that Lenovo’s interpretation requires Section 2.4A to be read to exclude (or

strike out) a significant portion of the provision:
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Further, it appears to the Staff that this reading is inconsistent with even Mr. Mulgrew’s
understanding of the 2011 MMI License. During his April 18, 2024 deposition, Mr. Mulgrew

gave the following testimony:

JX-0026C (Mulgrew Dep. Tr.) at 215:16-216:16 (emphasis added).

Therefore, the Staff is of the view that Ericsson’s understanding of the MMI license does

not show that it has engaged in patent hold-up behavior.

Staff’s Initial Post-Hearing Brief Page | 107
Inv. No. 337-TA-1375



PUBLIC VERSION

3) Under Lenovo’s interpretation of the 2011 MMI License,
Ericsson’s offer is within the FRAND range

In the Staff’s view, even if Lenovo’s interpretation—that it was already licensed to about

a third of Ericsson’s declared essential patents—is correct, Mr. Mills testified that Ericsson’s

October 11, 2023 offer is still within the FRAND range.

CDX-13.27C. In contrast, Lenovo’s expert, Mr. Meyer, did not calculate the FRAND range

under Lenovo’s interpretation of the 2011 MMI License. Tr. (Meyer) at 888:6-889:12

5. Whether Lenovo is engaging in reverse hold-up as unwilling licensees

If Ericsson is subject to FRAND obligations as to asserted claims found to be essential
and if Ericsson failed to meet that obligation to negotiate in good faith towards granting licenses
on FRAND terms, then (and only then) would it be necessary to consider whether Lenovo has
made it impossible for Ericsson to license the asserted patents on FRAND terms by acting as

“unwilling licensees.” See CX-2063. Any cooperativeness or uncooperativeness by Lenovo
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should have no effect on the FRAND analysis in this case because, in the Staff’s view, Ericsson
has satisfied any FRAND obligation that exists toward Lenovo.

“Reverse hold-up” describes a situation in which an implementer that is using standard-
essential patented technology refuses to enter into a license agreement with the patent owner or
otherwise to pay compensation. See, e.g., USTR Letter at 3 (“[ T]echnology implementers also
can cause potential harm by, for example, engaging in ‘reverse hold-up’ (‘hold-out’), e.g., by
constructive refusal to negotiate a FRAND license with the SEP owner or refusal to pay what has
been determined to be a FRAND royalty.”). The U.S. Trade Representative has recognized that
an exclusion order may be an appropriate remedy where reverse hold-up exists:

For example, if a putative licensee refuses to pay what has been
determined to be a FRAND royalty, or refuses to engage in a
negotiation to determine F/RAND terms, an exclusion order could
be appropriate. Such a refusal could take the form of a constructive
refusal to negotiate, such as by insisting on terms clearly outside the
bounds of what could reasonably be considered to be FRAND terms
in an attempt to evade the putative licensee’s obligation to fairly
compensate the patent holder. An exclusion order also could be
appropriate if a putative licensee is not subject to the jurisdiction of
a court that could award damages. This list is not an exhaustive one.
Rather, it identifies relevant factors when determining whether
public interest considerations should prevent the issuance of an

exclusion order based on infringement of a F/RAND-encumbered
standards-essential patent or when shaping such a remedy.

USTR Letter at fn. 3.

The Staff is of the view that Lenovo technically is not an unwilling licensee because
Lenovo agreed to be bound by the UK Rate-Setting Action. Tr. (Mulgrew) at 915:4-10.
However, Lenovo’s willingness appears to be qualified by terms set by its preferred forum (the
UK court) after all appeals have been exhausted (or some other forum under procedures of
Lenovo’s choosing). Lenovo has not agreed to be bound by EDNC or any other U.S. court. Tr.

(Mulgrew) at 915:24-916:6; CX-2441.0008; CDX-45.34.
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Even though Lenovo has stated in correspondence that it is willing to negotiate, it appears
to the Staff that Lenovo has at least delayed resolving these issues through negotiations. As
discussed above, Lenovo’s counteroffer included a “make use and sell option” and a “make and
internally use” option. During his deposition on April 18, 2024, Mr. Mulgrew confirmed that
Lenovo’s offer asked Ericsson to pay $1.4 billion per year for the full bundle of rights under the
“make use or sell” option. JX-0026C (Mulgrew Dep. Tr.) at 23:20-24:10, 42:15-24; Tr.
(Mulgrew) at 969:17-970:16. After his deposition, Mr. Mulgrew later recanted his testimony and
said that the offer was not actually an offer. Tr. (Mulgrew) at 949:14-950:15; RX-2517C (stating
that “Lenovo is not and has not asked Ericsson to pay over $1 billion per year”). Despite this
statement, Lenovo provided no offer as to how much passthrough rights (i.e., the right to sell)
would cost. See id. This left only the “make and internally use” option which, in violation of the
ETSI Policy, does not impart “sell” rights. CX-2446.0001-2; CDX-0014.0005; Tr. (Peters) at
496:14-497:5; Tr. (Petersson) at 110:14-111:14. Even though the “make and internally use”
version of the offer included a “release,” the release would not become effective until the end of
the 5-year term. In other words, Lenovo could, at any point during that 5-year term, sue Ericsson
for selling its infrastructure equipment, and Ericsson would not have a licensing defense. Tr.
(Mulgrew) at 960:18-961:2.

During the evidentiary hearing, Lenovo neither identified any license that included only
“make or internally use” rights nor presented any expert testimony justifying its counteroffer. Tr.
(Mulgrew) at 970:23-971:16, 972:18-974:11; Tr. (Meyer) at 882:11-21. In the 2021 Lenovo-
Nokia cross license to cellular essential patents, Lenovo granted the full bundle of rights and

agreed to pay Nokia a lump sum of _, which is about_

B oc: veor Tr. (Mulgrew) at 963:8-965:12; Tr. (Meyer) at 871:20-25; JX-0026C
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(Mulgrew Dep. Tr.) at 81:12-24, 47:9-22. While Mr. Mulgrew acknowledged that Nokia, like
Ericsson, sells base stations to wireless carriers and has a meaningful SEP portfolio, Lenovo did
not present any witness to reconcile Lenovo’s counteroffer with the Nokia license. Tr.
(Mulgrew) at 962:8-963:20; JX-0026C (Mulgrew Dep. Tr.) at 16:14-17. Therefore, the Staff
submits that, while Lenovo has agreed to be bound in the UK, the evidence shows that Lenovo

has delayed resolving the parties’ licensing issues through negotiations.

6. Imposing a remedy in this investigation would not raise FRAND-
related public interest concerns

The evidence does not support any reason why this investigation is different from any
other FRAND-related investigation with regard to public interest considerations. In the absence
of any evidence of patent hold-up behavior by Ericsson (see supra Section VIII.C.4), the Staff
submits that there is no reason to conclude, based on FRAND considerations, that exclusionary
relief would have adverse effects on competitive conditions in the U.S. economy or on U.S.
consumers.

The UK actions are not a reason to deny remedial orders. Exclusion orders are enforced
by the U.S. Bureau of Customs and Border Protection, 19 C.F.R. § 12.39 (2016), and are
intended to both protect the intellectual property rights of a patent owner and defend U.S.
industries against unfair trade practices related to import trade. Section 337 states that such
practices “are unlawful, and when found by the Commission to exist shall be dealt with, in
addition to any other provision of law, as provided in this section[.]” 19 U.S.C. § 1337(a)(1)
(emphasis added). That is, Congress has provided that exclusion orders are to be available in
addition to any relief available in Federal district court. See, e.g., Comm. on Ways & Means,
U.S. House of Representatives, Overview and Compilation of U.S. Trade Statutes at 132 (June
2005) (“U.S. patent holders may file parallel actions in Federal district court and the

Staff’s Initial Post-Hearing Brief Page | 111
Inv. No. 337-TA-1375


curti
Highlight

curti
Highlight

curti
Highlight

curti
Highlight


PUBLIC VERSION

Commission.”). Monetary damages address only the harm to a patent owner’s intellectual
property rights; they do not protect the U.S. industry from further instances of unfair import
trade.

Lenovo argues that “Ericsson wants to exploit the Commission to attempt to obtain
supra-FRAND royalty payments from Respondents before any court or other neutral forum can
adjudicate the actual FRAND value of Ericsson’s declared SEPs.” RBr. at 111; see also Tr.
(Dippon) at 1387:13-14, 1388:7-16. There are two glaring flaws with this argument. First, there
is simply no concrete evidence that this investigation or an exclusion order would result in a
supra-FRAND license. See Certain Wireless Devices with 3G and/or 4G Capabilities and
Components Thereof, Inv. No. 337-TA-868, Initial Determination at 123 (June 13, 2014). One
case in point is Ericsson’s license with Apple, which Lenovo does not dispute is FRAND. See
RX-0132C. Ericsson and Apple agreed to that license after litigating several ITC investigations,
a FRAND-rate setting case in the Eastern District of Texas and, according to Lenovo, injunction
actions in Brazil and Colombia. See RBr. at 117. The ALJ reviewed the license and “d[id] not
find any evidence that terminating th[e] investigation based on settlement would be contrary to
the public interest.” Certain Mobile Telephones, Tablet Computers with Cellular Connectivity,
and Smart Watches with Cellular Connectivity, Components Thereof, and Products Containing
Same, Inv. No. 337-TA-1299, Order No. 26 (February 24, 2023) at 3. Second, it fails to account
for Lenovo’s two ITC actions against Ericsson, one of which asks the Commission to exclude
Ericsson’s infrastructure equipment based on Lenovo’s 5G SEPs.

Lenovo’s remaining arguments on public interest are not tied to the facts of this
investigation and should be rejected. For example, Lenovo points to statements—that exclusion

orders would be contrary to the public interest particularly where the standard implementer is a
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willing licensee—made by Commissioner Khan and Commissioner Slaughter of the Federal
Trade Commission. These statements, which do not represent the views of the FTC, do not
“assist or enlighten” the facts of this case. Certain Wireless Devices with 3G and/or 4G
Capabilities and Components Thereof, Inv. No. 868, Initial Determination at 125-126 (June 13,
2014) (noting that the Commission “should and must determine the public interest, and the
correct outcome of each matter based on the facts presented, and by applying the law to those
facts. To take a pre-set position, without hearing evidence, would violate every concept of justice
we are tasked to enforce. Within the facts of this case, the Letters of the DOJ/USPTO and FTC
do not assist or enlighten.”). Further, Commissioner Khan and Commissioner Slaughter’s views
are not shared by each government agency or even each commissioner at the FTC. See, e.g., CX-
6508 (FTC Commissioner Wilson stating that she “disagree[s] with [those] policy positions”
because they may “undermine incentives to innovate.”); CDX-40.16.

Lenovo argues that granting remedial orders in this case would “embolden Ericsson and
other opportunistic SEP holders to harm competitive conditions in the US and consumers.” RBr.
at 150; Tr. (Dippon) at 1389:17-1390:15. The Staff finds the following instructive:

While there is a remote possibility that a holdup could occur in the
future, the ITC and the public interest factors are not intended to
prevent future acts unrelated to current public interest. While it is
right under public interest factors to consider the impact of an
exclusion order on the handset market consumers, to consider that
such an order would give [Complainant] leverage in future
bargaining is not within the 337 factors to consider. Were it
however, the ALJ would still find that the Commission should issue
an exclusion order if it finds 337 violated in this case. The interests
of [Respondent] are protected by the availability of a remedy in
District Court should [Complainant] refuse to grant a license under
FRAND terms. In addition to the scrutiny from the Federal Agencies
that reduce the chances of hold-up, the fact that any respondent
subject to hold-up would still have a legal remedy makes it unlikely
that [Complainant], or any party so situated would engage in hold-
up, even after obtaining an exclusion or cease and desist order.
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Certain 3G Handsets and Components Thereof, 337-TA-613 (Remand), Initial Determination at
62 (emphasis added). In this case, Ericsson has already agreed to be bound by a FRAND
determination by EDNC. It appears to the Staff that the chance of Ericsson engaging in hold up
in the future is slim.

Therefore, the Staff is of the view that FRAND related considerations do not counsel

denying remedial orders in this investigation.

7. The Commission should not delay enforcement of remedial orders

The Staff is of the view that Lenovo has not shown that the remedial orders would result
in such harm to the public interest that would justify delaying an exclusion order. In contrast, a
delay will harm the public interest by defeating the underlying purpose of Section 337. The
statute makes clear that Section 337 investigations must be completed as expeditiously as
possible. See 19 U.S.C. § 1337(b)(1). The Commission has previously held that “[g]ranting a
stay pending appeal would undermine the purpose of the statutory scheme as designed by
Congress. Thus, the type of relief that [respondents] seek would frustrate the public policy
behind section 337, which is to provide U.S. intellectual property holders with rapid relief
against unfair import practices.” Certain Erasable Programmable Read-Only Memories,
Components Thereof, Products Containing Such Memories, and Processes for Making Such
Memories, Inv. No. 337-TA-276, Comm’n Op. at 90, USITC Pub. No. 2196 (May 1989);
Certain High-Brightness LEDs and Products Containing Same, Inv. No. 337-TA-556, Comm’n
Op. at 12 (2007). The same logic applies to stays of remedial orders due to copending FRAND
litigation. Any such delay would compromise IP rights, which provide strong incentives for IP
development, innovation, new product development, which are very important drivers of

consumer well-being.
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The Staff is not aware of, and Lenovo does not cite to, any cases where the Commission
has stayed remedial orders due to copending FRAND litigation. However, ALJs have considered
whether to stay an investigation where there was a copending FRAND rate setting litigation in
district court. In Investigation No. 337-TA-868, the ALJ denied Respondents’ motion to stay the
investigation due to FRAND litigation in the district of Delaware because, among other things,
there would be prejudice to the complainant and if and when the district court will address the
FRAND royalty issue was speculative. Certain Wireless Devices with 3G and/or 4G Capabilities
and Components Thereof, Inv. No. 337-TA-868, Order No. 7 (March 12, 2013). Regarding
prejudice to the complainant, the ALJ acknowledged that “[i]f the district court determines
[complainant] is not required to license the patents at issue on FRAND terms, a stay in this
Investigation will deprive [complainant] of the timely relief it seeks.” Id at 10.

The Staff is of the view that UK Rate Setting Action and UK License Action will not
resolve the issues in this investigation because they will not necessarily result in a license
between the parties. Lenovo has not agreed to be bound until all appeals from the UK
determination are exhausted, and Ericsson only has agreed to be bound in EDNC. Tr. (Floyd) at
1374:22-1375:9. Therefore, the Staff is of the view that a decision in the UK actions would not
resolve the issues before the Commission. Further, if EDNC and/or the UK determines that
Ericsson’s offer was FRAND, then Ericsson would be deprived of the timely relief that it seeks.

The timing of when final resolution will occur in the UK actions is still speculative and it
could take years to resolve, including all appeals. Tr. (Petersson) at 155:7-22; Tr. (Floyd) at
1369:10-1370:10. While it appears that the UK court has scheduled a trial in April 2025, there is
no statutory deadline for the Judge in the UK to issue a decision. Tr. (Floyd) at 1368:15-25. At

best, according to Lenovo, the Judge is expected to issue a decision between August and
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December 2025. Tr. (Floyd) at 1361:16-1362:11. Even assuming a decision is issued, Lenovo
has not agreed to be bound unless all appeals are exhausted. Tr. (Mulgrew) at 993:10-25; RX-
0635C.0002. While Lenovo states that it has agreed to pay interim payments during the appeals
process, interim payments do not constitute a license agreement. Tr. (Petersson) at 155:23-156:5.
The timing of when the UK licensing action, which Lenovo asserts is necessary to determine a
FRAND license, also is speculative. While a preliminary hearing has been scheduled for January
2025, it is unclear when a decision will be issued and when appeals will be exhausted. See
Lenovo’s Notice of Supplemental Authority (Aug. 12, 2024). Therefore, it is not possible weigh
any alleged public interest harms due to FRAND considerations (which the Staff believes have
not been shown) against the length of the delay.

Further, the Staff is of the view that the Commission should not delay exclusion orders where, as
here, the respondent has delayed resolving the parties’ licensing issues through negotiations. The
Staff is of the view that granting a delay would encourage implementers to delay negotiations,
knowing that they can file a rate-setting action anywhere in the world to delay remedial orders
addressing their unfair trade practices. In sum, the Staff is of the view that a stay pending
Lenovo’s UK actions would not be appropriate under these circumstances. The Commission has
never delayed its remedial orders or investigation due to copending FRAND litigation. There is

no reason to do so here.

IX. REMEDY AND BONDING

A. Limited Exclusion Order

Ericsson has asked the Commission to issue a permanent limited exclusion order pursuant
to 19 U.S.C. § 1337(d)(2), excluding from entry into the United States Lenovo’s products that

infringe one or more asserted claims of the Asserted Patents. Section 337(d)(2) provides that if a
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violation of section 337 is found, the Commission shall issue a limited exclusion order directed
to the articles of named respondents to the investigation, unless special circumstances exist that
justify the imposition of a general exclusion order. 19 U.S.C. § 1337(d)(2); see Kyocera Wireless
Corp. v. International Trade Comm’n, 545 F.3d 1340 (Fed. Cir. 2008). Accordingly, the Staff
expects the evidence to establish that a limited exclusion order will be appropriate in this
investigation if a violation of section 337 is found.

Lenovo also requests to be permitted to provide warranty-based maintenance and service
for the accused products but does not cite to any evidence in its brief. RBr. at 154. There does
not appear to be any evidence in the record that would substantiate the necessity of a warranty
exception. '?

Furthermore, the Staff believes that a standard certification provision is appropriate,
particularly if the exclusion order includes the requested service, warranty, repair, and
replacement products exception. See, e.g., Certain Digital Televisions & Certain Prods.
Containing Same & Methods of Using Same, Inv. No. 337-TA-617, Comm. Op. at 11-12 (Apr.
23, 2009). In addition, the Commission now includes a certification provision in every exclusion
order because it is something that “CBP typically requests.” Certain Road Construction
Machines & Components Thereof, Inv. No. 337-TA-1088, Comm. Op. at 50 (July 15, 2019);
Certain Composite Aerogel Insulation Materials and Methods for Manufacturing the Same, Inv.
No. 337-TA-1003, Comm’n Op. at 62 (Feb. 22, 2018) (explaining that complainant’s request to
depart from standard certification provision was “contrary to the Commission’s standard practice

for the past several years to include certification provisions in exclusion orders to aid CBP”).

12 Should Lenovo cite to or submit evidence showing the necessity of a warranty exception, the
Staff reserves the right to consider that evidence.
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B. Cease and Desist Orders

Ericsson has requested a cease and desist order pursuant to 19 U.S.C. § 1337(f)(1)
“directing Lenovo to cease and desist from selling for importation into the United States,
importing, selling after importation into the United States, offering for sale, marketing,
advertising, demonstrating, sampling, warehousing inventory for distribution, offering for sale,
selling, distributing, licensing, testing, providing technical support, use, or other related
commercial activity involving imported Accused Products that infringe one or more of the
Asserted Claims of Ericsson’s Asserted Patents[.]” Complaint at 9 6.

The evidence shows that CDOs are appropriate in this investigation at least as to the
domestic respondents, which are Motorola Mobility LLC and Lenovo (United States), Inc.
“[Clease and desist orders are warranted with respect to domestic respondents that maintain
commercially significant U.S. inventories of the infringing product.” Certain Agricultural Tractors,
Inv. No. 337-TA-380, Comm’n Op. at 31, USITC Pub. 3026 (Mar. 1997); see also Certain
Cigarettes, Inv. No. 337-TA-424, Comm’n Op. at 10, USITC Pub. 3366 (Nov. 2000). Lenovo
maintains an inventory within the United States that includes the accused products in this
investigation. JX-0021C (Joint Stipulation Regarding Importation and Inventory) § 8 and
Appendix C. As of _, it maintained a U.S. inventory of approximately-
of the products identified above. Id. at 9. In the Staff’s view, this level of inventory is
“significant in absolute terms[.]” See, e.g., Certain Flash Memory Circuits and Products
Containing Same, Inv. No. 337-TA-382, USITC Pub. No. 3046, Comm’n Op. at 25 (July 1997)
(“Samsung’s inventory nonetheless remains commercially significant in absolute terms, which is
sufficient to justify issuance of a cease and desist order”). Lenovo does not dispute it maintains a

commercially significant inventory. JX-0021C at § 9.
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C. Bonding

If the Commission enters an exclusion order in this investigation, affected articles shall
still be entitled to entry and sale under bond during the 60-day Presidential review period. The
amount of such bond must “be sufficient to protect the complainant from any injury.” 19 U.S.C.
§ 1337(j)(3); see also 19 C.F.R. § 210.50(a)(3). “The Commission has set bond amounts based
on the price difference between the infringing imports and the domestic industry products or on a
reasonable royalty applicable to the infringing products.” Certain Non-Volatile Memory Devices
and Products Containing the Same, Inv. No. 337-TA-1046, Comm’n Op., at 67 (Oct. 26, 2018)
(EDIS Doc. ID 659979).

Ericsson contends that a FRAND royalty rate, in the amount of its offer on October 11,
2023, is an appropriate bond. Ericsson has not met its burden of showing that it is entitled to a
bond rate commensurate with its proposed FRAND offer to Lenovo. Certain Coenzyme QJO
Prods. and Methods of Making Same, Inv. No. 337-TA-790, Initial and Recommended
Determination (Sept. 27, 2012) (recommending Commission not impose a bond because
complainant failed in its burden to demonstrate the appropriate bond amount); Certain Mobile
Tels. and Wireless Comm’n Devices Featuring Dig. Cameras, and Components Thereof, Inv. No.
337-TA-703, Recommended Determination (Jan. 24, 2011) (recommending no bond because
complainant did not meet its burden in providing evidence on the necessity of a bond). Ericsson
has not shown that the bond that it proposes is reflective of any injury that Ericsson may incur.
The evidence shows that Ericsson does not make any products that compete with Lenovo’s
products. Therefore, if the ALJ finds a violation, the Staff recommends a bond of zero percent of

entered value during the Presidential review period.
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X. CONCLUSION
For the foregoing reasons, the Staff expects the evidence to show that a violation of
Section 337 has occurred.

e alimited exclusion order would be appropriate if a violation of section 337 is
found;

e cease and desist orders directed to Motorola Mobility LLC and Lenovo
(United States), Inc. should issue if a violation of section 337 is found;

e abond rate of a zero percent of entered value would be appropriate during the
Presidential review period; and

e the public interest will not be adversely affected if a remedy is imposed in this
investigation.
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