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Unified Patents, 
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Iron, LLC
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In the Matter of 
John M. 
Caracappa, 
Proceeding No. 
D2014-02

Public 
reprimand
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“Mr. Caracappa authorized and approved of the acts of his co-
counsel, an associate attorney whom he supervised, in sending an 
email to the Patent Trial and Appeal Board which contained 
statements explaining a mathematical error contained in Patent 
Owner’s preliminary response in a case pending before the Board, 
without sending a copy of the email to opposing counsel. The Board 
subsequently issued an Order finding the email to be an improper ex 
parte communication, and noting that the ‘Board appreciate and 
accepts Nissan’s statement that it did not intend to have an 
improper ex parte communication with the Judge.’ This conduct 
violated 37 CFR 42.5(d)… Ex parte contact with the Board is 
prohibited except under extremely limited circumstances as 
specifically set forth in the Board’s rules.”

* * * * * * * * * 
37 CFR 42.5(d):  “Ex parte communications. Communication regarding a 
specific proceeding with a Board member defined in 35 U.S.C. 6(a) is not 
permitted unless both parties have an opportunity to be involved in the 
communication.”
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Facebook, Inc. v. 
Sound View 
Innovation, 
IPR2017-00998, 
paper 13
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“Perhaps even more troubling, Petitioner chose not to inform us in 
its Petitions that it simultaneously was arguing a different 
treatment of the terms of claim 19 before the district court. In its 
Petitions, Petitioner merely informs us that ‘[a]s of the date of this 
Petition, no claim construction ruling [by the district court] has 
occurred.’ This statement was accurate in so far as it went, but it 
did not inform the panel that Petitioner had taken a very different 
claim construction position before the district court, it did not 
inform the panel that the different position was then under 
consideration by the district court, nor did it explain the reason for 
Petitioner’s change of heart regarding the presence of means-
plus-function terms in claim 19. Instead, Petitioner left it to Patent 
Owner to advise us of Petitioner’s differing claim construction 
arguments to the district court and of the district court’s ultimate 
rulings. At the very least, Petitioner’s failure to inform us of its 
differing claim construction arguments before the district court 
raises the specter of lack of candor.”



Orthopediatrics
Corp. v. K2M,
Inc., IPR2018-
01548, paper 9
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“Petitioner’s failure to provide a claim construction is, in this 
instance, further compounded by the fact that Petitioner takes an 
inconsistent position before the District Court, and the key 
limitations at issue have also tentatively been construed by the 
District Court as requested by Petitioner in that proceeding… 
Keeping in mind that Petitioner has the burden to show a 
reasonable likelihood of prevailing in showing that at least one 
claim is unpatentable, it is incumbent upon Petitioner to address 
substantively the District Court’s claim construction of a limitation 
when construction of that limitation is likely to be a focal point of 
the inter partes review proceeding. By failing to reconcile its 
proffered claim construction here with its very different 
construction proffered in District Court– which the District Court 
agreed with– Petitioner fails to satisfy this burden.”
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