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INTRODUCTION 

Pursuant to Federal Rule of Appellate Procedure 27 and Federal 

Circuit Rule 27(j), Appellant New Vision Gaming & Development Inc. 

(“New Vision”) hereby moves for reconsideration of the Court’s remand 

order of December 3, 2021.  See Dkt. No. 110.  The motion asks the Court 

to reconsider the remand order in view of recent information, to consider 

the impact of certain changing guidance (set forth as, for example, 

webpages and a webinar) by the U.S. Patent and Trademark Office 

(“PTO”), and to modify the remand order so that it instructs the PTO to 

implement an Arthrex-based Director review consistent with the legal 

requirements under the Administrative Procedure Act and other 

applicable statutes.  

In particular, New Vision respectfully requests that, if the Court 

continues with the remand of this case to the PTO, then the Court should 

require the PTO to proceed with New Vision’s request for Director review 

as follows: (a) apply proper rules and guidance through any necessary 

rulemaking procedures for New Vision’s request for Director review;  

(b) to the extent applicable, identify any PTO officials or employees who 

are involved in and substantively contribute to the review of and decision 
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on New Vision’s request for Director review or who are part of the 

“advisory committee,” as noted below; (c) instruct the PTO to provide 

reasons or bases for its decision of New Vision’s request for Director 

review, see 5 U.S.C. § 557(c); and (d) stay any review of New Vision’s 

request for Director review until the U.S. Senate confirms a new PTO 

Director. 

Prior to filing the motion, New Vision sought the consent of 

Appellee SG Gaming, Inc. (“SG Gaming”) and Intervenor PTO.  

SG Gaming and the PTO oppose the motion.   

I. Background 

A. Procedural History and the Current Remand Order 

This consolidated appeal arises from two Covered Business Method 

Reviews (“CBMs”) before the Patent Trial and Appeal Board at the U.S. 

Patent and Trademark Office (“PTO”).  The appeal was argued before the 

panel on April 2, 2021.  The panel issued its opinion on May 13, 2021, 

which vacated the PTAB’s decision and remanded for further proceedings 

consistent with the Court’s now-vacated decision in Arthrex, Inc. v. Smith 

& Nephew, Inc., 941 F.3d 1320 (Fed. Cir. 2019).   
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After the panel opinion issued, the Supreme Court decided United 

States v. Arthrex, Inc., 141 S. Ct. 1970 (June 21, 2021).  The Supreme 

Court’s ruling implicated the outcome here, so this Court asked for 

supplemental briefing.  See Dkt. No. 102.  The June 23 order asked the 

parties that raised an Appointments Clause challenge to “explain[] how 

they believe their cases should proceed in light of Arthrex.”  Dkt. No. 65, 

at 2.  The parties submitted supplemental briefing in July 2021.  Dkt. 

Nos. 104, 105, 106.   

On December 3, 2021, the Court issued its remand order in this 

case.  Dkt. No. 110.  The order vacated the May 13, 2021, opinion and 

judgment, and the case was remanded “for the limited purpose of 

allowing appellant the opportunity to request Director rehearing of the 

final written decisions.”  Id.  The Court retained jurisdiction over the 

appeal and set forth certain deadlines for complying with the order.  Id. 

B. The PTO’s Changing Procedures for Addressing 
Arthrex-Based Remands 

In light of the Supreme Court’s decision in Arthrex, the Court has 

remanded numerous cases to the PTO, and the PTO has attempted to 

implement rules and procedures for addressing those remanded cases.  
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There has been a fair amount of criticism directed to the PTO’s handling 

of the Arthrex-based remands.   

The PTO has not properly implemented any rules, pursuant to the 

notice-and-comment process, governing the Director-review proceedings.  

In the approximately six months since the Supreme Court’s Arthrex 

decision, the PTO has not published any notices of proposed rulemaking 

in the Federal Register concerning its procedures for implementing the 

Arthrex-based Director review.  Declaration of David E. Boundy (“Boundy 

Decl.”) ¶¶ 3–6.  Nor has the PTO implemented other aspects of typical 

agency rulemaking that conform to APA requirements or standards.  See 

infra; see generally Todd Garvey, A Brief Overview of Rulemaking and 

Judicial Review, Congressional Research Service (Mar. 27, 2017).1 

Rather than the typical rulemaking procedures, the PTO used a 

different approach: a web page of questions and answers (“Q&A’s”), and 

a webinar by the PTAB’s Chief APJ, Deputy Chief APJ, and Vice Chief 

 
1 https://sgp.fas.org/crs/misc/R41546.pdf.  
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APJ.  Ex. B.2  The PTO has changed the Q&A webpage frequently since 

it was created.  Boundy Decl. ¶¶ 7–12; Exs. B–D.  

C. The PTO Has Consistently Denied Remand Requests 
Using the Same Boilerplate Language 

The outcomes of Arthrex-based remands add further reason to be 

concerned.  As of December 15, the PTO has issued 86 decisions on 

requests for Director review.  Boundy Decl. ¶¶ 13–20; Ex. F.  With two 

exceptions, all decisions deny review with no reasoning.  Boundy Decl. 

¶¶ 13–20; Ex. F.  The apparent consistent denial of rehearing requests is 

confirming what some predicted might happen: That “the Acting Director 

may be inclined to deny all requests for rehearing, in effect rubber 

stamping the APJs final determinations.”3 

Every decision denying review of a request for Director review is 

essentially identical.  The following snapshot is typical of the Director 

denials: 

 
2 The cited exhibits are included as attachments to the Boundy 
Declaration. 
3 See, e.g., Porter Hedges, United States v. Arthrex: Power Given To 
PTAB Patent Judges “Incompatible” With Their Appointment (June 25, 
2021), at https://www.jdsupra.com/legalnews/united-states-v-arthrex-
power-given-to-7664884/. 
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Ex. F; see also Boundy Decl. ¶¶ 18–19.  

Additionally, the denials in the 86 proceedings do not identify the 

individual or individuals who were the actual decisionmakers.  Boundy 

Decl. ¶ 20; Ex. F.  The denials are unsigned, so it is unclear who the 

actual decisionmaker is or if there were multiple individuals involved in 

denying the request for Director review.  All of the denials use essentially 

the same wording—“The request was referred to Mr. Hirshfeld,”—but no 

decision reveals the actual decisionmaker.  Boundy Decl. ¶¶ 18–19; Ex. F.  

Rather than indicate who denied the request for Director review, the only 

suggestion is from the PTO’s Q&A webpage, which cryptically states that 

“[r]equests for Director review will be evaluated by an advisory committee 

established by the Director.”  Ex. B (emphasis added); Boundy Decl. ¶¶ 

12(g).  The Q&A webpage does not specify who is on the “advisory 

committee.”  Ex. B.  All it provides is that the advisory committee may be 
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drawn from “various [PTO] business units” such as the “Office of Policy 

and International Affairs.”  Id.   

No denial of a request for Director review yet contains any 

statement of reasons explaining why the request was denied.  Boundy 

Decl. ¶¶ 16–20; Ex. F.  No denial acknowledges the possibility of a close 

case requiring closer scrutiny or elaboration.  Boundy Decl. ¶¶ 16–20; 

Ex. F.  And only two decisions granted review and modify the PTAB’s 

final written decision.  Boundy Decl. ¶ 16; Ex. F. 

ARGUMENT 

I. If Remand Is Ordered, The PTO Should Be Required To 
Issue Proper Rules, Not A Changing Webpage And A 
Webinar Video, For The Arthrex Remand Process 

New Vision is not necessarily averse to having the case remanded, 

as it is one possible outcome New Vision originally sought on appeal.  The 

primary concern now stems from the recent developments and new 

information, detailed above, and how the PTO has chosen not to 

implement proper rulemaking procedures. 

Rulemaking for the CBM process is governed by 35 U.S.C. 

§ 326(a)(4): “The Director shall prescribe regulations . . . governing 

[proceedings].”  See also Facebook, Inc. v. Windy City Innovations, LLC, 
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973 F.3d 1321, 1350 (Fed. Cir. 2020) (additional views of unanimous 

panel) (explaining that the PTO Director must “prescribe regulations” in 

order to promulgate rules); Aqua Prods., Inc. v. Matal, 872 F.3d 1290, 

1331 (Fed. Cir. 2017) (Moore, J., concurring) (“It is not for courts to second 

guess Congress’ decision that the Director must effect such rulemaking 

through regulation.”). 

Proper rulemaking is important.  This Court’s workload, the 

stability of the PTAB’s rulings, and the fair treatment of parties all 

require that the PTO follow the law.  If an agency’s underlying 

rulemaking is defective, adjudications based thereon are subject to 

collateral attack.  See 5 U.S.C. § 704; id. § 706(2)(D); Kooritzky v. Reich, 

17 F.3d 1509, 1514 (D.C. Cir. 1994) (holding agency violated § 553 where 

proposed rulemaking “contain[ed] nothing, not the merest hint, to 

suggest” that it would amend a regulation).   

Under the PTO’s current scheme, there is no question that the PTO 

has not complied with its rulemaking obligations to ensure the proper 

procedures for implementing Director-review per Arthrex.  A changing 

website and webinar video are not proper rulemaking, and the PTO’s 

current approach is a far cry from its correct approach when it first 
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implemented CBM reviews pursuant to the America Invents Act.  See 

Changes to Implement Transitional Program for Covered Business 

Method Patents, 77 Fed. Reg. 7080, 7081 (Feb. 10, 2012) (“The purpose 

.  .  . is to establish a more efficient and streamlined patent system that 

will improve patent quality and limit unnecessary and counterproductive 

litigation costs.”).  The PTO knows how to properly implement the rules 

and procedures governing AIA proceedings, when it wants to do so. 

Further, any rule which an agency intends to have binding effect 

must be published in the Federal Register.  5 U.S.C. § 552(a)(1)(C) (“Each 

agency shall separately state and currently publish in the Federal 

Register for the guidance of the public . . . rules of procedure, descriptions 

of forms available or the places at which forms may be obtained, and 

instructions as to the scope and contents of all papers, reports, or 

examinations[.]”); id. § 552(a)(1)(E) (same requirement for “each 

amendment, revision, or repeal of the foregoing”).  Without that 

publication, the rule may be unenforceable.  Id.  § 552(a)(1).  The PTO 

has not published any such notice relating to Arthrex-based Director 

review.  Boundy Decl. ¶¶ 3–6; Ex. A. 
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Another problem with the PTO’s current ad hoc approach is that it 

overlooks requirements of the Paperwork Reduction Act.  That Act 

requires a notice-and-comment period that generally tracks the APA’s, 

followed by a filing with and subsequent clearance by the Office of 

Management and Budget.  See 44 U.S.C. § 3507; 5 C.F.R. § 1320.3(c)(4)(i) 

(applying the Paperwork Reduction Act to any “rule of general 

applicability”); 5 C.F.R. § 1320.8 (procedural roadmap for agency 

compliance).  If an agency fails to follow the procedures required by the 

Paperwork Act, the agency’s decision may be voidable, at least insofar as 

the agency’s decision rests on the agency’s sub-statutory law.  44 U.S.C. 

§ 3512; Center for Auto Safety v. Nat’l Highway Traffic Safety Admin., 

244 F.3d 144, 148–49 (D.C. Cir. 2001) (limiting a decision of NHTSA 

because of Paperwork defects); United States v. Smith, 866 F.2d 1092, 

1096 (9th Cir. 1989) (permitting Paperwork Reduction Act issues to be 

raised anew even as late as appeal in a court of appeals). 

In short, for its Arthrex-based Director review process, the PTO has 

yet to comply with the applicable requirements of APA or the Paperwork 

Reduction Act.  As such, the remand process is operating under a set of 
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rules that are promulgated “without observance of procedure required by 

law.”  5 U.S.C. § 706(2)(D). 

Any remand should order the PTO to comply with the requirements 

of 35 U.S.C. § 326(a)(4), 5 U.S.C. §§ 552(a)(1)(C) and 553, 44 U.S.C. 

§ 3507, and 5 C.F.R. Part 1320.  The APA offers a well-paved road that 

works well and that other federal agencies routinely follow.  For New 

Vision’s request for Director review under Arthrex, the Director could, for 

example, promulgate an interim rule in the Federal Register, pursuant 

to 5 U.S.C. § 553(d)(3), and then later undertake notice-and-comment 

rulemaking.  At the very least, Federal Register publication gives the 

public a reference standard that does not change on a monthly basis.  The 

procedural requirements of the APA and Paperwork Reduction Act 

ensure that an agency’s procedures are reasonable for both the public and 

the agency. 

II. The PTO Cannot Use An Anonymous “Advisory Committee” 
For Deciding Requests For Director Review 

Another troubling concern with the PTO’s Q&A-based procedure is 

that it apparently authorizes a so-called “advisory committee” of 

unknown members to advise on the Director review.  Boundy Decl. 

¶ 12(g); Ex. B.  Using an anonymous “advisory committee” violates due 
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process and undermines Congress’s intent that AIA reviews are 

completed by technically skilled administrative patent judges.  See 35 

U.S.C. § 6 (“The administrative patent judges shall be persons of 

competent legal knowledge and scientific ability . . . .”).   

From a due process perspective, we should be long past the days of 

anonymous panels of unknown government employees—particularly 

when those employees are making important decisions concerning 

property rights.  See In re Oliver, 333 U.S. 257, 266–71 (1948).  But yet 

here we are, with an anonymous “advisory committee” fashioned out of 

whole cloth to play a significant—and perhaps dispositive—role in 

reviewing the PTAB’s decisions.  Given the PTO’s Q&A-based rules and 

the anonymous “advisory committee,” there is no effective means for a 

patent owner, a petitioner, or even this Court to assess whether the 

members of this so-called “advisory committee” comply with the APA’s 

protections against conflicts of interest, partiality, and ex parte 

communications.  This process, without at least some transparency, does 

not comport with due process. 

Moreover, the Appointments Clause requires that reviews be 

conducted by persons other than those who made the decision under 
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review.  See Lucia v. SEC, 138 S. Ct. 2044, 2055 (2018) (“To cure the 

constitutional error, another ALJ (or the Commission itself) must hold 

the new hearing to which Lucia is entitled.”).  Thus, without any 

information about the composition of the “advisory committee,” this 

Court is left in the dark about the agency’s compliance with the law.4   

In short, the PTO’s chosen path raises the very concerns that New 

Vision identified in its supplemental brief to the Court: 

Lastly, it is also not clear how the PTO will implement 
new procedures and comply with any necessary rulemaking 
requirements to avoid further potential problems, such as 
ensuring no conflicts of interest, ensuring impartiality, and 
avoiding ex parte communications.  Patent owners and patent 
challengers alike ought to have confidence in the system.  
Without transparency, there will be no confidence.   

Dkt. No. 104, at 10.  These concerns—seemingly ignored by the PTO and 

exacerbated in recent months by the agency’s changing and opaque 

“rules”—warrant careful consideration before remanding this case.  If the 

case is remanded, this Court ought to impose obligations on the PTO to 

implement the necessary procedural safeguards as set forth herein.   

 
4 Indeed, the PTO’s Q&A states that the “advisory committee” may be 
drawn from the PTAB itself.  For all the PTO has told the public, the 
panel of the “review committee” might be the same three APJs whose 
decision is nominally under review.   
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III. A Decision On Director Review Requires “Findings And 
Conclusions, And The Reasons Or Basis Therefor,” Not A 
Boilerplate, Two-Sentence Order 

The PTO’s cursory decisions being issued in Director reviews do not 

comport with the APA.  Any remand order must include an instruction to 

the PTO to provide reasons or bases for its decision of New Vision’s 

request for Director review.  See 5 U.S.C. § 557(c).  Alternatively, the 

Court can stay the remand until the PTO has taken the necessary steps 

to ensure compliance with the APA. 

As this Court has recognized, CBM reviews (like IPRs and PGRs) 

are “formal adjudication” proceedings under the APA. Dell Inc. v. 

Acceleron, LLC, 818 F.3d 1293, 1301 (Fed. Cir. 2016) (explaining how 

5 U.S.C. §§ 554, 556, and 557 apply to AIA proceedings).  The APA 

governs decisions on “agency review of the decision of subordinate 

employees,” 5 U.S.C. § 557(b), and requires a “ruling on each . . . exception 

presented,” and requires that such “decisions . . . include a statement of… 

findings and conclusions, and the reasons or basis therefor, on all the 

material issues of fact, law, or discretion presented on the record,” id. 

§ 557(c).  
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The APA also sets minimum standards for adjudicatory decisions 

and requires sufficient explanation to avoid being “arbitrary and 

capricious.”  5 U.S.C. § 555(e); id. § 706(2)(A); Motor Vehicle Mfrs. Ass’n 

of U.S., Inc. v. State Farm Mut. Auto. Ins. Co., 463 U.S. 29, 43 (1983) 

(“[T]he agency must examine the relevant data and articulate a 

satisfactory explanation for its action including a rational connection 

between the facts found and the choice made.” (quotation omitted)).  An 

agency’s failure to explain its decision is a paradigmatic example of 

“arbitrary and capricious” decisionmaking, and courts routinely vacate 

such decisions lacking a sufficient explanation of the agency’s rationale.  

See, e.g., In re Lee, 277 F.3d 1338, 1342 (Fed. Cir. 2002) (“For judicial 

review to be meaningfully achieved within these strictures, the agency 

tribunal must present a full and reasoned explanation of its decision.”). 

Even when affirming the PTAB, the Director must give some 

explanation for the decision (with an obvious exception for “self-

explanatory” denials that “fully inform” the party making the request).  

Cf. Roelofs v. Sec’y of the Air Force, 628 F.2d 594, 601 (D.C. Cir. 1980).  

For Director reviews of AIA proceedings, most issues will be complex 

enough that few denials can be “self-explanatory.”  Notably, Roelofs 
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concerns “informal adjudication” under 5 U.S.C. § 557(c), and the 

standard to explain under § 557(c) is lower than in formal adjudications.    

The PTO’s 84 denials of requests for Director review do not even meet 

that lower requirement to explain the agency’s decision.  And of course, 

even discretionary action must be sufficiently explained to avoid being 

“arbitrary and capricious.”  Dep’t of Homeland Sec. v. Regents of the Univ. 

of Cal., 140 S. Ct. 1891, 1904–05 (2020) (observing that the APA “requires 

agencies to engage in reasoned decisionmaking, and directs that agency 

actions be set aside if they are arbitrary or capricious” (internal quotation 

marks and citation omitted)); AFL-CIO v. NLRB, 471 F. Supp. 3d 228, 

238 (D.D.C. 2020) (explaining that “‘a board composed of public officials’ 

may not make discretionary decisions in an ‘arbitrary or capricious’ way 

or ‘for undisclosed reasons,’ for doing so ‘violate[s] the fundamental 

principles of justice and due process of law’” (quoting Goldsmith v. 

Clabaugh, 6 F.2d 94, 96 (D.C. Cir. 1925))). 

Accordingly, if the Court orders remand after consideration of this 

motion, New Vision submits that the PTO should be ordered to comply 

with the requirements of 5 U.S.C. § 557(b) and (c) when it considers New 

Vision’s request for Director review pursuant to Arthrex. 
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IV. Significant Questions Remain About How The PTO Can 
Lawfully Implement The Arthrex Decision Under Current 
Circumstances 

Other problems remain.  First, Arthrex requires a review by the 

PTO Director or Acting Director.  Arthrex, 141 S. Ct. at 1986.  The PTO 

has no current Director or Acting Director, however.  Instead, Drew 

Hirshfeld is identified as “performing the functions and duties of the 

Under Secretary of Commerce for Intellectual Property and Director” of 

the PTO.5  He is the Commissioner of Patents, not the Director or the 

Acting Director.  For Commissioner Hirshfeld to ostensibly make the 

decisions seems to only repeat the constitutional problems the Supreme 

Court recognized in Arthrex. 

Second, the PTO’s decision to employ Commissioner Hirshfeld in 

place of a Director or Acting Director raises fundamental questions under 

the Federal Vacancies Reform Act (“FVRA”) of 1998.  See 5 U.S.C. 

§ 3345(a)(3); see also LM-M v. Cuccinelli, 442 F. Supp. 3d 1, 36 (D.D.C. 

2020) (holding that rules promulgated under a “functions and duties” 

interim officer cannot be enforced until a Senate-confirmed officer is 

 
5 U.S. Patent & Trademark Office, Drew Hirshfeld 
https://www.uspto.gov/initiatives/expanding-innovation/national-
council-expanding-innovation/drew-hirshfeld (last visited Dec. 17, 2021). 
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inaugurated); Guedes v. Bureau of Alcohol, Tobacco, Firearms, 920 F.3d 

1, 11 (D.C. Cir. 2019) (discussing requirements of Vacancies Reform Act); 

NLRB v. SW Gen., Inc., 137 S. Ct. 929, 938 (2017) (“Subsection (b)(1) of 

the FVRA prevents a person who has been nominated for a vacant PAS 

office from performing the duties of that office in an acting capacity.”).6  

For these reasons, if remand is ordered, the PTO should stay any 

action on New Vision’s request for Director review until a new PTO 

Director is confirmed.  The President has nominated a well-qualified 

individual for the Director position, and the Senate may confirm the 

nomination in short order. 

V. Conclusion 

For the foregoing reasons, if the Court continues with the remand 

of this case to the PTO, then the Court should require the PTO to proceed 

with New Vision’s request for Director review as follows: (a) apply proper 

rules and guidance through any necessary rulemaking procedures for 

New Vision’s request for Director review;  (b) to the extent applicable, 

identify any PTO officials and employees who are involved in and 

 
6 A “PAS office” is an office requiring Presidential appointment and 
Senate confirmation. 
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substantively contribute to the review of and decision on New Vision’s 

request for Director review or who are part of the “advisory committee,” 

as noted below; (c) instruct the PTO to provide reasons or bases for its 

decision of New Vision’s request for Director review, see 5 U.S.C. § 557(c); 

and (d) stay any review of New Vision’s request for Director review until 

the U.S. Senate confirms a new PTO Director. 

 

Date: December 17, 2021 
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DECLARATION 

I, David E. Boundy, state and declare as follows: 

1. I am an attorney admitted in the state courts of 

Massachusetts and New York, and several federal courts including the 

U.S. Court of Appeals for the Federal Circuit. 

2. I have personal knowledge of the statements made herein and 

can attest to the accuracy thereof. 

3. As part of my professional activities, I monitor the Federal 

Register web site regularly, at least weekly. 

4. While I have been monitoring the Federal Register, I have not 

identified any notice from the U.S. Patent and Trademark Office relating 

to its implementation of Arthrex Director review. 

5. On December 15, 2021, I performed two follow-up searches to 

identify any Federal Register notices that include the following search 

terms: (1) “patent and trademark” AND Arthrex; and (2) “patent and 

trademark” AND “director review.”  The searches of the Federal Register 

can be performed at the following URL: 

https://www.federalregister.gov/documents/search. 

6. My searches yielded only five hits, all before June 2021, and 

all of which are irrelevant to the Arthrex Director review.   A true and 

correct copy of the search results is attached as Exhibit A. 
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7. The Arthrex Q&A page (“Q&A Page”) is on the PTO’s website 

at the following URL: https://www.uspto.gov/patents/patent-trial-and-

appeal-board/procedures/arthrex-qas.  A true and correct copy of the 

current version of this page, printed on December 16, 2021, is attached 

as Exhibit B.  

8. The Q&A Page has an “updated” date at the top and bottom 

of the page.  The current version on the PTO’s web site has an “updated” 

date of December 4, 2021. 

9. In addition, I have reviewed the Internet Wayback Machine, 

which stores numerous versions of the Arthrex Q&A page between June 

29, 2021, and today.  A printout of the Internet Wayback Machine results 

for this webpage are provided as Exhibit C.  

10. Both the Wayback Machine timestamps (Exhibit C) and the 

“updated” dates at the top of the Q&A Pages (Exhibits B and D) agree 

that the Arthrex Q&A page was initially created on approximately June 

29, 2021, and updated on July 20, 2021, and on December 4, 2021. 

11. The December 4, 2021, version (from the PTO’s web site as of 

December 16, 2021) is attached as Exhibit B.  The versions from June 

and July (from the Wayback Machine) are attached as Exhibit D. 

12. Based on my review, from June 2021 to December 2021, the 

following parts of the Arthrex Q&A page have changed: 
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(a)  Answer A3 is changed to clarify the interaction of panel 

rehearing and Director rehearing. 

(b) Answers A6, A7, A8, and A9 are new.  Answer A6 discusses sua 

sponte Director review, a topic not considered in the original 

June version.   

(c) Answer A7 is new, it explains that circumstances exist in which 

the Director might consider new evidence or new arguments, but 

it gives no insight into what those circumstances might be or how 

to request  review based on new evidence or new arguments.   

(d) Answer A8 states page limits, a topic that was entirely absent 

from the June original Q&A.   

(e) Answer A9 states that the PTO will not entertain Director 

review requests for institution and ex parte appeal decisions, a 

topic not discussed in the June original Q&A.   

(f) In answer B2, the last sentence is added to explain that the 

deadline of 30 days to request review runs from any remand from 

a federal court. 

(g) Answers D1, D2, and D3 are new.  Answers D1 and D2 note the 

existence of the “advisory committee,” an element of the Director 

review process that was absent from the June original Q&A.   

(h)  Answer D3 explains that the Director may order review sua 

sponte, or on recommendation of the PTAB’s “internal 
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management review team that ensures all PTAB written 

decisions are reviewed.” 

13. I also searched for and compiled decisions on Director review 

at the PTO’s PTAB search page, https://developer.uspto.gov/ptab-

web/#/search/decisions, and on Westlaw.  Searching for “Director review” 

gave no useful result in either.  It appears that only a handful of Director 

review decisions have been included in the PTAB’s searchable database 

or in Westlaw.  

14. I also searched the private compilation of PTAB decisions 

maintained by Unified Patents, at the following link:  

https://portal.unifiedpatents.com/ptab/caselist.   I performed a search for: 

“request for Director review” OR “requests Director review.”  The results 

of that search are attached as Exhibit E. 

15. From my searches, I identified 86 proceedings in which a 

Director review decision had been issued between July and December 15, 

2021.  Some of the decisions covered multiple proceedings.  After 

removing duplicate orders (i.e., an order applicable to more than one AIA 

proceeding), I downloaded 45 decisions on requests for Director review 

that cover those 86 proceedings.  These 45 decisions are attached as 

Exhibit F. 
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16. Of the 86 proceedings involving a request for Director review 

under Arthrex, the request for Director review was granted only twice.  

These two are the last two decisions included in Exhibit F.   

17. Of the 84 decisions denying Director review, all are essentially 

identical.  The minor changes are limited to listing the proceeding 

number and/or singular or plural forms depending on whether the 

decisions cover a single or multiple proceedings.  Even the paper number 

for the request (Ex. 3100) is identical in the vast majority of the decisions 

denying review.  See Ex. F. 

18. Among the 84 denial decisions, there are only two variations 

in the second paragraph, depending on singular or plural: 

 

 

19. Among the 84 denial decisions, there are only three variations 

of the last paragraph: 
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20. Other than the designation “Before ANDREW HIRSHFELD, 

Commissioner for Patents” legend at the beginning of each decision, none 

of the decisions denying review includes the name of any decisionmaker 

or the signature of the PTO officials or employees involved in the review 

process. 

 

I declare under penalty of perjury that the foregoing is true and 

correct.  Executed on December 17, 2021. 

 
 
 
 

 
 

Respectfully submitted, 
 
  /David E. Boundy/    
David E. Boundy 
P.O. Box 590638 
Newton, MA   02459 
DavidBoundyEsq@gmail.com 
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Exhibit B 

PTO’s Arthrex Q&A pages, December 

update, from 

https://www.uspto.gov/patents/patent-

trial-and-appeal-

board/procedures/arthrex-qas (printed 

Dec. 16, 2021) 
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Arthrex �&As
The Arthrex �&As were updated on December �, ����, to add new question A� in response to questions and comments from stakeholders. The Office

expects to provide additional information and updates soon.

A. Effect of Arthrex on PTAB proceedings general

A�. �: How are PTAB proceedings impacted by Arthrex?

A: Arthrex provided the Director authority to review a PTAB final decision in an inter partes review by rehearing. $f initiated sua sponte by the Director, the

parties to the proceeding will be given notice and may be given an opportunity for briefing. Additionally, parties to a PTAB proceeding will be able to

request review. The Director’s review may address any issue, including issues of fact and issues of law, and will be de novo.

A�. �: What is the mechanism to request review by the Director?

A: As an interim measure, the mechanism to request review by the Director is similar to the current rehearing procedures under '( C.F.R. ,-.(.(d) and

Standard Operating Procedure -. Parties may request Director review of a final decision by concurrently (.) entering a Request for Rehearing by the Director

into PTAB E-E and (-) submitting a notification of the Request for Rehearing by the Director to the Office by email to

Director_PTABDecision_Review@uspto.gov (mailto:Director_PTABDecision_Review@uspto.gov), copying counsel for all parties by email. The filed Request

for Rehearing by the Director must satisfy the timing requirements of '( C.F.R. ,-.(.(d), i.e., filing within '3 days of the entry of a final written decision or a

decision granting rehearing by a PTAB panel. A timely Request for Rehearing by the Director will be considered a request for rehearing under '( C.F.R.

�3.'(b) and will reset the time for appeal or civil action as set forth in that rule.

A'. �: Can a party request both Director review and panel rehearing after issuance of a final written decision?

A: No, after a panel issues a final written decision in an inter partes review or a post-grant review, a party may request either Director review or rehearing by

the original PTAB panel, but may not request both. $f a party requests Director review, and that review is not granted, the party may not then request PTAB

panel rehearing. $f a party requests rehearing by the original PTAB panel and the panel denies rehearing, the party may not request Director review of that

decision. $n the event a panel grants rehearing, however, a party may request Director review of that panel decision following the same procedure described

above. $f a party requests both Director review and panel rehearing (either together, or in the alternative) of a final written decision or a decision granting

rehearing by a PTAB panel, the Office will treat such a request as a request for Director review.

A�. �: Will the USPTO provide more information about the Director review process?

A: Yes, the current process is envisioned as an interim procedure that may change based on input from the public and experience with conducting Director

reviews. More information and updates will be provided in the near term to facilitate transparency of the process.

A.. �: Will the USPTO seek public feedback on the Director review process?

A: Yes, the USPTO will seek feedback from the public on the Director review process, including after the Office provides additional information and updates

in the near term. $nformation on how to provide feedback on the interim procedure is below.

A0. �: When might the Director sua sponte initiate Director review? 

A: The Director has the option to sua sponte initiate Director review of any final written decision or corresponding decision on rehearing (whether denying

or granting rehearing) at any point before the filing of a notice of appeal under '( C.F.R. § �3.' or before the time for filing such a notice has passed.

A2. �: Can a party make new arguments or submit new evidence with a Request for Rehearing by the Director?

A: No, although the Director’s review will address any issue de novo, a request for Director review is not an opportunity for a party to make new arguments

or submit new evidence. However, the Director may choose to request additional briefing on identified issues, and, in appropriate circumstances, provide

the parties with an opportunity to submit new evidence. 

A4. �: Are there page limits for a Request for Rehearing by the Director?

A: Yes, the page limit for a Request for Rehearing by the Director is .< pages, similar to current page limits under '( C.F.R. ,-.-,(a)(.)(v).

A5. �: Can parties request Director review of decisions on institution and ex parte appeals decisions?

A: At this time, the Office does not accept requests for Director review of decisions on institution and ex parte appeals decisions; parties may only request

Director review of final written decisions issued in inter partes reviews and post-grant reviews.

B. Effect of Arthrex on ongoing PTAB proceedings

B�. �: When will a Request for Rehearing by the Director be considered timely?

A: The time for filing a request for rehearing is set forth in '( C.F.R. § ,-.(.(d) and requires a party to request rehearing within '3 days of the entry of a final

written decision. Those same time requirements apply to the filing of a Request for Rehearing by the Director.

B�. �: Will the USPTO accept a late-filed Request for Rehearing by the Director?

A: As a general matter, the Director will not consider untimely requests for rehearing of decisions. However, the Director may choose to extend the

rehearing deadline for good cause if a party requests such an extension before the due date for a request for rehearing. Parties whose deadline for

Arthrex Q&As | USPTO https://www.uspto.gov/patents/patent-trial-and-appeal-board/procedures/...
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requesting rehearing had expired at the time the Arthrex decision issued may request a waiver of the deadline, so long as they request the waiver before the

due date for filing a notice of appeal under '( C.F.R. § �3.'. A request for Director review in a case where a decision has been remanded to the USPTO by a

federal court for further proceedings consistent with Arthrex will be considered timely if the party requests Director review within '3 days of the remand

order.

B'. �: Will the Precedential Opinion Panel (POP) process remain in effect?

A: Yes, the POP process is unchanged at this time. However, the Office will be reviewing the POP process in view of the Director review process and

welcomes public suggestions regarding potential changes.

B�. �: May third parties request Director review of a particular case?

A: No, third parties may not request Director review of a particular case.

B.. �: May third parties submit comments concerning Director review of a particular

case?

A: At this time, third parties may not submit comments concerning Director review of a particular case unless such participation is requested by the

Director. 

C. For additional questions about Arthrex

C�. �: Will the USPTO charge a fee for a Request for Rehearing by the Director?

A: During implementation of the interim procedure, the USPTO will not charge a fee for a Request for Rehearing by the Director. The USPTO will consider

whether to charge a fee for such requests in the future.

C�. �: ;f a party has additional questions regarding the implications of Arthrex for a specific proceeding, what should the party do?

A: Submit case-specific questions (e.g., request a call with the Board) via email to Trials@uspto.gov (mailto:Trials@uspto.gov).

C'. �: ;f a member of the public has a general question regarding Arthrex, but does not

have a case pending before the Board, what should they do?

A: Submit general Arthrex-related questions via email to Trials@uspto.gov (mailto:Trials@uspto.gov).

C�. �: ;f a member of the public has a suggestion about the Director review process, what

should they do?

A: Submit Director review suggestions via email to Director_Review_Suggestions@uspto.gov (mailto:Director_Review_Suggestions@uspto.gov).

D. &nterim internal process for Director review

D�. �: What happens to a Director review request when it is received by the USPTO? 

A: Requests for Director review will be evaluated by an advisory committee established by the Director. That committee will advise the Director on whether

decisions merit review. The advisory committee will include members from various business units within the Office, such as the Office of the Under

Secretary, the PTAB, the Office of the Commissioner for Patents, the Office of the General Counsel, and the Office of Policy and $nternational Affairs. The

Director will determine whether review will be granted or denied.

D�. �: What criteria does the advisory committee use when evaluating Director review requests?

A: Although there is no exclusive list of criteria, decisions may warrant review if they include, for example, material errors of fact or law, matters that the

Board misapprehended or overlooked, novel issues of law or policy, issues on which Board panel decisions are split, issues of particular importance to the

Office or patent community, or inconsistencies with Office procedures, guidance, or decisions.

D'. �: How will the Director identify decisions for sua sponte Director Review?

A: Even if a party does not request Director review, the Director may choose to conduct a sua sponte Director review of any final written decision or

corresponding decision on rehearing (whether denying or granting rehearing). The PTAB has an internal management review team that ensures all PTAB

final written decisions are reviewed using many of the same criteria noted above. The internal management review team will alert the Director to decisions

that may warrant Director review.
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Exhibit C 

Wayback Machine display of capture d 

versions of Arthrex Q&A pages, from 

https://web.archive.org/web/*/https://w

ww.uspto.gov/patents/patent-trial-

and-appeal-board/procedures/arthrex-

qas 
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Exhibit D 

Back versions of Arthrex Q&A page, from 

June 2021 and July 2021, as recovered 

from the Wayback Machine 
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The Wayback Machine - https://web.archive.org/web/������������� /https://www.uspto.gov/patents/patent-trial-and-appeal-board/procedures/arthrex-qas

Arthrex '&As
The Arthrex �&As were updated on July ��, ����, to add new questions A)–A  and D�–D� and modify questions A�, A�, and B� for clarity in response

to questions and comments from stakeholders. The Office expects to provide additional information and updates soon.

A. Effect of Arthrex on PTAB proceedings general

A�. �: How are PTAB proceedings impacted by Arthrex?

A: Arthrex provided the Director authority to review a PTAB final decision in an inter partes review by rehearing. 2f initiated sua sponte by the Director, the

parties to the proceeding will be given notice and may be given an opportunity for briefing. Additionally, parties to a PTAB proceeding will be able to

request review. The Director’s review may address any issue, including issues of fact and issues of law, and will be de novo.

A�. �: What is the mechanism to request review by the Director?

A: As an interim measure, the mechanism to request review by the Director is similar to the current rehearing procedures under �� C.F.R. 7�.��(d) and

Standard Operating Procedure �. Parties may request Director review of a final decision by concurrently (�) entering a Request for Rehearing by the Director

into PTAB E�E and (�) submitting a notification of the Request for Rehearing by the Director to the Office by email to

Director_PTABDecision_Review@uspto.gov (https://web.archive.org/web/"#"$$$#%$$&'$(/mailto:Director_PTABDecision_Review@uspto.gov), copying

counsel for all parties by email. The filed Request for Rehearing by the Director must satisfy the timing requirements of �� C.F.R. 7�.��(d), i.e., filing within ��

days of the entry of a final written decision or a decision granting rehearing by a PTAB panel. A timely Request for Rehearing by the Director will be

considered a request for rehearing under �� C.F.R. ��.�(b) and will reset the time for appeal or civil action as set forth in that rule.

A(. �: Can a party request both Director review and panel rehearing after issuance of a final written decision?

A: No, after a panel issues a final written decision in an inter partes review or a post-grant review, a party may request either Director review or rehearing by

the original PTAB panel, but may not request both. 2f a party requests Director review, and that review is not granted, the party may not then request PTAB

panel rehearing. 2f a party requests rehearing by the original PTAB panel and the panel denies rehearing, the party may not request Director review of that

decision. 2n the event a panel grants rehearing, however, a party may request Director review of that panel decision following the same procedure described

above. 2f a party requests both Director review and panel rehearing (either together, or in the alternative) of a final written decision or a decision granting

rehearing by a PTAB panel, the Office will treat such a request as a request for Director review.

A+. �: Will the USPTO provide more information about the Director review process?

A: Yes, the current process is envisioned as an interim procedure that may change based on input from the public and experience with conducting Director

reviews. More information and updates will be provided in the near term to facilitate transparency of the process.

A/. �: Will the USPTO seek public feedback on the Director review process?

A: Yes, the USPTO will seek feedback from the public on the Director review process, including after the Office provides additional information and updates

in the near term. 2nformation on how to provide feedback on the interim procedure is below.

A1. �: When might the Director sua sponte initiate Director review? 

A: The Director has the option to sua sponte initiate Director review of any final written decision or corresponding decision on rehearing (whether denying

or granting rehearing) at any point before the filing of a notice of appeal under �� C.F.R. § ��.� or before the time for filing such a notice has passed.

A3. �: Can a party make new arguments or submit new evidence with a Request for Rehearing by the Director?

A: No, although the Director’s review will address any issue de novo, a request for Director review is not an opportunity for a party to make new arguments

or submit new evidence. However, the Director may choose to request additional briefing on identified issues, and, in appropriate circumstances, provide

the parties with an opportunity to submit new evidence. 

A5. �: Are there page limits for a Request for Rehearing by the Director?

A: Yes, the page limit for a Request for Rehearing by the Director is �B pages, similar to current page limits under �� C.F.R. 7�.�7(a)(�)(v).

B. Effect of Arthrex on ongoing PTAB proceedings

B�. �: When will a Request for Rehearing by the Director be considered timely?

A: The time for filing a request for rehearing is set forth in �� C.F.R. § 7�.��(d) and requires a party to request rehearing within �� days of the entry of a final

written decision. Those same time requirements apply to the filing of a Request for Rehearing by the Director.

B�. �: Will the USPTO accept a late-filed Request for Rehearing by the Director?

A: As a general matter, the Director will not consider untimely requests for rehearing of decisions. However, the Director may choose to extend the

rehearing deadline for good cause if a party requests such an extension before the due date for a request for rehearing. Parties whose deadline for

requesting rehearing had expired at the time the Arthrex decision issued may request a waiver of the deadline, so long as they request the waiver before the

due date for filing a notice of appeal under �� C.F.R. § ��.�. A request for Director review in a case where a decision has been remanded to the USPTO by a

federal court for further proceedings consistent with Arthrex will be considered timely if the party requests Director review within �� days of the remand
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order.

B(. �: Will the Precedential Opinion Panel (POP) process remain in effect?

A: Yes, the POP process is unchanged at this time. However, the Office will be reviewing the POP process in view of the Director review process and

welcomes public suggestions regarding potential changes.

B+. �: May third parties request Director review of a particular case?

A: No, third parties may not request Director review of a particular case.

B/. �: May third parties submit comments concerning Director review of a particular

case?

A: At this time, third parties may not submit comments concerning Director review of a particular case unless such participation is requested by the

Director. 

C. For additional questions about Arthrex

C�. �: Will the USPTO charge a fee for a Request for Rehearing by the Director?

A: During implementation of the interim procedure, the USPTO will not charge a fee for a Request for Rehearing by the Director. The USPTO will consider

whether to charge a fee for such requests in the future.

C�. �: :f a party has additional questions regarding the implications of Arthrex for a specific proceeding, what should the party do?

A: Submit case-specific questions (e.g., request a call with the Board) via email to Trials@uspto.gov (https://web.archive.org/web/"#"$$$#%$$&'$(

/mailto:Trials@uspto.gov).

C(. �: :f a member of the public has a general question regarding Arthrex, but does not

have a case pending before the Board, what should they do?

A: Submit general Arthrex-related questions via email to Trials@uspto.gov (https://web.archive.org/web/"#"$$$#%$$&'$(/mailto:Trials@uspto.gov).

C+. �: :f a member of the public has a suggestion about the Director review process, what

should they do?

A: Submit Director review suggestions via email to Director_Review_Suggestions@uspto.gov (https://web.archive.org/web/"#"$$$#%$$&'$(

/mailto:Director_Review_Suggestions@uspto.gov).

D. /nterim internal process for Director review

D�. �: What happens to a Director review request when it is received by the USPTO? 

A: Requests for Director review will be evaluated by an advisory committee established by the Director. That committee will advise the Director on whether

decisions merit review. The advisory committee will include members from various business units within the Office, such as the Office of the Under

Secretary, the PTAB, the Office of the Commissioner for Patents, the Office of the General Counsel, and the Office of Policy and 2nternational Affairs. The

Director will determine whether review will be granted or denied.

D�. �: What criteria does the advisory committee use when evaluating Director review requests?

A: Although there is no exclusive list of criteria, decisions may warrant review if they include, for example, material errors of fact or law, matters that the

Board misapprehended or overlooked, novel issues of law or policy, issues on which Board panel decisions are split, issues of particular importance to the

Office or patent community, or inconsistencies with Office procedures, guidance, or decisions.

D(. �: How will the Director identify decisions for sua sponte Director Review?

A: Even if a party does not request Director review, the Director may choose to conduct a sua sponte Director review of any final written decision or

corresponding decision on rehearing (whether denying or granting rehearing). The PTAB has an internal management review team that ensures all PTAB

final written decisions are reviewed using many of the same criteria noted above. The internal management review team will alert the Director to decisions

that may warrant Director review.
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The Wayback Machine - https://web.archive.org/web/����������  ��/https://www.uspto.gov/patents/patent-trial-and-appeal-board/procedures/arthrex-qas

Arthrex '&As
A. Effect of Arthrex on PTAB proceedings general

A�. �: How are PTAB proceedings impacted by Arthrex?

A: Arthrex provided the Director authority to review a PTAB final decision in an inter partes review by rehearing. -f initiated sua sponte by the Director, the

parties to the proceeding will be given notice and may be given an opportunity for briefing. Additionally, parties to a PTAB proceeding will be able to

request review. The Director’s review may address any issue, including issues of fact and issues of law, and will be de novo.

A�. �: What is the mechanism to request review by the Director?

A: As an interim procedure, similar to the current rehearing procedures under 12 C.F.R.  �.2�(d) and Standard Operating Procedure �, parties may request

Director review of a final decision by concurrently (�) entering a Request for Rehearing by the Director into PTAB E�E and (�) submitting a notification of the

Request for Rehearing by the Director to the Office by email to Director_PTABDecision_Review@uspto.gov (https://web.archive.org

/web/"#"$#%"&$'(("#/mailto:Director_PTABDecision_Review@uspto.gov), copying counsel for all parties by email. The filed Request for Rehearing by the

Director must satisfy the timing requirements of 12 C.F.R.  �.2�(d), filing within 1� days of the entry of a final written decision or a decision on rehearing by

a PTAB panel. A timely Request for Rehearing by the Director will be considered a request for rehearing under 12 C.F.R. ��.1(b) and will reset the time for

appeal or civil action as set forth in that rule.

A#. �: Can a party request Director review or, in the alternative, panel rehearing?

A: Yes, after a final written decision is issued by a panel in an inter partes review or a post-grant review, a party may request Director review or, in the

alternative, rehearing by the original PTAB panel. However, if the party requests only Director review, and that review is not granted, it may not then request

PTAB panel rehearing. -n the event panel rehearing is granted, parties will be permitted to request Director review of the panel rehearing decision following

the same procedure described above, whether or not they originally requested Director review.

A'. �: Will the USPTO provide more information about the Director review process?

A: Yes, the current process is envisioned as an interim procedure that may change based on input from the public and experience with conducting Director

reviews. More information and updates will be provided in the near term to facilitate transparency of the process.

A,. �: Will the USPTO seek public feedback on the Director review process?

A: Yes, the USPTO will seek feedback from the public on the Director review process, including after the Office provides additional information and updates

in the near term. -nformation on how to provide feedback on the interim procedure is below.

B. Effect of Arthrex on ongoing PTAB proceedings

B�. �: When will a Request for Rehearing by the Director be considered as timely?

A: The time for filing a request for rehearing is set forth in 12 C.F.R. §  �.2�(d) and requires a party to request rehearing within 1� days of the entry of a final

written decision. Those same time requirements apply to the filing of a Request for Rehearing by the Director.

B�. �: Will the USPTO accept a late-filed Request for Rehearing by the Director?

A: As a general matter, the Director will not consider untimely requests for rehearing of decisions. However, the Director may choose to extend the

rehearing deadline for good cause if a party requests such an extension before the due date for a request for rehearing. Parties whose deadline for

requesting rehearing had expired at the time the Arthrex decision issued may request a waiver of the deadline, so long as they request the waiver before the

due date for filing a notice of appeal under 12 C.F.R. § ��.1.

B#. �: Will the Precedential Opinion Panel (POP) process remain in effect?

A: Yes, the POP process is unchanged at this time. However, the Office will be reviewing the POP process in view of the Director review process and

welcomes public suggestions regarding potential changes.

B'. �: May third parties request Director review of a particular case?

A: No, third parties may not request Director review of a particular case.

B,. �: May third parties submit comments concerning Director review of a particular

case?

A: At this time third parties may not submit comments concerning Director review of a particular case unless such participation is requested by the Director. 

C. For additional questions about Arthrex

C�. �: Will the USPTO charge a fee for a Request for Rehearing by the Director?

A: During implementation of the interim procedure, the USPTO will not charge a fee for a Request for Rehearing by the Director. The USPTO will consider

whether to charge a fee for such requests in the future.
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C�. �: 3f a party has additional questions regarding the implications of Arthrex for a specific proceeding, what should the party do?

A: Submit case-specific questions (e.g., request a call with the Board) via email to trials@uspto.gov (https://web.archive.org/web/"#"$#%"&$'(("#

/mailto:trials@uspto.gov).

C#. �: 3f a member of the public has a general question regarding Arthrex, but does not

have a case pending before the Board, what should they do?

A: Submit general Arthrex-related questions via email to trials@uspto.gov. (https://web.archive.org/web/"#"$#%"&$'(("#/mailto:trials@uspto.gov.)

C'. �: 3f a member of the public has a suggestion about the Director review process, what

should they do?

A: Submit Director review suggestions via email to Director_Review_Suggestions@uspto.gov (https://web.archive.org/web/"#"$#%"&$'(("#

/mailto:Director_Review_Suggestions@uspto.gov).
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Case # Patent # Petitioner Patent Owner

Axonics Modulation Technologies, Inc.

Axonics, Inc.

Axonics Modulation Technologies, Inc. Medtronic, Inc.

Axonics, Inc. PAUL HASTINGS LLP

KILPATRICK TOWNSEND & STOCKTON 

LLP

Nokia Nucoat, Inc.

Neenah, Inc. Jodi A. Schwendimann

Avery Products Corporation Nucoat, Inc.

Neenah, Inc. Jodi A. Schwendimann

Nokia Jodi A. Dalvey

f/k/a JODI A. DALVEY

NUCOAT, INC.

JODI A. SCHWENDIMANN

NUCOAT, INC

Nokia Nucoat, Inc.

Avery Products Corporation Jodi A. Schwendimann

Neenah, Inc. f/k/a JODI A. DALVEY

NUCOAT, INC.

Nucoat, Inc.

Jodi A. Schwendimann

Jodi A. Dalvey

f/k/a JODI A. DALVEY

NUCOAT, INC.

Nucoat, Inc.

Jodi A. Schwendimann

Jodi A. Dalvey

f/k/a JODI A. DALVEY

NUCOAT, INC.

JODI A. SCHWENDIMANN

NUCOAT, INC

IPR2020-00644 7749581 STAHLS' Inc

#42, 2021-12-06, Order Denying Request for Director Review

#37, 2021-11-22, Order Denying Request for Director Review

IPR2020-00633 RE41623 STAHLS' Inc

#31, 2021-12-06, Order Denying Request for Director Review

IPR2020-00628 RE41623

#41, 2021-11-22, Order Denying Request for Director Review

IPR2020-00629 7754042

#74, 2021-12-06, Order Denying Request for Director Review

IPR2020-00634 7749581

#41, 2021-11-22, Order Denying Request for Director Review

8626314

IPR2020-00715 8036756

#73, 2021-12-06, Order Denying Request for Director Review

Medtronic, Inc.IPR2020-00679
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Nucoat, Inc.

Jodi A. Schwendimann

f/k/a JODI A. DALVEY

NUCOAT, INC.

Nucoat, Inc.

Jodi A. Schwendimann

Jodi A. Dalvey

f/k/a JODI A. DALVEY

NUCOAT, INC.

JODI A. SCHWENDIMANN

NUCOAT, INC

Samsung

Samsung Electronics Co., Ltd

Samsung Electronics America, Inc.

Samsung

Samsung Electronics Co., Ltd

Samsung Electronics America, Inc.

IPR2020-00557 6784460 Cree, Inc. Document Security Systems, Inc.

P21 Ltd.

P2I Ltd.

Juniper Networks, Inc.

Palo Alto Networks, Inc.

Juniper Networks, Inc.

Palo Alto Networks, Inc.

Juniper Networks, Inc.

Palo Alto Networks, Inc.

Juniper Networks, Inc.

Palo Alto Networks, Inc.

#49, 2021-11-22, Order Denying Request for Director Review

IPR2020-00339 6954789

#50, 2021-11-22, Order Denying Request for Director Review

Packet Intelligence LLC

Packet Intelligence LLC

#50, 2021-11-22, Order Denying Request for Director Review

#50, 2021-11-22, Order Denying Request for Director Review

IPR2020-00337 6771646 Packet Intelligence LLC

IPR2020-00486 6954789

#33, 2021-11-22, Order Denying Request for Director Review

IPR2020-00338 6839751 Packet Intelligence LLC

#35, 2021-08-27, Order Denying Request for Director Review

IPR2020-00477 9667896

IPR2020-00478 8389070 Favored Tech Corporation

#39, 2021-10-15, Order Denying Request for Director Review

Cellect, LLC

#35, 2021-08-27, Order Denying Request for Director Review

#44, 2021-12-06, Order Denying Request for Director Review

IPR2020-00476 9198565 Cellect, LLC

IPR2020-00635 7754042 STAHLS' Inc

#49, 2021-11-22, Order Denying Request for Director Review

STAHLS' IncIPR2020-00641 RE41623
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Juniper Networks, Inc.

Palo Alto Networks, Inc.

Samsung Solas Oled, Ltd.

Samsung Display Co., Ltd. Solas OLED Limited

Apple, Inc

Hammond Development 

International, Inc.

HAMMOND DEVELOPMENT 

INTERNATIONAL, INC

Medtronic, Inc.

Medtronic Vascular, Inc.

Medtronic, Inc.

Medtronic Vascular, Inc.

Medtronic, Plc

Medtronic, Inc.

Medtronic Vascular, Inc.

Medtronic, Inc.

Medtronic Vascular, Inc.

Medtronic, Inc.

Medtronic Vascular, Inc.

Medtronic Vascular, Inc.

Medtronic, Inc.

Medtronic, Plc

Medtronic Vascular, Inc.

Medtronic, Inc.

Medtronic, Inc.

Medtronic Vascular, Inc.

Medtronic, Plc

Teleflex Innovations S.A.R.L.

#109, 2021-08-27, Order Denying Request for Director Review

IPR2020-00138 RE47379 Teleflex Innovations S.A.R.L.

IPR2020-00137 RE47379

IPR2020-00127 8048032

Teleflex Innovations S.A.R.L.

#133, 2021-08-27, Order Denying Request for Director Review

#130, 2021-08-27, Rehearing:Decision on Request for Rehearing

IPR2020-00132 RE45760 Teleflex Innovations S.A.R.L.

#127, 2021-08-27, Rehearing:Decision on Request for Rehearing

#131, 2021-08-27, Order Denying Request for Director Review

IPR2020-00135 RE45776 Teleflex Innovations S.A.R.L.

IPR2020-00134 RE45760 Teleflex Innovations S.A.R.L.

Teleflex Innovations S.A.R.L.

#108, 2021-08-27, Order Denying Request for Director Review

IPR2020-00129 RE45380

#130, 2021-08-27, Order Denying Request for Director Review

Teleflex Innovations S.A.R.L.

#50, 2021-11-22, Order Denying Request for Director Review

#38, 2021-08-02, Order Denying Request for Director Review

IPR2020-00081 10270816 Google LLC

#39, 2021-08-02, Order Denying Request for Director Review

IPR2020-00136 RE45776

IPR2020-00336 6665725 Packet Intelligence LLC

IPR2020-00320 7446338
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Medtronic, Inc.

Medtronic Vascular, Inc.

Medtronic, Plc

Medtronic, Inc.

Medtronic Vascular, Inc.

Medtronic Vascular, Inc.

Medtronic, Inc.

Medtronic, Plc

IPR2020-00002 8257723 Palette Life Sciences, Inc., Incept LLC

IPR2020-00004 7744913 Palette Life Sciences, Inc., Incept LLC

Galderma SA Medy-Tox, Inc.

Galderma Laboratories Inc. Medy-Tox, Inc.

Galderma Laboratories LP

Galderma Research & Development 

SNC

Nestle Skin Health S.A.

Nestle S.A.

Nestl Skin Health S.A.

NESTLÉ SKIN HEALTH S.A

NESTLÉ S.A

Club Champion LCC, True Spec Golf LLC,

CLUB CHAMPION LLC TRUE SPEC GOLF LLC

IPR2019-01105 8718543 Volkswagen Group of America, Inc. Carucel Investments, L.P.

IPR2019-01101 7221904 Volkswagen Group of America, Inc. Carucel Investments, L.P.

IPR2019-01103 7979023 Volkswagen Group of America, Inc. Carucel Investments, L.P.

IPR2019-01102 7848701 Volkswagen Group of America, Inc. Carucel Investments, L.P.

#32, 2021-12-06, Order Denying Request for Director Review

#36, 2021-12-06, Order Denying Request for Director Review

#33, 2021-12-06, Order Denying Request for Director Review

#72, 2021-09-17, Order Denying Request for Director Review

#93, 2021-11-22, Order Denying Request for Director Review

IPR2019-01148 8046899

#132, 2021-08-27, Order Denying Request for Director Review

#75, 2021-11-22, Order Denying Request for Director Review

#75, 2021-11-22, Order Denying Request for Director Review

PGR2019-00062 10143728

Teleflex Innovations S.A.R.L.

#132, 2021-08-27, Rehearing:Decision on Request for Rehearing

IPR2020-00128 RE45380

#107, 2021-08-27, Order Denying Request for Director Review

IPR2020-00130 RE45380 Teleflex Innovations S.A.R.L.

IPR2020-00126 8048032 Teleflex Innovations S.A.R.L.

#109, 2021-08-27, Order Denying Request for Director Review
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IPR2019-01079 7979023 Unified Patents, LLC Carucel Investments, L.P.

Ioengine, LLC

IOENGINE, LLC

Ioengine, LLC

IOENGINE, LLC

Associated British Foods PLC,

AB Vista Inc.

PGP International, Inc

Abitech Corporation

AB Enzymes GmbH

Abitec Corporation

Associated British Foods PLC,

AB Vista Inc.

PGP International, Inc

Abitech Corporation

AB Enzymes GmbH

Abitec Corporation

AB ENZYMES, INC

AB ENZYMES GMBH

Associated British Foods PLC,

AB Vista Inc.

PGP International, Inc

Abitech Corporation

AB Enzymes GmbH

AZ Enzymes GmbH

Abitec Corporation

AB ENZYMES, INC

AB ENZYMES GMBH

Associated British Foods PLC,

AB Vista Inc.

PGP International, Inc

Abitech Corporation

AB Enzymes GmbH

Abitec Corporation

IPR2019-00580 7312063 Cornell Research Foundation, Inc.

#127, 2021-10-15, Order Denying Request for Director Review

#127, 2021-10-15, Order Denying Request for Director Review

IPR2019-00578 8455232 Cornell Research Foundation, Inc.

Cornell Research Foundation, Inc.

#126, 2021-10-15, Order Denying Request for Director Review

#73, 2021-12-06, Order Denying Request for Director Review

IPR2019-00582 6451572 Cornell Research Foundation, Inc.

IPR2019-00579 7829318

#57, 2021-12-06, Order Denying Request for Director Review

IPR2019-00879 9059969 Ingenico Inc.

#33, 2021-12-06, Order Denying Request for Director Review

IPR2019-00929 9774703 Ingenico Inc.

#41, 2021-12-06, Order Denying Request for Director Review

E-5

Case: 20-1399      Document: 111     Page: 54     Filed: 12/17/2021



Associated British Foods PLC,

AB Vista Inc.

PGP International, Inc

Abitech Corporation

AB Enzymes GmbH

Abitec Corporation

Associated British Foods PLC,

AB Vista Inc.

PGP International, Inc

Abitech Corporation

AB Enzymes GmbH

Abitec Corporatio

Abitec Corporation

AB ENZYMES, INC

AB ENZYMES GMBH

IPR2019-00547 8964708 Emerson Electric Co. Sipco, LLC

IPR2019-00545 8964708 Emerson Electric Co. Sipco, LLC

IPR2019-00555 9668014 Comcast Cable Communications, LLC Rovi Guides, Inc.

MobilePay LLC

MOBILEPAY LLC

Ioengine, LLC

IOENGINE, LLC

Veveo, Inc.

Rovi Guides, Inc.

Veveo, Inc.

Rovi Guides, Inc.

IPR2019-00281 9621956 Comcast Cable Communications, LLC Rovi Guides, Inc.

#43, 2021-10-29, Order Denying Request for Director Review

#55, 2021-10-29, Order Denying Request for Director Review

#64, 2021-10-29, Order Denying Request for Director Review

IPR2019-00290 7937394 Comcast Cable Communications, LLC

#65, 2021-12-06, Order Denying Request for Director Review

#40, 2021-10-15, Order Denying Request for Director Review

IPR2019-00416 8539047 Ingenico Inc.

IPR2019-00239 7779011 Comcast Cable Communications, LLC

#38, 2021-10-15, Order Denying Request for Director Review

#40, 2021-10-15, Rehearing:Decision on Request for Rehearing

#40, 2021-10-29, Order Denying Request for Director Review

IPR2019-00466 9800706 Unified Patents, LLC

#127, 2021-10-15, Order Denying Request for Director Review

Cornell Research Foundation, Inc.

#133, 2021-10-15, Order Denying Request for Director Review

IPR2019-00577 8993300 Cornell Research Foundation, Inc.

#126, 2021-10-15, Order Denying Request for Director Review

IPR2019-00581 7026150
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Comcast Cable Communications, LLC Veveo, Inc.

ComCam International, Inc. Rovi Guides, Inc.

IPR2019-00231 9369741 Comcast Cable Communications, LLC Rovi Guides, Inc.

IPR2019-00299 9294799 Comcast Cable Communications, LLC Rovi Guides, Inc.

Veveo, Inc.

Comcast Cable Communications, 

LLC

IPR2019-00224 7827585 Comcast Cable Communications, LLC Rovi Guides, Inc.

Amneal Pharmaceuticals LLC Almirall, LLC

Amneal Pharmaceuticals of New York, 

LLC
ALMIRALL, LLC

Mylan Pharmaceuticals, Inc.

Panasonic Corporation of North 

America et al.

GoPro, Inc.

Garmin International, Inc.

Garmin USA, Inc.

Panasonic Corporation

Panasonic Corporation of North 

America

Canon USA, Inc.

GoPro, Inc.

Garmin International, Inc.

Garmin USA, Inc.

Corephotonics Ltd.

Corephotonics, Ltd.

IPR2018-01480 9575934 33 Across Inc. LeftsnRights, Inc. D/B/A LIQWID

Apple, Inc

#35, 2021-09-28, Order Denying Request for Director Review

#60, 2021-10-29, Order Denying Request for Director Review

IPR2019-00127 9258698

IPR2019-00030 9857568

#68, 2021-09-28, Order Denying Request for Director Review

Cellspin Soft, Inc.

#61, 2021-11-22, Order Denying Request for Director Review

IPR2019-00131 9258698

#71, 2021-11-22, Order Denying Request for Director Review

Cellspin Soft, Inc.

IPR2019-00237 7779011

#64, 2021-10-29, Order Denying Request for Director Review

Comcast Cable Communications, LLC

#49, 2021-10-29, Order Denying Request for Director Review

IPR2019-00207 9517219

IPR2019-00292 7937394

#48, 2021-10-29, Order Denying Request for Director Review

#57, 2021-10-29, Order Denying Request for Director Review

#47, 2021-10-29, Order Denying Request for Director Review
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Nichia Corporation

Cree, Inc.

Corephotonics Ltd.

Corephotonics, Ltd.

Corephotonics Ltd.

Corephotonics, Ltd.

American Express Company Signature Systems, LLC

American Express Travel Related 

Services Company, Inc.
SIGNATURE SYSTEMS, LLC

IPR2018-00529 9022852 Aristocrat Technologies, Inc. High 5 Games, LLC

Fall Line Patents, LLC

FALL LINE PATENTS, LLC

Rust-Oleum Corporation

Alan Stuart, Trustee for the Cecil G. 

Stuart and Donna M. Stuart 

Revocable Living Trust Agreement

RPM International, Inc. CDS Development LLC

ALAN STUART, TRUSTEE FOR THE 

CECIL G. STUART

DONNA M. STUART REVOCABLE 

LIVING TRUST AGREEMENT

CDS DEVELOPMENT LLC

IPR2017-01050 8578413 Comcast Cable Communications, LLC Rovi Guides, Inc.

IPR2017-00952 8006263 Comcast Cable Communications, LLC Rovi Guides, Inc.

Rovi Guides, Inc.

Rovi Technologies Corp.

Rovi Guides, Inc.

Rovi Technologies Corp.

IPR2017-01048 8578413 Comcast Cable Communications, LLC

#43, 2021-11-22, Order Denying Request for Director Review

IPR2017-01049 8578413 Comcast Cable Communications, LLC

IPR2017-02158 6669991

#42, 2021-12-06, Order Denying Request for Director Review

#43, 2021-11-22, Order Denying Request for Director Review

#48, 2021-11-22, Order Denying Request for Director Review

#45, 2021-12-06, Order Denying Request for Director Review

#49, 2021-12-06, Order Denying Request for Director Review

#34, 2021-12-06, Order Denying Request for Director Review

IPR2018-00043 9454748 Unified Patents, LLC

#41, 2021-09-28, Order Denying Request for Director Review

IPR2018-01133 9538152

CBM2018-00035 8423402

Apple, Inc

#37, 2021-10-15, Order Denying Request for Director Review

#27, 2021-10-15, Rehearing:Decision on Request for Rehearing

IPR2018-01140 9402032 Apple, Inc

IPR2018-01166 7256486 Document Security Systems, Inc.
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IPR2017-00951 8006263 Comcast Cable Communications, LLC Rovi Guides, Inc.

IPR2017-00950 8006263 Comcast Cable Communications, LLC Rovi Guides, Inc.

Smith & Nephew, Inc. & Arthrocare 

Corporation

Synthon B.V.

Smith & Nephew, Inc.

Arthrocare Corporation

Volstar Technologies Inc.

VoltStar Technologies Inc

Volstar Techonologies, INC

Amgen, Inc.

Amgen Manufacturing Limited

Samsung
UUSI, LLC d/b/a Nartron 

Corporation

Samsung Electronics Co., Ltd UUSI, LLC

UUSI, LLC d/b/a NATRON

Ascend Performance Materials 

Operations LLC
Samsung

Samsung SDI Co., Ltd.,

Samsung SDI Co., Ltd

Proppant Express Investments, LLC Oren Technologies, LLC

Proppant Express Solutions, LLC
IPR2018-00733 9440785

#57, 2021-11-01, Order Granting Request for Director Review

#95, 2021-11-18, Order Granting Request for Director Review

IPR2020-00349 9819057

#77, 2021-11-22, Order Denying Request for Director Review

IPR2016-00908 5796183

#54, 2021-10-15, Order Denying Request for Director Review

Apotex Inc.

IPR2017-00067 7910833 Superior Communications Inc.

#51, 2021-11-22, Order Denying Request for Director Review

IPR2016-01542 8952138

#50, 2021-11-22, Order Denying Request for Director Review

#49, 2021-11-22, Order Denying Request for Director Review

#40, 2021-10-15, Order Denying Request for Director Review

IPR2017-00275 9179907 Arthrex, Inc.

#43, 2021-11-22, Order Denying Request for Director Review
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
GOOGLE LLC, 

Petitioner, 
 

v. 
 

HAMMOND DEVELOPMENT INTERNATIONAL, INC., 
Patent Owner. 
____________ 

 
IPR2020-00081 

Patent 10,270,816 B1 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 
ORDER 

 
 

The Office has received a request for Director review of the Final Written 

Decision in this case.  See Ex. 3100.  The request was referred to Mr. Hirshfeld, 

Commissioner for Patents, Performing the Functions and Duties of the Under 

F-1
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IPR2020-00081 
Patent 10,270,816 B1 

2 

Secretary of Commerce for Intellectual Property and Director of the United States 

Patent and Trademark Office.  

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in this case is the final decision of the agency. 
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IPR2020-00081 
Patent 10,270,816 B1 

3 
 

 
For PETITIONER: 
 
Erika H. Arner 
Kevin D. Rodkey 
John M. Mulcahy 
FINNEGAN, HENDERSON, FARABOW, 
GARRETT, & DUNNER LLP 
erika.arner@finnegan.com 
kevin.rodkey@finnegan.com 
john.mulcahy@finnegan.com 
 
For PATENT OWNER: 
Andrew J. Wright 
Joseph P. Oldaker 
NELSON BUMGARDNER ALBRITTON P.C. 
andrew@nbafirm.com 
joseph@nelbum.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
SAMSUNG DISPLAY CO., LTD., 

Petitioner, 
 

v. 
 

SOLAS OLED LTD., 
Patent Owner. 
____________ 

 
IPR2020-00320 

Patent 7,446,338 B2 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 
 

ORDER 

 
 

The Office has received a request for Director review of the Final Written 

Decision in this case.  See Ex. 3100.  The request was referred to Mr. Hirshfeld, 

Commissioner for Patents, Performing the Functions and Duties of the Under 
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IPR2020-00320 
Patent 7,446,338 B2 

2 
 

Secretary of Commerce for Intellectual Property and Director of the United States 

Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in this case is the final decision of the agency. 
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IPR2020-00320 
Patent 7,446,338 B2 

3 
 

 

For PETITIONER: 
 
David Garr 
Grant Johnson 
Peter Chen 
COVINGTON & BURLING LLP 
dgarr@cov.com 
gjohnson@cov.com 
pchen@cov.com 
 
For PATENT OWNER: 
 
Neil Rubin 
Reza Mirzaie 
Kent Shum 
Philip Wang 
RUSS AUGUST & KABAT 
nrubin@raklaw.com 
rmirzaie@raklaw.com 
kshum@raklaw.com 
pwang@raklaw.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
MEDTRONIC, INC. and MEDTRONIC VASCULAR, INC., 

Petitioner, 
 

v. 
 

TELEFLEX INNOVATIONS S.À.R.L., 
Patent Owner. 
____________ 

 
IPR2020-00126 (Patent 8,043,032 B2) 
IPR2020-00128 (Patent RE45,380 E) 
IPR2020-00132 (Patent RE45,760 E) 
IPR2020-00134 (Patent RE45,760 E) 
IPR2020-00135 (Patent RE45,776 E) 
IPR2020-00137 (Patent RE47,379 E) 

____________ 
 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 
 

ORDER 

 
 

F-7

Case: 20-1399      Document: 111     Page: 66     Filed: 12/17/2021

mailto:Trials@uspto.gov


IPR2020-00126 (Patent 8,043,032 B2) 
IPR2020-00128 (Patent RE45,380 E) 
IPR2020-00132 (Patent RE45,760 E) 
IPR2020-00134 (Patent RE45,760 E) 
IPR2020-00135 (Patent RE45,776 E) 
IPR2020-00137 (Patent RE47,379 E) 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in each of these cases.  See, e.g., IPR2020-00126, Ex. 3100.  Each request 

was referred to Mr. Hirshfeld, Commissioner for Patents, Performing the Functions 

and Duties of the Under Secretary of Commerce for Intellectual Property and 

Director of the United States Patent and Trademark Office.   

It is ORDERED that the request for Director review in each case is denied; 

and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in each case is the final decision of the agency. 
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IPR2020-00126 (Patent 8,043,032 B2) 
IPR2020-00128 (Patent RE45,380 E) 
IPR2020-00132 (Patent RE45,760 E) 
IPR2020-00134 (Patent RE45,760 E) 
IPR2020-00135 (Patent RE45,776 E) 
IPR2020-00137 (Patent RE47,379 E) 
 

3 
 

For PETITIONER: 

Cyrus Morton 
Sharon Roberg-Perez 
Christopher Pinahs 
William E. Manske 
Emily J. Tremblay 
ROBINS KAPLAN LLP 
cmorton@robinskaplan.com 
sroberg-perez@robinskaplan.com 
cpinahs@robinskaplan.com 
wmanske@robinskaplan.com 
etremblay@robinskaplan.com 
 
For PATENT OWNER: 
 
Derek Vandenburgh 
Dennis Bremer 
CARLSON, CASPERS, VANDENBURGH & LINDQUIST, P.A. 
dvandenburgh@carlsoncaspers.com 
dbremer@carlsoncaspers.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
MEDTRONIC, INC. and MEDTRONIC VASCULAR, INC., 

Petitioner, 
 

v. 
 

TELEFLEX INNOVATIONS S.À.R.L., 
Patent Owner. 
____________ 

 
IPR2020-00127 (Patent 8,043,032 B2) 
IPR2020-00130 (Patent RE45,380 E) 
IPR2020-00136 (Patent RE45,776 E) 

____________ 
 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 
 

ORDER 
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IPR2020-00127 (Patent 8,043,032 B2) 
IPR2020-00130 (Patent RE45,380 E) 
IPR2020-00136 (Patent RE45,776 E) 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in each of these cases.  See, e.g., IPR2020-00127, Ex. 3100.  Each request 

was referred to Mr. Hirshfeld, Commissioner for Patents, Performing the Functions 

and Duties of the Under Secretary of Commerce for Intellectual Property and 

Director of the United States Patent and Trademark Office.   

It is ORDERED that the request for Director review in each case is denied; 

and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in each case is the final decision of the agency. 
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IPR2020-00127 (Patent 8,043,032 B2) 
IPR2020-00130 (Patent RE45,380 E) 
IPR2020-00136 (Patent RE45,776 E) 
 

3 
 

FOR PETITIONER: 
 
Cyrus Morton 
Sharon Roberg-Perez 
Christopher Pinahs 
William E. Manske 
Emily J. Tremblay 
ROBINS KAPLAN LLP 
cmorton@robinskaplan.com 
sroberg-perez@robinskaplan.com 
cpinahs@robinskaplan.com 
wmanske@robinskaplan.com 
etremblay@robinskaplan.com 
 
FOR PATENT OWNER: 
 
Derek Vandenburgh 
Dennis Bremer 
CARLSON, CASPERS, VANDENBURGH & LINDQUIST, P.A. 
dvandenburgh@carlsoncaspers.com 
dbremer@carlsoncaspers.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
MEDTRONIC, INC. and MEDTRONIC VASCULAR, INC., 

Petitioner, 
 

v. 
 

TELEFLEX INNOVATIONS S.À.R.L., 
Patent Owner. 
____________ 

 
IPR2020-00129 (Patent RE45,380 E) 
IPR2020-00138 (Patent RE47,379 E) 

____________ 
 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 
 

ORDER 
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IPR2020-00129 (Patent RE45,380 E) 
IPR2020-00138 (Patent RE47,379 E) 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in each of these cases.  See, e.g., IPR2020-00129, Ex. 3100.  Each request 

was referred to Mr. Hirshfeld, Commissioner for Patents, Performing the Functions 

and Duties of the Under Secretary of Commerce for Intellectual Property and 

Director of the United States Patent and Trademark Office.   

It is ORDERED that the request for Director review in each case is denied; 

and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in each case is the final decision of the agency. 
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IPR2020-00129 (Patent RE45,380 E) 
IPR2020-00138 (Patent RE47,379 E) 
 

3 
 

FOR PETITIONER: 
 
Cyrus Morton 
Sharon Roberg-Perez 
Christopher Pinahs 
William E. Manske 
Emily J. Tremblay 
ROBINS KAPLAN LLP 
cmorton@robinskaplan.com 
sroberg-perez@robinskaplan.com 
cpinahs@robinskaplan.com 
wmanske@robinskaplan.com 
etremblay@robinskaplan.com 
 
FOR PATENT OWNER: 
 
Derek Vandenburgh 
Dennis Bremer 
CARLSON, CASPERS, VANDENBURGH & LINDQUIST, P.A. 
dvandenburgh@carlsoncaspers.com 
dbremer@carlsoncaspers.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
SAMSUNG ELECTRONICS CO., LTD. and  

SAMSUNG ELECTRONICS AMERICA, INC., 
Petitioner, 

 
v. 
 

CELLECT, LLC, 
Patent Owner. 
____________ 

 
IPR2020-00476 (Patent 9,198,565 B2) 
IPR2020-00477 (Patent 9,667,896 B2) 

____________ 
 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 
 

ORDER 
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IPR2020-00476 (Patent 9,198,565 B2) 
IPR2020-00477 (Patent 9,667,896 B2) 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in each of these cases.  See, e.g., IPR2020-00476, Ex. 3100.  Each request 

was referred to Mr. Hirshfeld, Commissioner for Patents, Performing the Functions 

and Duties of the Under Secretary of Commerce for Intellectual Property and 

Director of the United States Patent and Trademark Office.   

It is ORDERED that the request for Director review in each case is denied; 

and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in each case is the final decision of the agency. 

 

  

F-17

Case: 20-1399      Document: 111     Page: 76     Filed: 12/17/2021



IPR2020-00476 (Patent 9,198,565 B2) 
IPR2020-00477 (Patent 9,667,896 B2) 
 

3 
 

FOR PETITIONER: 
 
Scott A. McKeown 
James L. Davis, Jr. 
Carolyn Redding 
ROPES & GRAY LLP 
scott.mckeown@ropesgray.com 
james.l.davis@ropesgray.com 
Carolyn.redding@ropesgray.com 
 
FOR PATENT OWNER: 
 
Jonathan S, Caplan 
James Hannah 
Jeffrey H. Price 
KRAMER LEVIN NAFTALIS & FRANKEL LLP 
jcaplan@kramerlevin.com 
jhannah@kramerlevin.com 
jprice@kramerlevin.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
GALDERMA S.A.; GALDERMA LABORATORIES, INC.;GALDERMA 

LABORATORIES LP; GALDERMA RESEARCH & DEVELOPMENT SNC; 
NESTLÉ SKIN HEALTH, INC.; NESTLÉ SKIN HEALTH S.A.; and  

NESTLÉ S.A., 
Petitioner, 

 
v. 
 

MEDY-TOX, INC., 
Patent Owner. 
____________ 

 
PGR2019-00062 

Patent 10,143,728 B2 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 
 

ORDER 
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PGR2019-00062 
Patent 10,143,728 B2 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in this case.  See Ex. 3100.  The request was referred to Mr. Hirshfeld, 

Commissioner for Patents, Performing the Functions and Duties of the Under 

Secretary of Commerce for Intellectual Property and Director of the United States 

Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in this case is the final decision of the agency. 
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PGR2019-00062 
Patent 10,143,728 B2 
 

3 
 

For PETITIONER: 
 
Joseph Mahoney 
Amanda Bonner 
Erick Palmer 
MAYER BROWN LLP 
jmahoney@mayerbrown.com 
astreff@mayerbrown.com 
ejpalmer@mayerbrown.com 
 
For PATENT OWNER: 
 
Vishal Gupta 
John Molenda 
STEPTOE & JOHNSON LLP 
vgupta@steptoe.com 
jmolenda@steptoe.com 
 
Dominick Conde 
VENABLE LLP 
dconde@venable.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
APPLE INC., 

Petitioner, 
 

v. 
 

COREPHOTONICS LTD., 
Patent Owner. 
____________ 

 
IPR2018-01140 

Patent 9,402,032 B2 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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IPR2018-01140 
Patent 9,402,032 B2 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in this case.  Ex. 3100.  The request was referred to Mr. Hirshfeld, 

Commissioner for Patents, Performing the Functions and Duties of the Under 

Secretary of Commerce for Intellectual Property and Director of the United States 

Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision is the final decision of the agency. 
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IPR2018-01140 
Patent 9,402,032 B2 
 

3 
 

For PETITIONER: 

Michael Parsons  
michael.parsons.ipr@haynesboone.com  
Andrew S. Ehmke  
andy.ehmke.ipr@haynesboone.com  
Jordan Maucotel  
jordan.maucotel@haynesboone.com  
Philip Woo  
philip.woo.ipr@haynesboone.com  
David Obrien  
david.obrien.ipr@haynesboone.com 
 
For PATENT OWNER: 
 
Neil Rubin  
nrubin@raklaw.com  
C. Jay Chung  
jchung@raklaw.com  
Reza Mirzaie  
rmirzaie@raklaw.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
APPLE INC., 

Petitioner, 
 

v. 
 

COREPHOTONICS LTD., 
Patent Owner. 
____________ 

 
IPR2019-00030 

Patent 9,857,568 B2 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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IPR2019-00030 
Patent 9,857,568 B2 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in this case.  Ex. 3100.  The request was referred to Mr. Hirshfeld, 

Commissioner for Patents, Performing the Functions and Duties of the Under 

Secretary of Commerce for Intellectual Property and Director of the United States 

Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision is the final decision of the agency. 
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IPR2019-00030 
Patent 9,857,568 B2 
 

3 
 

For PETITIONER: 

Michael Parsons 
Andrew Ehmke 
Jordan Maucotel 
HAYNES AND BOONE, LLP 
Michael.parsons.ipr@haynesboone.com 
Andy.ehmke.ipr@haynesboone.com 
Jordan.maucotel@haynesboone.com 
 
For PATENT OWNER: 
 
Neil Rubin 
C. Jay Chung 
Reza Mirzaie 
RUSSN, AUGUST, & KABAT 
nrubin@raklaw.com 
jchung@raklaw.com 
mirzaie@raklaw.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
AMNEAL PHARMACEUTICALS LLC, AMNEAL PHARMACEUTICALS  

OF NEW YORK, LLC, and MYLAN PHARMACEUTICALS INC., 
Petitioners, 

 
v. 
 

ALMIRALL, LLC, 
Patent Owner. 
____________ 

 
IPR2019-002071 

Patent 9,517,219 B2 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 

 
 
 
                                                           
1 Mylan Pharmaceuticals Inc., the petitioner in IPR2019-01095, has been joined in 
this proceeding.  
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IPR2019-00207 
Patent 9,517,219 B2 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in this case.  Ex. 3100.  The request was referred to Mr. Hirshfeld, 

Commissioner for Patents, Performing the Functions and Duties of the Under 

Secretary of Commerce for Intellectual Property and Director of the United States 

Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision is the final decision of the agency. 
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IPR2019-00207 
Patent 9,517,219 B2 
 

3 
 

For PETITIONER: 

Representing Amneal Pharmaceuticals LLC and Amneal Pharmaceuticals of  
New York, LLC: 
 
Dennies Varughese 
Adam LaRock 
Tyler Liu 
STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C. 
dvarughe-ptab@skgf.com 
alarock-ptab@skgf.com 
tliu-ptab@skgf.com 
 
Representing Mylan Pharmaceuticals Inc.: 
 
Jitendra Malik 
Alissa Pacchioli 
Lance Soderstrom 
Heike Radeke 
KATTEN MUCHIN ROSENMAN LLP 
jitty.malik@kattenlaw.com 
alissa.pacchioli@kattenlaw.com 
lance.soderstrom@kattenlaw.com 
heike.radeke@kattenlaw.com 
 
For PATENT OWNER: 
 
James Trainor 
Elizabeth Hagan 
FENWICK & WEST LLP 
jtrainor@fenwick.com 
ehagan@fenwick.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
SAMSUNG ELECTRONICS CO., LTD., 

Petitioner, 
 

v. 
 

UUSI, LLC d/b/a NATRON, 
Patent Owner. 
____________ 

 
IPR2016-00908 
Patent 5,796,183 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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IPR2016-00908 
Patent 5,796,183 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in this case.  Ex. 3100.  The request was referred to Mr. Hirshfeld, 

Commissioner for Patents, Performing the Functions and Duties of the Under 

Secretary of Commerce for Intellectual Property and Director of the United States 

Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision is the final decision of the agency. 
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IPR2016-00908 
Patent 5,796,183 
 

3 
 

For PETITIONER: 

Naveen Modi  
Joseph Palys  
Chetan Bansal  
Paul Hastings LLP  
875 15th St. N.W.  
Washington, D.C., 20005  
naveenmodi@paulhastings.com  
josephpalys@paulhastings.com  
chetanbansal@paulhastings.com 
 
For PATENT OWNER: 
 
Stephen Underwood  
Lawrence M. Hadley  
GLASER WEIL FINK HOWARD  
AVCHEN & SHAPIRO LLP  
520 Newport Center Drive, Suite 420  
Newport Beach, CA 92660  
sunderwood@glaserweil.com  
lhadley@glaserweil.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
SMITH & NEPHEW, INC. and 

ARTHROCARE CORP., 
Petitioner, 

 
v. 
 

ARTHREX, INC., 
Patent Owner. 
____________ 

 
IPR2017-00275 

Patent 9,179,907 B2 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

 

ORDER 
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IPR2017-00275 
Patent 9,179,907 B2 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in this case.  Ex. 3100.  The request was referred to Mr. Hirshfeld, 

Commissioner for Patents, Performing the Functions and Duties of the Under 

Secretary of Commerce for Intellectual Property and Director of the United States 

Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision is the final decision of the agency. 
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IPR2017-00275 
Patent 9,179,907 B2 
 

3 
 

For PETITIONER: 

Randy J. Pritzker  
Michael N. Rader  
Jason M. Honeyman  
Richard F. Giunta  
WOLF, GREENFIELD & SACKS, P.C.  
rpritzker-ptab@wolfgreenfield.com  
mrader-ptab@wolfgreenfield.com  
jhoneyman-ptab@wolfgreenfield.com  
rgiunta-ptab@wolfgreenfield.com  
rpritzker-ptab@wolfgreenfield.com 
 
For PATENT OWNER: 
 
Anthony P. Cho  
Timothy J. Murphy  
CARLSON, GASKEY & OLDS, P.C.  
acho@cgolaw.com  
tmurphy@cgolaw.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
APPLE INC., 

Petitioner, 
 

v. 
 

COREPHOTONICS, LTD., 
Patent Owner. 
____________ 

 
IPR2018-01133 

Patent 9,538,152 B2 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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IPR2018-01133 
Patent 9,538,152 B2 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in this case.  Ex. 3100.  The request was referred to Mr. Hirshfeld, 

Commissioner for Patents, Performing the Functions and Duties of the Under 

Secretary of Commerce for Intellectual Property and Director of the United States 

Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision is the final decision of the agency. 
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IPR2018-01133 
Patent 9,538,152 B2 
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For PETITIONER: 

David Obrien  
Andrew S. Ehmke  
Hong Shi  
HAYNES & BOONE, LLP  
David.obrien.ipr@haynesboone.com  
Andy.ehmke.ipr@haynesboone.com  
Hong.shi.ipr@haynesboone.com 
 
For PATENT OWNER: 
 
Neil Rubin  
C. Jay Chung  
Reza Miraie  
RUSS AUGUST & KABAT  
nrubin@raklaw.com  
jchung@raklaw.com  
mirzaie@raklaw.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
NICHIA CORPORATION and CREE, INC., 

Petitioner, 
 

v. 
 

DOCUMENT SECURITY SYSTEMS, INC., 
Patent Owner. 
____________ 

 
IPR2018-011661 

Patent 7,256,486 B2 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 

 
 
 
 
                                                           
1 Cree, Inc., who filed a Petition in IPR2019-00506, has been joined as a petitioner 
to this proceeding.  
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IPR2018-01166 
Patent 7,256,486 B2 
 

2 
 

 
The Office has received a request for Director review of the Final Written 

Decision in this case.  Ex. 3100.  The request was referred to Mr. Hirshfeld, 

Commissioner for Patents, Performing the Functions and Duties of the Under 

Secretary of Commerce for Intellectual Property and Director of the United States 

Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision is the final decision of the agency. 
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IPR2018-01166 
Patent 7,256,486 B2 
 

3 
 

For PETITIONER: 

SHEARMAN & STERLING LLP 
Patrick R. Colsher 
Matthew G. Berkowitz 
Eric S. Lucas 
patrick.colsher@shearman.com 
matt.berkowitz@shearman.com 
eric.lucas@shearman.com 
 
For PATENT OWNER: 
 
DAVIDSON BERQUIST JACKSON & GOWDEY LLP 
Wayne M. Helge 
James T. Wilson 
Aldo Noto 
whelge@dbjg.com 
jwilson@dbjg.com 
anoto@dbjg.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
UNIFIED PATENTS LLC, 

Petitioner, 
 

v. 
 

MOBILEPAY LLC, 
Patent Owner. 
____________ 

 
IPR2019-00466 

Patent 9,800,706 B2 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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IPR2019-00466 
Patent 9,800,706 B2 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in this case.  Ex. 3100.  The request was referred to Mr. Hirshfeld, 

Commissioner for Patents, Performing the Functions and Duties of the Under 

Secretary of Commerce for Intellectual Property and Director of the United States 

Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision is the final decision of the agency. 
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IPR2019-00466 
Patent 9,800,706 B2 
 

3 
 

For PETITIONER: 

Jessica L. A. Marks 
Ashraf Fawzy 
UNIFIED PATENTS INC. 
jessica@unifiedpatents.com 
afawzy@unifiedpatents.com 
 
For PATENT OWNER: 
 
Raymond W. Mort, III 
THE MORT LAW FIRM, PLLC 
raymort@gmail.com 
Michael L. Wach 
WACH LLC 
mikewachsr@gmail.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
EMERSON ELECTRIC CO., 

Petitioner, 
 

v. 
 

SIPCO, LLC, 
Patent Owner. 
____________ 

 
IPR2019-00545 
IPR2019-00547 

Patent 8,964,708 B2 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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IPR2019-00545 
IPR2019-00547 
Patent 8,964,708 B2 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in each of these cases.  See, e.g., IPR2019-00545, Ex. 3100.  Each request 

was referred to Mr. Hirshfeld, Commissioner for Patents, Performing the Functions 

and Duties of the Under Secretary of Commerce for Intellectual Property and 

Director of the United States Patent and Trademark Office.   

It is ORDERED that the request for Director review in each case is denied; 

and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in each case is the final decision of the agency. 
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For PETITIONER: 

James L. Davis, Jr. 
Daniel Richards 
ROPES & GRAY LLP 
james.l.davis@ropesgray.com 
daniel.richards@ropesgray.com 
 
For PATENT OWNER: 
 
Jason Stach 
Cory Bell 
Benjamin Saidman 
FINNEGAN, HENDERSON, 
FARABOW, GARRETT & 
DUNNER, LLP 
jason.stach@finnegan.com 
cory.bell@finnegan.com 
benjamin.saidman@finnegan.com 
Gregory Gonsalves 
gonsalves@gonsalveslawfirm.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
ASSOCIATED BRITISH FOODS PLC, AB VISTA, INC.,  

PGP INTERNATIONAL, INC., ABITEC CORPORATION,  
AB ENZYMES, INC., and AB ENZYMES GMBH, 

Petitioner, 
 

v. 
 

CORNELL RESEARCH FOUNDATION, INC., 
Patent Owner. 
____________ 

 
IPR2019-00577 (Patent 8,993,300 B2) 
IPR2019-00578 (Patent 8,455,232 B2) 
IPR2019-00579 (Patent 7,829,318 B2) 
IPR2019-00580 (Patent 7,312,063 B2) 
IPR2019-00581 (Patent 7,026,150 B2) 
IPR2019-00582 (Patent 6,451,572 B2) 

____________ 
 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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IPR2019-00577 (Patent 8,993,300 B2) 
IPR2019-00578 (Patent 8,455,232 B2) 
IPR2019-00579 (Patent 7,829,318 B2) 
IPR2019-00580 (Patent 7,312,063 B2) 
IPR2019-00581 (Patent 7,026,150 B2) 
IPR2019-00582 (Patent 6,451,572 B2) 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in each of these cases.  See, e.g., IPR2019-00577, Ex. 3100.  Each request 

was referred to Mr. Hirshfeld, Commissioner for Patents, Performing the Functions 

and Duties of the Under Secretary of Commerce for Intellectual Property and 

Director of the United States Patent and Trademark Office.   

It is ORDERED that the request for Director review in each case is denied; 

and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in each case is the final decision of the agency. 
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IPR2019-00577 (Patent 8,993,300 B2) 
IPR2019-00578 (Patent 8,455,232 B2) 
IPR2019-00579 (Patent 7,829,318 B2) 
IPR2019-00580 (Patent 7,312,063 B2) 
IPR2019-00581 (Patent 7,026,150 B2) 
IPR2019-00582 (Patent 6,451,572 B2) 
 

3 
 

For PETITIONER: 

Jovial Wong 
Claire A. Fundakowski 
Kurt A. Mathas 
Noorossadat Torabi 
WINSTON & STRAWN LLP  
jwong@winston.com 
cfundakowski@winston.com 
kmathas@winston.com 
ntorabi@winston.com 
 
For PATENT OWNER: 
 
Michael L. Goldman 
Edwin V. Merkel 
Shelley A. Jones 
TROUTMAN PEPPER HAMILTON SANDERS LLP 
michael.goldman@troutman.com 
edwin.merkel@troutman.com 
jonessa@pepperlaw.com 
Ajit J. Vaidya 
KENEALY VAIDYA LLP 
avaidya@kviplaw.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
CREE, INC., 

Petitioner, 
 

v. 
 

DOCUMENT SECURITY SYSTEMS, INC., 
Patent Owner. 
____________ 

 
IPR2020-00557 

Patent 6,784,460 B2 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

 

ORDER 
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IPR2020-00557 
Patent 6,784,460 B2 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in this case.  Ex. 3100.  The request was referred to Mr. Hirshfeld, 

Commissioner for Patents, Performing the Functions and Duties of the Under 

Secretary of Commerce for Intellectual Property and Director of the United States 

Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision is the final decision of the agency. 
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IPR2020-00557 
Patent 6,784,460 B2 
 

3 
 

For PETITIONER: 

Michael Jaskolski 
Michael Curley 
QUARLES & BRADY LLP 
maj@quarles.com 
Michael.curley@quarles.com 
 
For PATENT OWNER: 
 
Neil A. Rubin 
Philip Wang 
Brian Ledahl 
Paul A. Kroeger 
RUSS AUGUST & KABAT 
nrubin@raklaw.com 
pwang@raklaw.com 
bledahl@raklaw.com 
pkroeger@raklaw.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
 

 33ACROSS, INC.,  
Petitioner, 

 
v. 
 

 LEFTSNRIGHTS, INC. d/b/a LIQWID,  
Patent Owner. 
____________ 

 
IPR2018-01480 

Patent 9,575,934 B2 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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IPR2018-01480 
Patent 9,575,934 B2 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in this case.  Ex. 3100.  The request was referred to Mr. Hirshfeld, 

Commissioner for Patents, Performing the Functions and Duties of the Under 

Secretary of Commerce for Intellectual Property and Director of the United States 

Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision is the final decision of the agency. 
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IPR2018-01480 
Patent 9,575,934 B2 
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For PETITIONER: 

Ce Li 
David Simson 
GOODWIN PROCTER LLP 
cli@goodwinlaw.com 
dsimson@goodwinlaw.com 
 
For PATENT OWNER: 
 
Elliott Williams 
Joshua Gigger 
STOEL RIVES LLP 
elliott.williams@stoel.com 
josh.gigger@stoel.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
COMCAST CABLE COMMUNICATIONS, LLC, 

Petitioner, 
 

v. 
 

ROVI GUIDES, INC., 
Patent Owner. 
____________ 

 
IPR2019-00224 (Patent 7,827,585 B2) 
IPR2019-00231 (Patent 9,369,741 B2) 
IPR2019-00281 (Patent 9,621,956 B2) 
IPR2019-00299 (Patent 9,294,799 B2) 
IPR2019-00555 (Patent 9,668,014 B2) 

____________ 
 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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IPR2019-00224 (Patent 7,827,585 B2) 
IPR2019-00231 (Patent 9,369,741 B2) 
IPR2019-00281 (Patent 9,621,956 B2) 
IPR2019-00299 (Patent 9,294,799 B2) 
IPR2019-00555 (Patent 9,668,014 B2) 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in each of the above-captioned cases.  See, e.g., IPR2019-00224, 

Ex. 3100.  The request was referred to Mr. Hirshfeld, Commissioner for Patents, 

Performing the Functions and Duties of the Under Secretary of Commerce for 

Intellectual Property and Director of the United States Patent and Trademark 

Office.   

It is ORDERED that the request for Director review in each case is denied; 

and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in each case is the final decision of the agency. 
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IPR2019-00224 (Patent 7,827,585 B2) 
IPR2019-00231 (Patent 9,369,741 B2) 
IPR2019-00281 (Patent 9,621,956 B2) 
IPR2019-00299 (Patent 9,294,799 B2) 
IPR2019-00555 (Patent 9,668,014 B2) 
 

3 
 

For PETITIONER: 

Frederic Meeker 
Bradley Wright 
Michael Cuviello 
Jordan Bodner 
Chris McKee 
Blair Silver 
Tom Pratt 
Eric Zelepugas 
Azuka Dike 
BANNER WITCOFF  
Fmeeker@bannerwitcoff.com 
bwright@bannerwitcoff.com 
mcuviello@bannerwitcoff.com 
jbodner@bannerwitcoff.com 
cmckee@bannerwitcoff.com 
bsilver@bannerwitcoff.com 
tpratt@bannerwitcoff.com 
ezelepugas@bannerwitcoff.com 
adike@bannerwitcoff.com 
 
For PATENT OWNER: 
 
Jason Eisenberg 
Christian Camarce 
Tyler Dutton 
STERNE KESSLER GOLDSTEIN AND FOX PLLC 
jasone-ptab@sternekessler.com 
ccamarce-ptab@sternekessler.com 
tdutton-ptab@sternekessler.co 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
COMCAST CABLE COMMUNICATIONS, LLC, 

Petitioner, 
 

v. 
 

VEVEO, INC., 
Patent Owner. 
____________ 

 
IPR2019-00237 (Patent 7,779,011 B2) 
IPR2019-00239 (Patent 7,779,011 B2) 
IPR2019-00290 (Patent 7,937,394 B2) 
IPR2019-00292 (Patent 7,937,394 B2) 

____________ 
 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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IPR2019-00237 (Patent 7,779,011 B2) 
IPR2019-00239 (Patent 7,779,011 B2) 
IPR2019-00290 (Patent 7,937,394 B2) 
IPR2019-00292 (Patent 7,937,394 B2) 

2 
 

 

The Office has received a request for Director review of the Final Written 

Decision in each of the above-captioned cases.  See, e.g., IPR2019-00237, 

Ex. 3100.  The requests were referred to Mr. Hirshfeld, Commissioner for Patents, 

Performing the Functions and Duties of the Under Secretary of Commerce for 

Intellectual Property and Director of the United States Patent and Trademark 

Office.   

It is ORDERED that the request for Director review in each case is denied; 

and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in each case is the final decision of the agency. 
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IPR2019-00237 (Patent 7,779,011 B2) 
IPR2019-00239 (Patent 7,779,011 B2) 
IPR2019-00290 (Patent 7,937,394 B2) 
IPR2019-00292 (Patent 7,937,394 B2) 

3 
 

For PETITIONER: 

Frederic Meeker 
Bradley Wright 
John Hutchins 
Blair Silver 
Ronald Israelsen 
Bennett Ingvoldstad 
Chunhsi Mu 
BANNER & WITCOFF, LTD. 
fmeeker@bannerwitcoff.com 
bwright@bannerwitcoff.com 
jhutchins@bannerwitcoff.com 
bsilver@bannerwitcoff.com 
risraelsen@bannerwitcoff.com 
bingvoldstad@bannerwitcoff.com 
amu@bannerwitcoff.com 
 
For PATENT OWNER: 
 
Jason Eisenberg 
Daniel Block 
Christian Camarce 
Todd Hopfinger 
Timothy Tang 
STERNE, KESSLER, GOLDSTEIN & FOX PLLC 
jasone-ptab@sternekessler.com 
dblock-ptab@sternekessler.com 
ccamarce-ptab@sternekessler.com 
thopfinger-ptab@sternekessler.com 
ttang-ptab@sternekessler.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
APOTEX INC. and APOTEX CORP., 

Petitioner, 
 

v. 
 

AMGEN INC. and AMGEN MANUFACTURING LIMITED, 
Patent Owner. 
____________ 

 
IPR2016-01542  

Patent 8,952,138 B2 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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IPR2016-01542  
Patent 8,952,138 B2 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in the above-captioned case.  Ex. 3100.  The request was referred to 

Mr. Hirshfeld, Commissioner for Patents, Performing the Functions and Duties of 

the Under Secretary of Commerce for Intellectual Property and Director of the 

United States Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision is the final decision of the agency. 
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IPR2016-01542  
Patent 8,952,138 B2 

3 
 

For PETITIONER: 

Teresa Stanek Rea  
Deborah H. Yellin  
Vincent J. Galluzzo  
Michael Jacobs  
Shannon Lentz  
CROWELL & MORING LLP  
TRea@Crowell.com  
DYellin@Crowell.com  
VGalluzzo@Crowell.com  
mjacobs@crowell.com  
slentz@crowell.com 
 
For PATENT OWNER: 
 
Arlene L. Chow  
Ernest Yakob 
LATHAN & WATKINS LLP  
arlene.chow@lw.com  
ernest.yakob@lw.com 
 
Jennifer Gordon 
Catherine Nyarady  
PAUL, WEISS, RIFKIND, WHARTON & GARRISON LLP  
jengordon@paulweiss.com 
cnyarady@paulweiss.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
SUPERIOR COMMUNICATIONS, INC., 

Petitioner, 
 

v. 
 

VOLTSTAR TECHNOLOGIES, INC., 
Patent Owner. 
____________ 

 
IPR2017-00067  

Patent 7,910,833 B2 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 

 
 

  

F-67

Case: 20-1399      Document: 111     Page: 126     Filed: 12/17/2021

mailto:Trials@uspto.gov


IPR2017-00067  
Patent 7,910,833 B2 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in the above-captioned case.  Ex. 3100.  The request was referred to 

Mr. Hirshfeld, Commissioner for Patents, Performing the Functions and Duties of 

the Under Secretary of Commerce for Intellectual Property and Director of the 

United States Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in this case is the final decision of the agency. 
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IPR2017-00067  
Patent 7,910,833 B2 

3 
 

For PETITIONER: 

Ketan Vakil  
Andrew Flior  
SNELL & WILMER L.L.P  
kvakil@swlaw.com  
aflior@swlaw.com 
 
For PATENT OWNER: 
 
Jerold I. Schneider  
Joel B. Rothman  
SCHNEIDER ROTHMAN INTELLECTUAL PROPERTY LAW GROUP,  
PLLC  
jerold.schneider@sriplaw.com  
joel.rothman@sriplaw.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
COMCAST CABLE COMMUNICATIONS, LLC, 

Petitioner, 
 

v. 
 

ROVI GUIDES, INC., 
Patent Owner. 
____________ 

 
IPR2017-00950 (Patent 8,006,263 B2) 
IPR2017-00951 (Patent 8,006,263 B2) 
IPR2017-00952 (Patent 8,006,263 B2) 
IPR2017-01048 (Patent 8,578,413 B2) 
IPR2017-01049 (Patent 8,578,413 B2) 
IPR2017-01050 (Patent 8,578,413 B2) 

____________ 
 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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IPR2017-00950 (Patent 8,006,263 B2) 
IPR2017-00951 (Patent 8,006,263 B2) 
IPR2017-00952 (Patent 8,006,263 B2) 
IPR2017-01048 (Patent 8,578,413 B2) 
IPR2017-01049 (Patent 8,578,413 B2) 
IPR2017-01050 (Patent 8,578,413 B2) 
 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in each of the above-captioned cases.  See, e.g., IPR2017-00950, 

Ex. 3100.  The request was referred to Mr. Hirshfeld, Commissioner for Patents, 

Performing the Functions and Duties of the Under Secretary of Commerce for 

Intellectual Property and Director of the United States Patent and Trademark 

Office.   

It is ORDERED that the request for Director review in each case is denied; 

and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in each case is the final decision of the agency. 
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IPR2017-00950 (Patent 8,006,263 B2) 
IPR2017-00951 (Patent 8,006,263 B2) 
IPR2017-00952 (Patent 8,006,263 B2) 
IPR2017-01048 (Patent 8,578,413 B2) 
IPR2017-01049 (Patent 8,578,413 B2) 
IPR2017-01050 (Patent 8,578,413 B2) 
 
 

3 
 

For PETITIONER: 

Frederic M. Meeker 
Bradley C. Wright 
Scott M. Kelly 
Azuka C. Dike 
Joshua Davenport 
Jared Radkiewicz 
Camille Sauer 
BANNER AND WITCOFF, LTD. 
fmeeker@bannerwitcoff.com 
bwright@bannerwitcoff.com 
skelly@bannerwitcoff.com 
adike@bannerwitcoff.com 
jdavenport@bannerwitcoff.com 
jradkiewicz@bannerwitcoff.com 
csauer@bannerwitcoff.com 
 
 
For PATENT OWNER: 
 
Mark D. Rowland 
Jason D. Eisenberg 
Kristina Caggiano Kelly 
ROPES & GRAY LLP 
Mark.Rowland@ropesgray.com 
jasone-PTAB@sternekessler.com 
kckelly-PTAB@sternekessler.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
CANON U.S.A., INC., GOPRO, INC., 

GARMIN INTERNATIONAL, INC., and GARMIN USA, INC., 
Petitioner, 

 
v. 
 

CELLSPIN SOFT, INC., 
Patent Owner. 
____________ 

 
IPR2019-001271 

Patent 9,258,698 B2 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 

 
 
 
                                                           
1 GoPro, Inc., Garmin International, Inc., and Garmin USA, Inc. were joined to this 
proceeding.  
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IPR2019-00127 
Patent 9,258,698 B2 
 

2 
 

 
The Office has received a request for Director review of the Final Written 

Decision in this case.  Ex. 3100.  The request was referred to Mr. Hirshfeld, 

Commissioner for Patents, Performing the Functions and Duties of the Under 

Secretary of Commerce for Intellectual Property and Director of the United States 

Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in this case is the final decision of the agency. 
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IPR2019-00127 
Patent 9,258,698 B2 
 

3 
 

For PETITIONER: 

Jared Newton 
QUINN EMANUEL URQUHART & SULLIVAN 
jarednewton@quinnemanuel.com 
 
David Xue 
Karineh Khachatourian 
RIMÔN LAW 
david.xue@rimonlaw.com 
karinehk@rimonlaw.com 
 
Jennifer Bailey 
Adam Seitz 
ERISE IP, P.A. 
jennifer.bailey@eriseip.com 
adam.seitz@eriseip.com 
 
For PATENT OWNER: 
 
Peter Corcoran III 
CORCORAN IP LAW PLLC 
peter@corcoranip.com 
 
Michael Scott Fuller 
GARTEISER HONEA PLLC 
sfuller@ghiplaw.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
PANASONIC COPORATION and 

PANASONIC CORPORATION OF NORTH AMERICA, 
Petitioner, 

 
v. 
 

CELLSPIN SOFT, INC., 
Patent Owner. 
____________ 

 
IPR2019-001311 

Patent 9,258,698 B2 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 

 
 
 
                                                           
1 GoPro, Inc., Garmin International, Inc., and Garmin USA, Inc. were joined to this 
proceeding.  
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IPR2019-00131 
Patent 9,258,698 B2 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in this case.  Ex. 3100.  The request was referred to Mr. Hirshfeld, 

Commissioner for Patents, Performing the Functions and Duties of the Under 

Secretary of Commerce for Intellectual Property and Director of the United States 

Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in this case is the final decision of the agency. 
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IPR2019-00131 
Patent 9,258,698 B2 
 

3 
 

For PETITIONER: 

Timothy Pearce 
Christopher Higgins 
ORRICK, HERRINGTON & SUTCLIFFE, LLP 
tvpptabdocket@orrick.com 
0chptabdocket@orrick.com 
 
David Xue 
Karineh Khachatourian 
RIMÔN LAW 
david.xue@rimonlaw.com 
karinehk@rimonlaw.com 
 
Jennifer Bailey 
Adam Seitz 
ERISE IP, P.A. 
jennifer.bailey@eriseip.com 
adam.seitz@eriseip.com 
 
For PATENT OWNER: 
 
Peter Corcoran III 
CORCORAN IP LAW PLLC 
peter@corcoranip.com 
 
 
Michael Fuller 
GARTEISER HONEA, PLLC 
sfuller@ghiplaw.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
CLUB CHAMPION LLC, 

Petitioner, 
 

v. 
 

TRUE SPEC GOLF LLC, 
Patent Owner. 
____________ 

 
IPR2019-01148 

Patent 8,046,899 B2 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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IPR2019-01148 
Patent 8,046,899 B2 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in this case.  Ex. 3100.  The request was referred to Mr. Hirshfeld, 

Commissioner for Patents, Performing the Functions and Duties of the Under 

Secretary of Commerce for Intellectual Property and Director of the United States 

Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision is the final decision of the agency. 
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IPR2019-01148 
Patent 8,046,899 B2 
 

3 
 

For PETITIONER: 

Gianni Cutri 
Joel Merkin 
Brian Verbus 
KIRKLAND & ELLIS LLP 
gianni.cutri@kirkland.com 
jmerkin@kirkland.com 
brian.verbus@kirkland.com 
 
For PATENT OWNER: 
 
Michael Fisher 
Derek Brader 
Robert Ashbrook 
Blaine Hackman 
Gregory Chuebon 
DECHERT LLP 
michael.fisher@dechert.com 
derek.brader@dechert.com 
robert.ashbrook@dechert.com 
blaine.hackman@dechert.com 
greg.chuebon@dechert.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
PALETTE LIFE SCIENCES, INC., 

Petitioner, 
 

v. 
 

INCEPT LLC,  
Patent Owner. 
____________ 

 
IPR2020-00002 (Patent 8,257,723 B2) 
IPR2020-00004 (Patent 7,744,913 B2) 

____________ 
 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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IPR2020-00002 (Patent 8,257,723 B2) 
IPR2020-00004 (Patent 7,744,913 B2) 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in each of the above-captioned cases.  See, e.g., IPR2020-00002, 

Ex. 3100.  The requests were referred to Mr. Hirshfeld, Commissioner for Patents, 

Performing the Functions and Duties of the Under Secretary of Commerce for 

Intellectual Property and Director of the United States Patent and Trademark 

Office.   

It is ORDERED that the request for Director review in each case is denied; 

and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in each case is the final decision of the agency. 
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IPR2020-00002 (Patent 8,257,723 B2) 
IPR2020-00004 (Patent 7,744,913 B2) 
 

3 
 

For PETITIONER: 

Lora Green  
Richard Torczon  
Lorelei Westin  
Kristin Havranek  
Tasha Thomas  
Tung-On Kong  
WILSON SONSINI GOODRICH & ROSATI  
lgreen@wsgr.com  
rtorczon@wsgr.com  
lwestin@wsgr.com  
khavranek@wsgr.com  
tthomas@wsgr.com  
tkong@wsgr.com 
 
For PATENT OWNER: 
 
Christopher J. Burrell  
Timothy E. Grimsrud  
FAEGRE DRINKER BIDDLE & REATH LLP  
chris.burrell@faegredrinker.com  
tim.grimsrud@faegredrinker.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
JUNIPER NETWORKS, INC. and PALO ALTO NETWORKS, INC., 

Petitioner, 
 

v. 
 

 PACKET INTELLIGENCE LLC,  
Patent Owner. 
____________ 

 
IPR2020-00336 (Patent 6,665,725 B1) 
IPR2020-00337 (Patent 6,771,646 B1) 
IPR2020-00338 (Patent 6,839,751 B1) 
IPR2020-00339 (Patent 6,954,789 B2) 
 IPR2020-00486 (Patent 6,954,789 B2) 

____________ 
 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

ORDER 
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IPR2020-00336 (Patent 6,665,725 B1) 
IPR2020-00337 (Patent 6,771,646 B1) 
IPR2020-00338 (Patent 6,839,751 B1) 
IPR2020-00339 (Patent 6,954,789 B2) 
IPR2020-00486 (Patent 6,954,789 B2) 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in each of the above-captioned cases.  See, e.g., IPR2020-00336, 

Ex. 3100.  The requests were referred to Mr. Hirshfeld, Commissioner for Patents, 

Performing the Functions and Duties of the Under Secretary of Commerce for 

Intellectual Property and Director of the United States Patent and Trademark 

Office.   

It is ORDERED that the request for Director review in each case is denied; 

and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in each case is the final decisions of the agency. 
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IPR2020-00336 (Patent 6,665,725 B1) 
IPR2020-00337 (Patent 6,771,646 B1) 
IPR2020-00338 (Patent 6,839,751 B1) 
IPR2020-00339 (Patent 6,954,789 B2) 
IPR2020-00486 (Patent 6,954,789 B2) 
 

3 
 

For PETITIONER: 

Joseph Edell  
Adam Allgood  
FISCH SIGLER LLP  
Joe.edell.irp@fischllp.com  
Adam.allgood@fischllp.com  
 
Scott McKeown  
James Batchelder  
Mark Rowland  
ROPES & GRAY LLP  
Scott.mckeown@ropesgray.com  
James.batchelder@ropesgray.com  
Mark.rowland@ropesgray.com 
 
For PATENT OWNER: 
 
Robert Bullwinkel  
Michael Heim  
HEIM PAYNE & CHORUSH, LLP  
abulwinkel@hpcllp.com  
mheim@hpcllp.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
FAVORED TECH CORPORATION, 

Petitioner, 
 

v. 
 

P2I LTD, 
Patent Owner. 
____________ 

 
IPR2020-00478 

Patent 8,389,070 B2 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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IPR2020-00478 
Patent 8,389,070 B2 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in this case.  Ex. 3100.  The request was referred to Mr. Hirshfeld, 

Commissioner for Patents, Performing the Functions and Duties of the Under 

Secretary of Commerce for Intellectual Property and Director of the United States 

Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision is the final decision of the agency. 
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IPR2020-00478 
Patent 8,389,070 B2 
 

3 
 

For PETITIONER: 

Andrew Dufresne 
Han-Wei Chen 
Nathan Kelley 
Mengke Xing 
PERKINS COIE LLP 
dufresne-ptab@perkinscoie.com 
chen-ptab@perkinscoie.com 
kelley_nathan-ptab@perkinscoie.com 
xing-ptab@perkinscoie.com 
 
For PATENT OWNER: 
 
Paul Henkelmann 
Timothy Maloney 
FITCH EVEN TABIN & FLANNERY LLP 
phenkelmann@fitcheven.com 
tpmalo@fitcheven.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
NEENAH, INC. and AVERY PRODUCTS CORPORATION, 

Petitioner, 
 

v. 
 

JODI A. SCHWENDIMANN, 
Patent Owner. 
____________ 

 
IPR2020-00629 (Patent 7,754,042 B2) 
IPR2020-00634 (Patent 7,749,581 B2) 

 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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IPR2020-00629 (Patent 7,754,042 B2) 
IPR2020-00634 (Patent 7,749,581 B2) 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in each of the above-captioned cases.  See e.g., IPR2020-00629, 

Ex. 3100.  The requests were referred to Mr. Hirshfeld, Commissioner for Patents, 

Performing the Functions and Duties of the Under Secretary of Commerce for 

Intellectual Property and Director of the United States Patent and Trademark 

Office.   

It is ORDERED that the request for Director review in each case is denied; 

and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in each case is the final decisions of the agency. 
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IPR2020-00629 (Patent 7,754,042 B2) 
IPR2020-00634 (Patent 7,749,581 B2) 
 

3 
 

For PETITIONER: 

Joseph J. Richetti (Reg. No. 47,024) 
Ethan R. Fitzpatrick (Reg. No. 71,404) 
Abigail M. Cotton (Reg. No. 52,772) 
BRYAN CAVE LEIGHTON PAISNER LLP 
joe.richetti@bclplaw.com 
ethan.fitzpatrick@bclplaw.com  
abiail.cotton@bcllaw.com 
 
For PATENT OWNER: 
 
Devan V. Padmanabhan (Reg. No. 38,262)  
Michelle E. Dawson (Reg. No. 62,319) 
PADMANABHAN & DAWSON, PLLC 
devan@paddalawgroup.com 
michelle@paddalawgroup.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
NEENAH, INC. and AVERY PRODUCTS CORPORATION, 

Petitioner, 
 

v. 
 

JODI A. SCHWENDIMANN, 
Patent Owner. 
____________ 

 
IPR2020-00629 (Patent 7,754,042 B2) 
IPR2020-00634 (Patent 7,749,581 B2) 

 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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IPR2020-00629 (Patent 7,754,042 B2) 
IPR2020-00634 (Patent 7,749,581 B2) 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in each of the above-captioned cases.  See e.g., IPR2020-00629, 

Ex. 3100.  The requests were referred to Mr. Hirshfeld, Commissioner for Patents, 

Performing the Functions and Duties of the Under Secretary of Commerce for 

Intellectual Property and Director of the United States Patent and Trademark 

Office.   

It is ORDERED that the request for Director review in each case is denied; 

and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in each case is the final decisions of the agency. 
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IPR2020-00629 (Patent 7,754,042 B2) 
IPR2020-00634 (Patent 7,749,581 B2) 
 

3 
 

For PETITIONER: 

Joseph J. Richetti (Reg. No. 47,024) 
Ethan R. Fitzpatrick (Reg. No. 71,404) 
Abigail M. Cotton (Reg. No. 52,772) 
BRYAN CAVE LEIGHTON PAISNER LLP 
joe.richetti@bclplaw.com 
ethan.fitzpatrick@bclplaw.com  
abiail.cotton@bcllaw.com 
 
For PATENT OWNER: 
 
Devan V. Padmanabhan (Reg. No. 38,262)  
Michelle E. Dawson (Reg. No. 62,319) 
PADMANABHAN & DAWSON, PLLC 
devan@paddalawgroup.com 
michelle@paddalawgroup.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
STAHLS’ INC., 

Petitioner, 
 

v. 
 

JODI A. SCHWENDIMANN, f/k/a JODI A. DALVEY,  
and NUCOAT, INC. 

Patent Owner. 
____________ 

 
IPR2020-00635 (Patent 7,754,042 B2) 
IPR2020-00644 (Patent 7,749,581 B2) 

____________ 
 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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IPR2020-00635 (Patent 7,754,042 B2) 
IPR2020-00644 (Patent 7,749,581 B2) 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in each of the above-captioned cases.  See, e.g., IPR2020-00635, 

Ex. 3100.  The requests were referred to Mr. Hirshfeld, Commissioner for Patents, 

Performing the Functions and Duties of the Under Secretary of Commerce for 

Intellectual Property and Director of the United States Patent and Trademark 

Office.   

It is ORDERED that the request for Director review in each case is denied; 

and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in each case is the final decision of the agency. 
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IPR2020-00635 (Patent 7,754,042 B2) 
IPR2020-00644 (Patent 7,749,581 B2) 
 

3 
 

For PETITIONER: 

Glenn E. Forbis 
Matthew L. Cutler 
James B. Luchsinger 
Jewell N. Briggs 
HARNESS DICKEY & PIERCE, P.L.C. 
gforbis@hdp.com 
mcutler@hdp.com 
bluchsinger@hdp.com 
jbriggs@hdp.com 
 
For PATENT OWNER: 
 
Devan V. Padmanabhan (Reg. No. 38,262)  
Michelle E. Dawson (Reg. No. 62,319) 
PADAMANABHAN & DAWSON, PLLC 
devan@paddalawgroup.com 
michelle@paddalawgroup.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
AMERICAN EXPRESS COMPANY AND AMERICAN EXPRESS 

TRAVEL RELATED SERVICES COMPANY, INC., 
Petitioner, 

 
v. 
 

SIGNATURE SYSTEMS, LLC, 
Patent Owner. 
____________ 

 
CBM2018-00035 

Patent 8,423,402 C1 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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CBM2018-00035 
Patent 8,423,402 C1 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in the above-captioned case.  Ex. 3100.  The request was referred to 

Mr. Hirshfeld, Commissioner for Patents, Performing the Functions and Duties of 

the Under Secretary of Commerce for Intellectual Property and Director of the 

United States Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in this case is the final decision of the agency. 
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CBM2018-00035 
Patent 8,423,402 C1 
 

3 
 

For PETITIONER: 

Todd Siegel  
John Vandenberg  
Robert Cruzen  
KLARQUIST SPARKMAN, LLP  
todd.siegel@klarquist.com 
john.vandenberg@klarquist.com 
rob.cruzen@klarquist.com 
 
For PATENT OWNER: 
 
Edward Pennington   
Ryan Varnum  
John Moy  
SMITH, GAMBRELL & RUSSELL, LLP  
epennington@sgrlaw.com 
rvarnum@sgrlaw.com 
jmoy@sgrlaw.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
RUST-OLEUM CORPORATION and  

RPM INTERNATIONAL, INC., 
Petitioner, 

 
v. 
 

ALAN STUART, TRUSTEE FOR THE CECIL G. STUART AND  
DONNA M. STUART REVOCABLE LIVING TRUST AGREEMENT and  

CDS DEVELOPMENT LLC, 
Patent Owner. 
____________ 

 
IPR2017-02158 

Patent 6,669,991 B2 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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IPR2017-02158 
Patent 6,669,991 B2 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in this case.  Ex. 3100.  The request was referred to Mr. Hirshfeld, 

Commissioner for Patents, Performing the Functions and Duties of the Under 

Secretary of Commerce for Intellectual Property and Director of the United States 

Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in this case is the final decision of the agency. 
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IPR2017-02158 
Patent 6,669,991 B2 
 

3 
 

For PETITIONER: 

Grantland Drutchas 
Ann C. Palma 
MCDONNELL BOEHNEN HULBERT & BERGHOFF LLP 
drutchas@mbhb.com 
palma@mbhb.com 
 
For PATENT OWNER: 
 
Jonathan K. Waldrop 
Marcus A. Barber 
KASOWITZ BENSON TORRES LLP 
jwaldrop@kasowitz.com 
mbarber@kasowitz.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
UNIFIED PATENTS INC., 

Petitioner, 
 

v. 
 

FALL LINE PATENTS, LLC, 
Patent Owner. 
____________ 

 
IPR2018-00043  

Patent 9,454,748 B2 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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IPR2018-00043  
Patent 9,454,748 B2 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in this case.  Ex. 3100.  The request was referred to Mr. Hirshfeld, 

Commissioner for Patents, Performing the Functions and Duties of the Under 

Secretary of Commerce for Intellectual Property and Director of the United States 

Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in this case is the final decision of the agency. 
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IPR2018-00043  
Patent 9,454,748 B2 
 

3 
 

For PETITIONER: 

David W. O’Brien  
Raghav Bajaj  
Roshan Mansinghani  
David L. McCombs  
HAYNES AND BOONE, LLP  
david.obrien.ipr@haynesboone.com  
raghav.bajaj.ipr@haynesboone.com  
roshan@unifiedpatents.com  
david.mccombs.ipr@haynesboone.com  
 
Jonathan Stroud  
Jonathan Bowser  
UNIFIED PATENTS INC.  
jonathan@unifiedpatents.com  
jbowser@unifiedpatents.com 
 
For PATENT OWNER: 
 
Terry L. Watt  
CROWE & DUNLEVY  
terry.watt@crowedunlevy.com  
 
Matthew J. Antonelli  
Michael E. Ellis  
Larry D. Thompson, Jr.  
Zachariah Harrington  
ANTONELLI, HARRINGTON & THOMPSON LLP  
matt@ahtlawfirm.com  
michael@ahtlawfirm.com 
larry@ahtlawfirm.com 
zac@ahtlawfirm.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
ARISTOCRAT TECHNOLOGIES, INC., 

Petitioner, 
 

v. 
 

HIGH 5 GAMES, LLC, 
Patent Owner. 
____________ 

 
IPR2018-00529  

Patent 9,022,852 B1 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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IPR2018-00529  
Patent 9,022,852 B1 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in this case.  Ex. 3100.  The request was referred to Mr. Hirshfeld, 

Commissioner for Patents, Performing the Functions and Duties of the Under 

Secretary of Commerce for Intellectual Property and Director of the United States 

Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in this case is the final decision of the agency. 
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IPR2018-00529  
Patent 9,022,852 B1 
 

3 
 

For PETITIONER: 

David Garr  
Peter Chen  
Kevin Richards 
COVINGTON & BURLING LLP  
dgarr@cov.com 
pchen@cov.com 
krichards@cov.com 
 
For PATENT OWNER: 
 
Joshua Goldberg  
Luke McCammon  
FINNEGAN, HENDERSON, FARABOW, GARRETT & DUNNER, LLP  
joshua.goldberg@finnegan.com 
luke.mccammon@finnegan.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
INGENICO INC., 

Petitioner, 
 

v. 
 

 IOENGINE, LLC,  
Patent Owner. 
____________ 

 
IPR2019-00416 (Patent 8,539,047 B2) 
IPR2019-00879 (Patent 9,059,969 B2) 
 IPR2019-00929 (Patent 9,774,703 B2) 

____________ 
 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

 

ORDER 
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IPR2019-00416 (Patent 8,539,047 B2) 
IPR2019-00879 (Patent 9,059,969 B2) 
IPR2019-00929 (Patent 9,774,703 B2) 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in each of the above-captioned cases.  Ex. 3100.  The requests were 

referred to Mr. Hirshfeld, Commissioner for Patents, Performing the Functions and 

Duties of the Under Secretary of Commerce for Intellectual Property and Director 

of the United States Patent and Trademark Office.   

It is ORDERED that the request for Director review in each case is denied; 

and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in each case is the final decision of the agency. 
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IPR2019-00416 (Patent 8,539,047 B2) 
IPR2019-00879 (Patent 9,059,969 B2) 
IPR2019-00929 (Patent 9,774,703 B2) 
 

3 
 

For PETITIONER: 

Robert M. Asher  
Timothy M. Murphy  
Kerry L. Timbers  
Lawrence M. Green  
Sharona H. Sternberg  
Lena M. Cavallo  
SUNSTEIN KANN MURPHY AND TIMBERS 
rasher@sunsteinlaw.com 
tmurphy@sunsteinlaw.com 
ktimbers@sunsteinlaw.com 
lgreen@sunsteinlaw.com 
ssternberg@sunsteinlaw.com 
lcavallo@sunsteinlaw.com 
 
For PATENT OWNER: 
 
Michael A. Fisher  
Derek J. Brader  
Robert W. Ashbrook  
Noah M. Leibowitz  
Gregory T. Chuebon  
Jacob R. Porter 
DECHERT LLP  
michael.fisher@dechert.com  
derek.brader@dechert.com  
robert.ashbrook@dechert.com  
noah.leibowitz@dechert.com  
greg.chuebon@dechert.com 
jacob.porter@dechert.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
UNIFIED PATENTS, INC., 

Petitioner, 
 

v. 
 

 CARUCEL INVESTMENTS, L.P.,  
Patent Owner. 
____________ 

 
IPR2019-01079  

Patent 7,979,023 B2 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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IPR2019-01079  
Patent 7,979,023 B2 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in the above-captioned case.  Ex. 3100.  The request was referred to 

Mr. Hirshfeld, Commissioner for Patents, Performing the Functions and Duties of 

the Under Secretary of Commerce for Intellectual Property and Director of the 

United States Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision is the final decision of the agency. 
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For PETITIONER: 

Michelle A. Callaghan 
Roshan Mansinghani 
UNIFIED PATENTS INC. 
michelle@unifiedpatents.com 
roshan@unifiedpatents.com 
 
Raghav Bajaj  
David L. McCombs 
HAYNES AND BOONE, LLP 
Raghav.bajaj.ipr@haynesboone.com 
David.mccombs.ipr@haynesboone.com 
 
For PATENT OWNER: 
 
R. Scott Rhoades 
Sanford E. Warren, Jr. 
WARREN RHOADES LLP 
srhoades@wriplaw.com 
swarren@wriplaw.com 
 
Charles D. Gavrilovich, Jr. 
GAVRILOVICH, DODD & LINDSEY, LLP 
chuck@gdllawfirm.com 
 
Elvin Smith 
LAW OFFICES OF ELVIN E. SMITH III PLLC 
esmith@eeslaw.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
VOLKSWAGEN GROUP OF AMERICA, INC., 

Petitioner, 
 

v. 
 

 CARUCEL INVESTMENTS, L.P.,  
Patent Owner. 
____________ 

 
IPR2019-01101 (Patent 7,221,904 B1) 
IPR2019-01102 (Patent 7,848,701 B2) 
IPR2019-01103 (Patent 7,979,023 B2) 
 IPR2019-01105 (Patent 8,718,543 B2) 

____________ 
 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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IPR2019-01101 (Patent 7,221,904 B1) 
IPR2019-01102 (Patent 7,848,701 B2) 
IPR2019-01103 (Patent 7,979,023 B2) 
IPR2019-01105 (Patent 8,718,543 B2) 
 

2 
 

The Office has received a request for Director review of the Final Written 

Decision in each of the above-captioned cases.  Ex. 3100.  The requests were 

referred to Mr. Hirshfeld, Commissioner for Patents, Performing the Functions and 

Duties of the Under Secretary of Commerce for Intellectual Property and Director 

of the United States Patent and Trademark Office.   

It is ORDERED that the request for Director review in each case is denied; 

and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in each case is the final decision of the agency. 

 

  

F-119

Case: 20-1399      Document: 111     Page: 178     Filed: 12/17/2021



IPR2019-01101 (Patent 7,221,904 B1) 
IPR2019-01102 (Patent 7,848,701 B2) 
IPR2019-01103 (Patent 7,979,023 B2) 
IPR2019-01105 (Patent 8,718,543 B2) 
 

3 
 

 

For PETITIONER: 

Ryan C. Richardson 
Michael D. Specht 
Lauren C. Schleh 
Daniel E. Yonan 
STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C. 
rrichardson-ptab@sternekessler.com 
mspecht-ptab@sternekessler.com 
lschleh-ptab@sternekessler.com 
dyonan-ptab@sternekessler.com 
 
 
For PATENT OWNER: 
 
R. Scott Rhoades 
Sanford Warren 
WARREN RHOADES, LLP 
srhoades@wriplaw.com 
awarren@wriplaw.com 
 
Charles Gavrilovich 
GAVRILOVICH, DODD & LINDSEY, LLP 
chuck@gdllawfirm.com 
 
Elvin Smith 
LAW OFFICES OF ELVIN E. SMITH III PLLC 
esmith@eeslaw.com 

F-120

Case: 20-1399      Document: 111     Page: 179     Filed: 12/17/2021



Trials@uspto.gov                                     Paper 31 
571.272.7822                      Entered: December 6, 2021 
 
 

UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
NEENAH, INC. and AVERY PRODUCTS CORPORATION, 

Petitioner, 
 

v. 
 

JODI A. SCHWENDIMANN, f/k/a JODI A. DALVEY, and  
NUCOAT, INC., 

Patent Owner. 
 

IPR2020-00628 
Patent RE41,623 E 

____________ 
 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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The Office has received a request for Director review of the Final Written 

Decision in the above-captioned case.  Ex. 3100.  The request was referred to 

Mr. Hirshfeld, Commissioner for Patents, Performing the Functions and Duties of 

the Under Secretary of Commerce for Intellectual Property and Director of the 

United States Patent and Trademark Office.   

It is ORDERED that the request for Director review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in this case is the final decision of the agency. 
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For PETITIONER: 

Joseph Richetti  
Ethan Fitzpatrick  
Bryan Cave Leighton Paisner LLP  
joe.richetti@bryancave.com 
ethan.fitzpatrick@bryancave.com 
Abigail Cotton  
abigail.cotton@bclplaw.com 
 
For PATENT OWNER: 
 
Devan V. Padmanabhan  
Michelle E. Dawson  
Britta S. Loftus (admitted pro hac vice) 
Padmanabhan & Dawson, PLLC 
devan@paddalawgroup.com 
michelle@paddalawgroup.com 
britta@paddalawgroup.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
STAHLS’ INC., 

Petitioner, 
 

v. 
 

JODI A. SCHWENDIMANN, f/k/a JODI A. DALVEY, and 
NUCOAT, INC., 

Patent Owner. 
 

IPR2020-00633 
IPR2020-00641  

Patent RE41,623 E 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

 

ORDER 
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The Office has received a request for Director review of the Final Written 

Decision in each of the above-captioned cases.  See, e.g., IPR2020-00633, 

Ex. 3100.  The requests were referred to Mr. Hirshfeld, Commissioner for Patents, 

Performing the Functions and Duties of the Under Secretary of Commerce for 

Intellectual Property and Director of the United States Patent and Trademark 

Office.   

It is ORDERED that the request for Director review in each case is denied; 

and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in each case is the final decision of the agency. 
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For PETITIONER: 

Glenn E. Forbis (Reg. No. 40,610) 
James B. Luchsinger (Reg. No. 73,705) 
Jewell Briggs (Reg. No. 77,298) 
Mathew L. Cutler (Reg. No. 43,574) 
HARNESS, DICKEY & PIERCE PLC 
gforbis@hdp.com 
mcutler@hdp.com 
bluchsinger@hdp.com 
jbriggs@hdp.com 
 
For PATENT OWNER: 
 
Devan V. Padmanabhan (Reg. No. 38,262)  
Michelle E. Dawson (Reg. No. 62,319) 
Britta S. Loftus (admitted pro hac vice) 
PADMANABHAN & DAWSON, PLLC 
devan@paddalawgroup.com 
michelle@paddalawgroup.com 
britta@paddalawgroup.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
AXONICS, INC., 

Petitioner, 
 

v. 
 

 MEDTRONIC, INC.,  
Patent Owner. 
____________ 

 
IPR2020-00679 (Patent 8,626,314 B2) 
 IPR2020-00715 (Patent 8,036,756 B2) 

____________ 
 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 

 

 

ORDER 
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The Office has received a request for Director review of the Final Written 

Decision in each of the above-captioned cases.  Ex. 3100.  The requests were 

referred to Mr. Hirshfeld, Commissioner for Patents, Performing the Functions and 

Duties of the Under Secretary of Commerce for Intellectual Property and Director 

of the United States Patent and Trademark Office.   

It is ORDERED that the request for Director review in each case is denied; 

and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in each case is the final decision of the agency. 
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For PETITIONER: 

James Isbester  
Babak Sani  
KILPATRICK TOWNSEND & STOCKTON LLP  
jisbester@kilpatricktownsend.com  
bssani@kilpatricktownsend.com 
 
For PATENT OWNER: 
 
Naveen Modi  
Chetan Bansal  
PAUL HASTINGS LLP  
naveenmodi@paulhastings.com  
chetanbansal@paulhastings.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
ASCEND PERFORMANCE MATERIALS OPERATIONS LLC, 

Petitioner, 
 

v. 
 

SAMSUNG SDI CO., LTD., 
Patent Owner. 
____________ 

 
IPR2020-00349 

Patent 9,819,057 B2 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 
 
 

 
ORDER 
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Samsung SDI Co., Ltd. (“Patent Owner”) requests Director review of the 

Patent Trial and Appeal Board (“Board”) Final Written Decision determining all 

challenged claims of U.S. Patent No. 9,819,057 B2 (“the ’057 patent”) 

unpatentable (Paper 53, “Decision” or “Dec.”).  Paper 54; Ex. 3100.  In the Final 

Written Decision, the Board found claims 1–5 and 13–17 unpatentable as 

anticipated by the Shimura1 reference and as having been obvious over the Fujii2 

and Yamada3 references.  See Dec. 37 (summary table setting forth the Board’s 

unpatentability conclusions).  Patent Owner argues that Director review is 

appropriate because:  (1) the Board “erred in failing to separately consider species 

claims 5 and 17” of the ’057 patent, which are entitled to the provisional priority 

date and which antedate the Shimura reference; (2) the Board’s obviousness 

ground of unpatentability over the Fujii and Yamada references “materially 

differed” from the ground asserted in the Petition; (3) the Board “improperly 

ignored the [specification of] the ’057 patent” and the prosecution history in 

reaching its conclusion of obviousness over Fujii and Yamada; and (4) the Board 

overlooked Patent Owner’s arguments against Yamada when considering the 

obviousness ground of unpatentability.  Paper 54, 5, 8, 12, 14–15.       

I have considered Patent Owner’s request.  I determine that Director review 

should be granted as to Patent Owner’s first argument because “[p]atent claims are 

awarded priority on a claim-by-claim basis based on the disclosure in the priority 

applications,” Lucent Techs., Inc. v. Gateway, Inc., 543 F.3d 710, 718 (Fed. Cir. 

2008), and the Board’s Decision did not specifically address claims 5 and 17.  

Dec. 19–20.  The case is thus remanded to the Board to address whether claims 5 

                                                           
1 WO 2012-029388, published March 8, 2012 (Ex. 1004; Ex. 1005 (English 
translation)). 
2 EP 2 120 279 A1, published November 18, 2009 (Ex. 1006). 
3 US 2011/0311864 A1, published December 22, 2011 (Ex. 1026).  
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and 17 of the ’057 patent are entitled to the September 7, 2012, priority date of the 

provisional application and to address the patentability of claims 5 and 17 in view 

of the appropriate filing date, in light of the existing record.  Director review is 

denied as to Patent Owner’s second through fourth arguments.    

Accordingly, based on the foregoing, it is: 

ORDERED that the Board’s Final Written Decision (Paper 53) is vacated; 

and 

FURTHER ORDERED that the Board shall issue a new final written 

decision that also addresses whether claims 5 and 17 of the ’057 patent are entitled 

to the September 7, 2012, priority date of the provisional application and the 

patentability of claims 5 and 17 in view of the appropriate filing date.   
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For PETITIONER: 
 
Justin L Krieger 
Nicoletta Kennedy 
KILPATRICK TOWNSEND & STOCKTON LLP 
jkrieger@kilpatricktownsend.com 
nkennedy@kilpatricktownsend.com 
 
For PATENT OWNER: 
 
Kyle W. Kellar 
Justin O. Ehresmann 
LEWIS ROCA ROTHGERBER CHRISTIE LLP 
kkellar@lewisroca.com 
jehresmann@lewisroca.com 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

  
BEFORE THE OFFICE OF THE UNDERSECRETARY AND DIRECTOR OF 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
PROPPANT EXPRESS INVESTMENTS, LLC, 

PROPPANT EXPRESS SOLUTIONS, LLC, 
Petitioner, 

 
v. 
 

OREN TECHNOLOGIES, LLC, 
Patent Owner. 
____________ 

 
IPR2018-00733 

Patent 9,440,785 B2 
____________ 

 
 
Before ANDREW HIRSHFELD, Commissioner for Patents, Performing the 
Functions and Duties of the Under Secretary of Commerce for Intellectual 
Property and Director of the United States Patent and Trademark Office. 
 
 
 

 
ORDER 
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2 
 

Oren Technologies, LLC (“Patent Owner”) requests Director review of the 

Patent Trial and Appeal Board (“Board”) Final Written Decision determining all 

challenged claims of U.S. Patent No. 9,440,785 B2 (“the ’785 patent”) 

unpatentable (Paper 80, “Decision” or “Dec.”).  Paper 94; Ex. 3100.  In the Final 

Written Decision, the Board found claims 1, 3, 6, 9, 10, 13, and 15 unpatentable as 

having been obvious over the Sheesley,1 Hurst,2 Harris ’5543 or Harris ’809,4 and 

Luharuka5 references.  See Dec. 63.  The Board found claims 7, 8, 11, 14, 16–19, 

and 21–23 unpatentable as having been obvious over the Sheesley, Hurst, Harris 

’554 or Harris ’809, Wietgrefe,6 and Luharuka references.  See id.  The Board 

declined to give weight to Patent Owner’s objective evidence of nonobviousness 

because the Board determined that Petitioner rebutted Patent Owner’s presumption 

of nexus by showing that Patent Owner’s commercial success and industry praise 

were the result of additional, unclaimed features of the Sandbox Product.  Id. at 

58–62.   

Patent Owner argues that Director review is appropriate because the Board 

erred by failing to give appropriate weight to Patent Owner’s objective evidence of 

nonobviousness.  Paper 94, 1–2, 7–9.  Patent Owner argues that the Board applied 

a similar analysis in its final written decision in Proppant Express Investments, 

LLC v. Oren Technologies, LLC, IPR2017-01918, Paper 83 (PTAB Feb. 14, 2019), 

which the U.S. Court of Appeals for the Federal Circuit vacated and remanded for 

further analysis of objective evidence of nonobviousness.  See Paper 94, 9–12 

                                                           
1 US 2013/0206415 A1, published August 15, 2013 (Ex. 1003). 
2 US 5,413,154, issued May 9, 1995 (Ex. 1004). 
3 US 2014/0083554 A1, published March 27, 2014 (Ex. 1007). 
4 US 2016/0332809 A1, published November 17, 2016 (Ex. 1008). 
5 US 9,624,036 B2, issued April 18, 2017 (Ex. 1006). 
6 US 8,387,824 B2, issued March 5, 2013 (Ex. 1005).  
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(citing Oren Techs., LLC v. Proppant Express Invs. LLC, No. 2019-1778, 2021 

WL 3120819, at *7–8 (Fed. Cir. July 21, 2021) (unpublished) (finding that “failure 

to address the Sandbox container-specific evidence [of nonobviousness] was legal 

error by the Board”) (“Oren Techs.”).     

I have considered Patent Owner’s request.  The Board’s analysis of Patent 

Owner’s objective evidence of nonobviousness in this case is substantially similar 

to the Board’s analysis at issue in the Federal Circuit case noted above.  As such, I 

grant Director review for the Board to address Patent Owner’s objective evidence 

of nonobviousness in light of the Federal Circuit’s decision in Oren Techs.  

Accordingly, this case is remanded to the Board to weigh any evidence of record 

showing that the patented invention itself, in addition to any unclaimed elements, 

contributes to the commercial success and praise of the Sandbox Product.  See 

Oren Techs., 2021 WL 3120819, at *7.    

Accordingly, based on the foregoing, it is: 

ORDERED that the Board’s Final Written Decision (Paper 80) is vacated; 

and 

FURTHER ORDERED that the Board shall issue a new final written 

decision that addresses Patent Owner’s objective evidence of nonobviousness as to 

the patented invention’s contributions to the commercial success and praise of the 

Sandbox Product.   
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For PETITIONER: 
 
Mark T. Garrett 
Catherine Garza 
Jeremy B. Albright 
Jeffrey P. Kitchen 
Charles B. Walker, Jr. 
MARK T. GARRETT, NORTON ROSE FULBRIGHT US LLP 
mark.garrett@nortonrosefulbright.com 
cat.garza@nortonrosefulbright.com 
jeremy.allbright@nortonrosefulbright.com 
jeff.kitchen@nortonrosefulbright.com 
charles.walker@nortonrosefulbright.com 
 
 
For PATENT OWNER: 
 
Gianni Cutri 
KIRKLAND & ELLIS LLP 
gcutri@kirkland.com 
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