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I. INTRODUCTION 

On January 31, 2018, the Board instituted inter partes review of all claims of 

U.S. Patent No. 7,975,305 (“the ‘305 patent”) on one of the two grounds of 

unpatentability raised in the Petition.  See Paper 10.  The Board denied institution 

under 35 U.S.C. § 325(d) on the second ground advanced in the Petition, finding 

that “Freund was considered extensively by the Office during prosecution” and that 

it did “not find it productive to reconsider patentability of the claims over Freund, 

even in combination with Chandnani.”  Id. at 25.   

Following the Supreme Court’s decision in SAS Institute, Inc. v. Iancu, 138 

S.Ct. 1348 (2018) and the USPTO’s issuance of “Guidance on the Impact of SAS 

on AIA Trial Proceedings,”(“Guidance”) the Board modified its Decision on 

Institution to include the ground previously denied under § 325(d).  Paper 19 

(“Modified Institution Order”) at 2.  Nevertheless, the Board continued to opine 

that it would not be “productive” to consider this ground and “direct[ed] the parties 

to meet and confer to determine whether agreement can be reached to withdraw the 

Freund-based challenges from the proceeding.”  Id. at 3.  Indeed, one of the three 

panel members dissented from the decision, stating that the record weighed in 

favor of dismissing the proceedings altogether.  Id. at 5–7.   

Patent Owner hereby requests Rehearing of the Board’s Order modifying the 

institution decision.  Contrary to the USPTO’s guidance, SAS does not require the 

Board to institute trial on all grounds raised in a petition for inter partes review, so 

Patent Owner requests rescission of the Modified Institution Order.  In the event 

that the PTAB deems SAS to prohibit partial institution of grounds, Patent Owner 
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requests that the Board deny the petition in full or issue an order that it will 

incorporate by reference its analysis of the ground denied under 35 U.S.C. § 325(d) 

into its Final Written Decision in this case.  

II. AN EXPANDED PANEL IS REQUESTED 

An expanded panel is warranted in this case as it “involves an issue of 

exceptional importance”—namely, the viability of the PTAB’s Guidance in view 

of the thorny transitional issues currently proliferating as well as whether the 

guidance will result in a sustainable system for cases first filed post-SAS.  PTAB 

Standard Operating Procedure 1 (Revision 14) at 3.  This case is an ideal vessel for 

considering the viability of the Board’s initial Guidance because it only concerns 

whether the PTAB should continue issuing institution decisions on a ground-by-

ground and, if not, what procedural safeguards should be in place to prevent abuse 

of the system and to avoid rendering key portions of the statutory scheme, 

including §§ 325(d) and 314(a), useless.  

III. REHEARING IS APPROPRIATE  

Rehearing in this case is appropriate despite the subject matter of this 

request not having been “previously addressed in a motion, an opposition, or a 

reply.”  37 C.F.R. § 42.71(d).  Upon the Supreme Court’s SAS decision, Patent 

Owner timely requested the opportunity to address the intervening change in law, 

which was denied in view of the release of the Guidance on this issue.  See Paper 

19 at 2–3.  Accordingly, Patent Owner attempted to raise these issues, which 

would have been appropriately filed in the Preliminary Response, in a timely 

manner, and should not be denied on that basis. Indeed, the Board has granted at 
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least one other rehearing request to address SAS issues where the issues were not 

raised in an earlier paper, finding no waiver.  See Kingston Tech. Co. v. Polaris 

Innovations Ltd., IPR2016-01622, Paper 42 at 6 (P.T.A.B. June 11, 2018).  

IV. THE SAS DECISION DOES NOT REQUIRE INSTITUTION ON ALL 
GROUNDS 

On April 24, 2018, the Supreme Court held that “when §318(a) says the 

Board’s final written decision ‘shall’ resolve the patentability of ‘any patent claim 

challenged by the petitioner,’ it means the Board must address every claim the 

petitioner has challenged, prohibiting partial claim institution.  SAS, 138 S.Ct. at 

1354 (emphasis original).  The decision, however, does not pass judgment 

regarding the propriety of the other type of partial institution decision—namely, 

where the Board chooses to decline institution on fewer than all “grounds of 

unpatentability.”  See id. at 1359-60.  To be sure, the majority opinion includes 

some dicta suggesting that these two types of partial institution ought to be 

conflated.  Relying on that dicta, the Federal Circuit recently took a tentative step 

in the direction of conflating the two issues as well, albeit admitting that the issue 

was not fully briefed or settled.  See id. at 1356; see also PGS Geophysical AS v. 

Iancu, Nos. 2016-02470, 2016-2472, 2016-2474, 2018 WL 2727663, at *3-4 (Fed. 

Cir. June 7, 2018).   

In this case, the Board modified its institution decision in this case pursuant 

to the Guidance, finding that the Director will no longer exercise the power to 

institute trial on fewer than all grounds raised in a Petition.  However, this 

guidance is not demanded by the SAS decision and will have significant negative 
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effects on the ability of the PTAB to utilize the full statutory schema of the AIA.  

For example, because there is no limit on the number of IPR challenges a 

Petitioner is permitted to file against a patent, petitioners are free to split proposed 

grounds of unpatentability over two or more petitions.  However, when a single 

petition raises multiple grounds, there is a risk—actualized in this case—that the 

PTAB will be compelled to institute a trial on non-meritorious, harassing, or 

otherwise deficient grounds. 

Patent Owner does not believe that such a result is required by law or in the 

best interest of the parties in this case or the PTAB bar more generally.  However, 

if the PTAB intends to continue following the Guidance, it should either err on the 

side of denying petitions1 that raise grounds that do not meet the threshold for 

institution or follow the framework outlined below.   

V. PROPOSED INSTITUTION PROCEDURE  

In the event that the USPTO decides that SAS applies to all types of partial 

institution, the Board should issue an Order indicating that it will incorporate by 

reference its analysis regarding grounds that do not meet the threshold for 

institution—here the ground originally denied institution under § 325(d)—into its 

Final Written Decision and optionally hold a preliminary hearing regarding the 

scope of trial.   

                                           
1 In particular, any attempts to game the system post-SAS (e.g. by proposing 

grounds with non-coextensive sets of challenged claims) should be discouraged by 

fully denying the petition. 
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A. The Board Should Incorporate By Reference Its Institution 
Decision Analysis  

35 U.S.C. § 316 gives the Director wide latitude to determine how inter 

partes review are to be conducted, and the regulations passed pursuant to § 316 do 

not require that the Board hear evidence directed to every instituted ground and 

claim during the proceedings.  See 37 C.F.R. § 42.120 (“A patent owner may file a 

response to the petition addressing any ground for unpatentability not already 

denied.”) (emphasis added).   

Accordingly, it would be appropriate for the Board’s Institution Decision to 

indicate that—unless the Patent Owner chooses to address the merits of grounds 

that do not meet the threshold for institution in its Patent Owner Response—it will 

incorporate by reference or repeat its Institution Decision analysis in the Final 

Written Decision.  Such a solution would comport with the Federal Circuit’s 

dictate that “an agency may not change theories in midstream without giving 

respondents reasonable notice of the change and the opportunity to present 

argument under the new theory” because the parties would be permitted to rely on 

the Board’s assurance that its Final Written Decision regarding otherwise non-

institutable grounds would be unchanged from the analysis presented in the 

Institution Decision.  Belden Inc. v. Berk-Tek LLC, 805 F.3d 1064, 1080 (Fed. Cir. 

2015) (internal citations omitted).  Additionally, this solution would satisfy the 

requirement under 35 U.S.C. § 318(a) for the Board to “issue a final written 

decision with respect to the patentability of any patent claim challenged by the 

petitioner.”  Many benefits would flow from this procedure. 

First, as this case demonstrates, there is a significant risk that grounds that 



 

6 

should be denied institution under 35 U.S.C. §§ 325(d) and/or 314(a) will be 

allowed to piggy-back on more meritorious challenges.  Under the full-institution, 

full-review paradigm laid out in the Board’s Modified Institution Order and 

envisioned by the Guidelines, Patent Owners will be forced to defend against the 

very types of harassing challenges that these sections of the America Invents Act 

were designed to prevent, namely to “prevent parties from mounting attacks on 

patents that raise issues that are substantially the same as issues that were already 

before the Office with respect to the patent.”  157 Cong. Rec. S1360 at S1376 

(Mar. 8, 2011) (remarks of Senator Jon Kyl); H.R. Rep. No. 112-98, pt. 1, at 48 

(2011) (warning the AIA’s procedures should not be used as tools for harassment).   

On the other hand, incorporation by reference the portions of an institution 

decision explaining why one or more grounds does not meet the threshold for 

institution provides for “the integrity of the patent system, the efficient 

administration of the Office, and the ability of the Office to timely complete 

proceedings instituted under this chapter.”  35 U.S.C. § 316(b).  Under the 

proposed procedure parties will be free to focus only on the grounds deemed to 

meet the institution threshold without risking waiver of arguments for appeal.  See 

In re: Nuvasive, Inc., 842 F.3d 1376, 1380-81 (Fed. Cir. 2016) (finding arguments 

not maintained in a Patent Owner Response waived on appeal).  This is because the 

portions of the Final Written Decision that address the patentability of grounds not 

meeting the institution threshold will necessarily be based solely on the pre-

institution record.  Moreover, maintaining minimum institution standards in this 

way will promote the filing of strong, narrowly-tailored petitions.   



 

7 

Second, the proposed procedure would encourage the Board to continue 

issuing full, well-reasoned institution decisions without the inefficiencies of 

pursuing a full trial on meritless grounds or taking the relatively drastic measure of 

fully denying a Petition in circumstances like those presented in this case.  For 

example, Patent Owner believes that its proposed procedure is far more fair and 

efficient than Justice Ginsberg’s proposal for “Petitioners . . . to file new or 

amended petitions shorn of challenges the Board finds unworthy of inter partes 

review” especially given the interplay between the 35 U.S.C. § 315(b) bar and the 

six-month period between the filing of a petition and the Board’s institution 

decision.  SAS, 138 S.Ct. at 1360 (Ginsburg, J., dissenting).   

In the current full-institution, full-review paradigm, however, such well-

reasoned Institution Decisions introduce a significant new prejudice to patent 

owners.  The opportunity given to petitioners to have the last say in PTAB 

proceedings, in the form a Petitioner Reply, is already fraught given the subjective 

questions regarding what arguments and evidence are within the proper scope of 

reply.  Providing petitioners with a full explanation of the petition’s deficiencies 

will only make matters worse and tip the scales too far towards petitioners, who 

will be encouraged to introduce new evidence at various points during the 

proceeding, such as during the deposition of its expert(s) in the Petitioner’s Reply, 

accompanied or not by a new expert declaration, or at the Oral Hearing.   

Third, the PTAB and PTAB bar will benefit from the reviewability of issues 

bearing on institution threshold determinations.  Because “determination[s] by the 

Director whether to institute an inter partes review under this section shall be final 
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and nonappealable,” many questions bearing on threshold issues, such as those 

implicating 35 U.S.C. §§ 314(d) and 325(d), 37 C.F.R. § 42.104, will be subject to 

appellate review for instituted cases.  While petitions that are denied institution 

would still be subject to the non-appealability provision of § 314(d), parties will 

benefit from increased uniformity brought to bear by appellate review or 

previously non-reviewable issues.  Indeed, petitioners will benefit from the 

reviewability of threshold institution decisions in many cases in which no review 

was available before.  

Fourth, one benefit of the SAS decision as interpreted by the Guidance 

appears likely to be increased clarity regarding the scope of estoppel under 

35 U.S.C. § 315(e) because all grounds raised in a petition will either be instituted 

or denied.  Indeed, estoppel was forefront Judge Newman’s dissent in SAS 

Institute, Inc. v. Complementsoft, LLC., the case underlying the Supreme Court’s 

SAS decision.  See 825 F.3d 1341, 1356–59 (Fed. Cir. 2016) (Newman, J., 

dissenting) (justifying the position that partial institution frustrates the estoppel 

provisions of the AIA).  Patent Owner’s proposed procedure would preserve the 

idea that “the purpose of the estoppel is to ‘completely substitute’ for the same 

issues in litigation.”  Id. at 1358 (citing 157 Cong. Rec. S1360-94 (daily ed. March 

8, 2011) (statement of Sen. Grassley)). 

B. The Board Should Hold a Preliminary Hearing  

In addition to providing an indication that it will incorporate by reference its 

analysis regarding grounds not meeting the institution threshold into its Final 

Written Decision, the Board should also hold a preliminary hearing to narrow the 
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scope or dispose of proceedings.   

Given the more expansive scope of estoppel that will result from the SAS 

decision, petitioners may be desirous to avoid district court estoppel in 

circumstances in which the Board telegraphs that one or more grounds raised in the 

petition do not even meet the institution threshold.  A pre-institution hearing in 

which the Board informs the parties of which claims/grounds meet the institution 

threshold will enable parties to decide whether or not to avail themselves of the 

IPR process before estoppel attaches.  Indeed, this procedure would address Judge 

Newman’s recognition that “for complete denial of a petition to institute, for then 

the petitioner may proceed promptly with litigation” while ensuring that PTAB 

trials “creat[e] a ‘substitute for court litigation’ that is a ‘quick and cost effective 

alternative . . . .”  Complementsoft, 825 F.3d at 1356 (Newman, J., dissenting). 

Similarly, such a procedure could give patent owners the opportunity to 

avoid an IPR proceeding altogether if it decides to disclaim the claims challenged 

by grounds that the Board finds meet the institution threshold.  By regulation, 

patent owners have the opportunity to disclaim claims in a Preliminary Response 

or a Motion to Amend, but allowing for disclaimer in a pre-institution hearing 

would beneficially allow the parties to forego trial on grounds that raise a 

reasonable likelihood of unpatentability by permitting the patent owner to disclaim 

a subset of claims after filing the Preliminary Response but before receiving the 

institution decision.  See 37 C.F.R. §§ 42.107(e) and 42.121(a)(3).  However, there 

is no statutory reason to deny patent owners an opportunity to file a Motion to 

Disclaim claims after the proposed preliminary hearing but before institution.  
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Given the foregoing, Patent Owner suggests that the hearing be held on the 

papers in the form of (1) a pre-institution order from the Board indicating those 

claims and grounds for which Petitioner has raises a reasonable likelihood of 

success for proving unpatentability, (2) an optional Motion to Terminate from the 

Petitioner in the event that the Petitioner wishes to avoid the estoppel effects of 

35 U.S.C. § 315(e), and (3) an optional Motion to Disclaim claims from the Patent 

Owner in the event that Patent Owner wishes to disclaim one or more claims prior 

to institution. 

VI. RELIEF REQUESTED 

Patent Owner requests that the Board issue an order indicating that it will 

incorporate by reference its 325(d) analysis of the Freund in view of Chandnani 

ground into any Final Written Decision to issue in this case unless Patent Owner 

chooses to address the merits of the ground in its Patent Owner Response.   

Patent Owner also requests that the Board hold a preliminary hearing as 

proposed in § V, supra, to determine whether the issues for IPR proceedings may 

be avoided in this case. 

In the event that the Board does not agree with the proposed post-SAS 

procedure outlined herein and determine that trial must be instituted on all grounds 

or none, Patent Owner requests that the proceedings be terminated pursuant to 

35 U.S.C. § 325(d) because as recognized in the Original Institution Decision and 

the Modified Institution Decision, the Petition presented “the same or substantially 

the same prior art or arguments previously were presented to the Office.”  See 

Paper 10 at 25–26; see also Paper 19 at 3.  
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Respectfully submitted, 

Dated:  June 13, 2018  /Jeffrey H. Price/    
Jeffrey H. Price (Reg. No. 69,141) 
Kramer Levin Naftalis & Frankel LLP 
1177 Avenue of the Americas 
New York, NY 10036 
Tel: 212.715.7502   Fax: 212.715.8302 

 

(Case No. IPR2017-01738) Attorneys for Patent Owner 
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CERTIFICATE OF SERVICE 

Pursuant to 37 C.F.R. § 42.6(e), the undersigned certifies that a true and 

correct copy of the foregoing Request for Rehearing was served on June 13, 2018, 

by filing this document through the PTAB E2E System as well as delivering via 

electronic mail upon the following counsel of record for Petitioner: 
 

Nicola A. Pisano 
npisano@foley.com 

Christopher C. Bolten 
cbolten@foley.com 

 
Foley & Lardner LLP 

3579 Valley Centre Drive 
San Diego, CA 92130 

 

 /Jeffrey H. Price/     
Jeffrey H. Price (Reg. No. 69,141) 
Kramer Levin Naftalis & Frankel LLP 
1177 Avenue of the Americas 
New York, NY 10036 
Tel: 212.715.7502   Fax: 212.715.8302 


