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Apple Inc. (“Petitioner” or “Apple”) petitions for inter partes review 

(“IPR”) under 35 U.S.C. §§ 311–319 and 37 C.F.R. § 42 of claims 1, 3-5, 7, 8, 10-

16, 18, 19, 21, and 22 (“the Challenged Claims”) of U.S. Patent No. 9,203,940 

(“the ’940 patent”).  As explained in this petition, there exists a reasonable likeli-

hood that Apple will prevail with respect to at least one of the Challenged Claims. 

The Challenged Claims are unpatentable based on teachings set forth in at 

least the references presented in this petition.  Apple respectfully submits that an 

IPR should be instituted, and that the Challenged Claims should be canceled as un-

patentable. 

I. SUMMARY OF THE ’940 PATENT 

A. Brief Description 

Generally, the ’940 patent purportedly provides an integrated device having 

the functionality of both a PDA and a cellular telephone.  APPLE-1001, Abstract.  

In particular, the ’940 patent describes that the integrated device includes “a power 

button offering control of both the computing and telephony functions of the de-

vice.”  Id.  The ’940 patent describes that “pressing the power button 110 when 

there is an incoming call silences the ring or vibrate” and “if the device is off when 

a call comes in, the device is turned on, and the backlight is illuminated.”  Id., 4:6-

13.     
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The ’940 patent includes 22 claims, of which claims 1 and 12 are independ-

ent. 

B. Summary of the Prosecution History of the ’940 Patent 

The ’940 patent issued on December 1, 2015 from U.S. Patent Application 

No. 13/117,729 (“the ‘729 application”), which was filed on May 27, 2011 with 

one claim.  See APPLE-1002.  This application is a continuation of U.S. Patent 

Application Serial No. 12/163,948 filed on June 27, 2008 (now U.S. Patent No. 

8,224,379); which is a continuation of U.S. Patent Application Serial No. 

09/976,475 filed on October 12, 2001 (now U.S. Patent No. 7,395,089), which 

claims priority to U.S. Provisional Application Serial No. 60/297,817 filed on June 

11, 2001 (now expired).  Thus, the earliest priority date proclaimed by the ’940 pa-

tent is June 11, 2001 (hereinafter the “Critical Date”). 

After multiple rounds of Office Actions and amendments to the claims, the 

Patent Office ultimately allowed the application with reference to the single power 

button to (1) “silence a ring” and (2) “activate a backlight of the display” limita-

tions of the claimed method and device.  See APPLE-1002, pp. 10-16.  As de-

scribed in detail below, these claim limitations, and the other limitations recited in 

the claims of ’940 patent, are taught by the references cited herein. 

II. REQUIREMENTS FOR IPR UNDER 37 C.F.R. § 42.104 

A. Grounds for Standing Under 37 C.F.R. § 42.104(a)  

Apple certifies that the ’940 Patent is available for IPR. The present petition 
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is being filed within one year of service of a complaint against Apple in the South-

ern District of California. Apple is not barred or estopped from requesting this re-

view challenging the Challenged Claims on the below-identified grounds. 

B. Challenge Under 37 C.F.R. § 42.104(b) and Relief Re-
quested 

Apple requests an IPR of the Challenged Claims on the grounds set forth in 

the table shown below, and requests that each of the Challenged Claims be found 

unpatentable. An explanation of how these claims are unpatentable under the statu-

tory grounds identified below is provided in the form of detailed description and 

claim charts that follow, indicating where each element can be found in the cited 

prior art, and the relevance of that prior art. Additional explanation and support for 

each ground of rejection is set forth in Exhibit APPLE-1003, the Declaration of Dr. 

Brad Myers (“Expert Declaration”), referenced throughout this Petition.  APPLE-

1003, ¶¶1-110. 

Ground ’940 Patent Claims Basis for Rejection 

Ground 1-A 1, 4, 7, 8, 12, 15, 18, 
19 

Obvious under § 103 over Samsung in 
view of Vertaschitsch 

Ground 1-B 3, 13, 14 Obvious under § 103 over Samsung in 
view of Vertaschitsch and Sharp 

Ground 1-C 5, 16 Obvious under § 103 over Samsung in 
view of Vertaschitsch and Nakao  

Ground 1-D 10, 11, 21, 22 Obvious under § 103 over Samsung in 
view of Vertaschitsch and Little 
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Samsung (APPLE-1006) qualifies as prior art at least under 35 U.S.C § 

102(b). Specifically, Samsung is a non-patent literature (NPL) reference that was 

available to the public more than one year before the Critical Date (June 11, 2001). 

In particular, Samsung is a user guide for the Sprint PCS/Samsung model SCH-

3500 phone (“SCH-3500”) that launched in November of 1999, more than one year 

prior to the Critical Date.  Petitioner submits herewith a declaration from witnesses 

(APPLE-1005, APPLE-1013 to APPLE-1016) having actual knowledge of the 

SCH-3500 and normal practices at Samsung Telecommunications during the 1999-

2000 timeframe to establish that Samsung (APPLE-1006) was publicly available as 

early as November of 1999.  In re Enhanced Security Research, 739 F.3d 1347 

(Fed. Cir. 2014) (declaration of knowledgeable employee sufficient to support pub-

lic availability of dated manual). 

Vertaschitsch (U.S. Pub. No. 2006/0095849) (APPLE-1007) qualifies as 

prior art at least under 35 U.S.C § 102(e).  Specifically, Vertaschitsch is a continu-

ation of patent application Ser. No. 09/687,987, which was filed on Oct. 13, 2000, 

more than 8 months before the Critical Date.   

Vertaschitch was cited during the prosecution of the ’940 patent.  See AP-

PLE-1002, pp. 80-84.  The Examiner rejected all pending claims first over the 

combination of Vertaschitch and Lee (see id., 80), and subsequently over the com-
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bination of Vertaschitch, Lee, and Mitchell (see id., 44).  The present Petition pre-

sents Vertaschitch as part of a combination (e.g., Samsung and Vertaschitch) that 

includes completely different references than the combinations used in prosecu-

tion.  See id., pp. 44, 80; Sections III.A-III.D, infra.  In addition, the present Peti-

tion applies Vertaschitch as a secondary reference, rather as a primary reference as 

the reference was used in prosecution.  See APPLE-1002, pp. 44, 80.  Further, 

Vertaschitch is applied herein to dependent claim features that Patent Owner did 

not specifically argue during prosecution.  See id., pp. 37-38, 67-74.  The present 

Petition thus does not rely upon Vertaschitch for the features deemed allowable by 

the Office during prosecution; Vertaschitch and its associated arguments do not 

represent “substantially the same prior art or arguments previously” presented dur-

ing prosecution of the ’940 patent.  35 U.S.C. § 325(d).     

Sharp (PCT Pub. No. WO 2001/28191) (APPLE-1008) qualifies as prior art 

at least under 35 U.S.C § 102(a).  Specifically, Sharp published on April 19, 2001, 

which was about 2 months before the Critical Date.   

Nakao (PCT Pub. No. WO 2000/62120) (APPLE-1009) qualifies as prior art 

at least under 35 U.S.C § 102(a). Specifically, Nakao published on October 19, 
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2000, more than 7 months before the Critical Date.1   

Little (U.S. Patent No. 5,642,413) (APPLE-1012) qualifies as prior art at 

least under 35 U.S.C § 102(b).  Specifically, Little is a U.S. patent that issued on 

June 24, 1997, more than three years before the Critical Date.   

C. Level of Ordinary Skill in the Art 

A person of ordinary skill in the art as of the Critical Date of the ’940 patent 

(hereinafter a “POSITA”) would have had a Master of Science Degree in an aca-

demic area emphasizing electrical engineering, computer science, or an equivalent 

field (or a similar technical Master’s Degree, or higher degree) with a concentra-

tion in mobile computing and user interface design.  Alternatively, a POSITA 

would have had a Bachelor’s Degree (or higher degree) in an academic area em-

phasizing electrical engineering, or computer science and having two or more 

years of experience in mobile computing and user interface design. Additional edu-

cation in a relevant field, such as computer science, or electrical engineering, or in-

dustry experience may compensate for a deficit in one of the other aspects of the 

requirements stated above.  APPLE-1003, ¶¶10-11. 

                                           
1 Petitioner has also provided the Nakao PCT application publication is its original 

foreign language (Japanese) (APPLE-1010) along with a declaration attesting to 

the accuracy of the translation (APPLE-1011).     
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D. Claim Construction under 37 C.F.R. § 42.104(b)(3) 

Petitioner submits that all terms should be given their plain meaning, but re-

serves the right to respond to any constructions that may later be offered by the Pa-

tent Owner or adopted by the Board.  APPLE-1003, ¶17.  Petitioner is not waiving 

any arguments concerning indefiniteness or claim scope that may be raised in liti-

gation.  

III. THE CHALLENGED CLAIMS ARE UNPATENTABLE 

The sections below detail how the combinations of references provide every 

limitation of the Challenged Claims, thereby rendering at least claims 1, 3-5, 7, 8, 

10-16, 18, 19, 21, and 22 of the ’940 patent unpatentable.  APPLE-1003, ¶¶18-110.  

The present Petition thus shows a reasonable likelihood that at least one claim of the 

’940 patent is unpatentable.   

A. Ground 1-A: Claims 1, 4, 7, 8, 12, 15, 18, 19 Are Obvious 
under § 103 Over Samsung In View of Vertaschitsch  

1. Overview of Samsung2 

Samsung, entitled “User Guide,” is a user manual for the Sprint PCS / Sam-

sung Model SCH-3500 phone (SCH-3500).  See e.g., APPLE-1006, pp. 1, 13; AP-

PLE-1003, ¶¶41-64.  The SCH-3500 is “a wireless phone.”  Id., p. 13.  Samsung 

                                           
2 Petitioner hereby expressly incorporates the entirety of this Samsung discussion 

into the element-by-element analysis of each of Grounds 1-A through 1-D, infra. 
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generally describes the various features of the SCH-3500 and instructions for using 

the SCH-3500.  Id., passim.  Like the ’940 patent, Samsung provides several user 

interface features, such an “End/Power key” (e.g., power button) having multiple 

functions.  Id., p. 19.  Samsung also provides a “volume/scroll key” to changing the 

volume setting of the SCH-3500 from an audible ring tone to a vibrate notification.  

Id., pp. 15, 39.   

The figure below of the SCH-3500 shows its various features, including an 

active flip 1, a volume/scroll key 3, backlit display screen 4, and the End/Power Key 

12.   

 

See Id., p. 14 (annotated figure).  Samsung explains that the user can use the active 
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flip for telephony functions, for example, to “open the flip to answer an incoming 

call, and close the flip to end the call.”  Id., p. 15; see also p. 14 (showing a figure 

of the phone with the flip open); p. 16 (showing a figure of the phone with the flip 

closed).  With reference to the figure on page 16 (reproduced below), Samsung ex-

plains that the display screen “contains two areas: [t]he top line displays indications 

about your phone's operating mode” and “[t]he lower area displays in-use infor-

mation such as the other party's number, the call timer, the name and number of the 

other party (if available), Mute, Call Waiting, etc.”  Id.   

 

Id (annotated figure).  The display screen also includes a backlight.  Id., pp. 16, 38, 

42.  Samsung explains that a user can select various backlight options, including 

“Flip Open, 10 or 30 Seconds (after last keypress), or Off.”  Id., pp. 42, 96.        
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With reference to the figure on page 19 (reproduced below), Samsung ex-

plains that the End/Power key performs multiple functions.  Id., p. 19. 

 

Id.  For example, Samsung explains that the user can press the END/Power key to 

“turn the phone on or off,” “mute the ringer” when the phone receives an incoming 

call,” and “disconnect a call or to return to Standby mode from any menu.”  Id. 

The SCH-3500 includes a “ringer [that] sounds (unless set to Vibrate or Off).”  

Id., p. 38.  The SCH-3500 provides “[s]ix ring volume settings including Vibrate, 

Off, and 1-Beep.”  APPLE-1006, p. 39.  Samsung explains that to change the volume 

setting of the SCH-3500 from an audible ring tone to a vibrate notification, a user 

can “[i]n the Main Menu…[p]ress the scroll keys to HIGH, MED, LOW, OFF, VI-

BRATE, or 1-BEEP.”  Id (emphasis added); see also p. 39; p. 47. 
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2. Overview of Vertaschitsch3 

Vertaschitsch “relates generally to user interfaces.”  APPLE-1007, [0003]; 

APPLE-1003, ¶¶65-68.  Similar to the ’940 patent, Vertaschitsch describes user in-

terfaces for phone and Personal Digital Assistants (PDAs).” Id.  In particular, 

Vertaschitsch describes an “electronic device having integrated cell phone technol-

ogy” including “a single main processor” and a “second, phone control processor”.  

Id., [0013].  Vertaschitsch explains that the “user interfaces for the cell phone and 

the PDA are run on a single main processor” and “[a] second, phone control proces-

sor controls the radio functions of the cell phone.” Id.  For example, Vertaschitsch 

describes “a handheld computer or electronic device comprising…a first processor 

configured to run user applications and send outputs of the user applications to the 

display screen,” and “a baseband processor connected to the telephone device and 

configured to control operations of the telephone device.” Id., [0014].   

Vertaschitsch teaches a “phone device” including “[a] display screen 230 is 

provided (preferably a touch sensitive screen) for display of Operating System 

prompts, buttons, icons, application screens, and other data, and for providing user 

inputs via tapping or touching … via a stylus or other touch mechanism.”  Id., [0028] 

                                           
3 Petitioner hereby expressly incorporates the entirety of this Vertaschitsch discus-

sion into the element-by-element analysis of each of Grounds 1A-1D, infra. 
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(emphasis added).  Vertaschitsch further teaches “a method for the user to answer 

[an] incoming call” by “tapping on a phone icon” on the display screen.  Id., [0031] 

(emphasis added).    

3. The Samsung- Vertaschitsch Combination 

Samsung describes a wireless phone including a “display” and various user 

interfaces, for example, the “END/Power Key.”  APPLE-1006, pp. 15-16; APPLE-

1003, ¶41.  A POSITA would have incorporated Vertaschitsch’s “single main pro-

cessor” and “second, phone control processor” to “control[ ] the radio functions of 

the cell phone” to implement or “improve the performance, convenience, and usa-

bility of…devices having mobile telephone capabilities.” APPLE-1007, [0012]-

[0013]; APPLE-1003, ¶¶66, 69.  Furthermore, Vertaschitsch’s processors can be 

“conveniently implemented on a…cell phone,” thus a POSITA would have been 

motivated to incorporate Vertaschitsch’s processor(s) into the Samsung device.  

APPLE-1007, [0017] (emphasis added); APPLE-1003, ¶¶66, 69.   

Further details regarding the combined teachings of Samsung and 

Vertaschitsch, including various additional motivations that would have led a 

POSITA to implement such a combination, are provided in the following element-

by-element analysis.  APPLE-1003, ¶¶69-83. 

1. Claim 1 is obvious over Samsung in view of Vertaschitsch 
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Claim 1 and all of its claim elements are provided by the Samsung-

Vertaschitsch combination.  APPLE-1003, ¶¶41-72.  The claim elements for claim 

1 will be considered in order. 

i. “A method for operating a mobile computing de-
vice including a display, a power button, a radio, 
and one or more processors, the method per-
formed by the one or more processors of the mo-
bile computing device and comprising:” 
 

The Samsung-Vertaschitsch combination provides a method for operating a 

mobile computing device that includes a display, a power button, a radio, one or 

more processors, and the method performed by the one or more processors. AP-

PLE-1003, ¶¶41-72.  For example, as discussed above (Section II.B, supra), Sam-

sung is the user guide for the Sprint PCS/Samsung model SCH-3500 phone, which 

is a type of “mobile” device, e.g., “wireless phone.”  See e.g., APPLE-1006, pp. 

13, 3-5 (referencing product as a “wireless phone,” “[t]his phone,” and “Sprint 

PCS Phone™”); APPLE-1003, ¶41. Samsung explains that the SCH-3500 is used 

for telephony functions such as receiving a call (APPLE-1006, p. 15), “making 

calls,” (id., p. 6), muting the ringer (id., p. 19), “answering call[s]” (id., p. 8), and 

disconnecting a call (id., p. 19).  APPLE-1003, ¶44.  Samsung also provides vari-

ous user applications and  mobile computing functions, such as using message ser-

vices, voicemail features (APPLE-1006, p. 10), a phone book (id., pp. 66-70), and 
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a “MiniBrowser” (id., p.88-94 (“[t]he Sprint PCS MiniBrowser allows you to ac-

cess certain information such as stock quotes and weather via the Internet.”), mes-

sage services and voicemail (Id., pp. 59-63) that send outputs to the display screen 

(id., p. 16).  Accordingly, SCH-3500 is a mobile computing device. APPLE-1003, 

¶¶43-44.  

As shown in the figures below, Samsung discloses that the SCH-3500 in-

cludes a display (APPLE-1006, p. 16 (“Backlit Display Screen”); see also p. 101 

(“Display Screen: 5 Lines (4 Text Lines, 1 Icon Line)”) and an “END/Power Key” 

(APPLE-1006, p. 19); APPLE-1003, ¶¶ 45, 54-56.  The END/Power Key is 

pressed to turn the phone on and off.  Id.  Accordingly, the END/Power Key is a 

power button.   
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APPLE-1006, p. 16 (annotated figure on the left showing a “Backlit Display 

Screen”); p. 19 (figure on the right showing the “END/Power Key”); APPLE-

1003, ¶¶ 42, 45, 57-63. Samsung discloses that the SCH-3500 includes a radio. 

APPLE-1006, p. 98 (“[y]our phone is basically a radio transmitter and receiver.”; 

“[w]hen it’s turned on, it receives and transmits radio frequency (RF) signals.”); 

APPLE-1003, ¶¶42, 57-63.  

The Samsung-Vertaschitsch-Nakao combination provides a mobile compu-

ting device that uses one or more processors, for example, to perform the methods 

recited in claim 1. APPLE-1003, ¶¶65-66, 69-72.  Use of such processors were 

well known in the prior art.  Id.  For example, Vertaschitsch is one such example.  

APPLE-1003, ¶¶65-66.  Vertaschitsch discloses or teaches that a mobile compu-

ting device includes one or more processors. APPLE-1007, [0013] (describes a 

mobile device using “a single main processor” and a “second, phone control pro-

cessor”); APPLE-1003, ¶66. In particular, Vertaschitsch explains that its proces-

sors perform various tasks associated with its device, such as running user applica-

tions, sending outputs of the user applications to the display screen, and control 

operations of the telephone device.  Id., [0013] (“The user interfaces for the cell 

phone and the PDA are run on a single main processor” and “[a] second, phone 

control processor controls the radio functions of the cell phone.”); [0014] (“a 

handheld computer or electronic device comprising…a first processor configured 
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to run user applications and send outputs of the user applications to the display 

screen,…a baseband processor connected to the telephone device and configured 

to control operations of the telephone device”).  Vertaschitsch also discloses that 

its processor performs steps for answering a call and connecting a call. APPLE-

1007, [0050] (“signals received by the phone control processor directing it to an-

swer a call (step 615), and the operations of the control processor needed to con-

nect the call (step 620) are performed.”).  APPLE-1003, ¶¶65-66. 

A POSITA would have been prompted to use the one or more processors, as 

explicitly taught by Vertaschitsch, in the Samsung-Vertaschitsch device for sev-

eral reasons in addition to those noted above.  APPLE-1003, ¶¶69-72.  First, a 

POSITA would have been motivated to use the processors as taught by 

Vertaschitsch because its processors can be “conveniently implemented on a…cell 

phone.” APPLE-1007, [0017] (emphasis added); APPLE-1003, ¶69.  Thus, a 

POSITA would have reasonably expected that Vertaschitsch’s processors could be 

used to perform telephony steps such as answering a call and connecting a call 

(APPLE-1007, [0050]) when using a phone, such as the Samsung’s SCH-3500.  

APPLE-1003, ¶69. 

Second, a POSITA would have been prompted to use one or more proces-

sors as explicitly taught by Vertaschitsch in the Samsung-Vertaschitsch device be-
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cause Vertaschitsch offers a solution for “expanding the capabilities and for in-

creasing the convenience of using PDAs and cell phones.” APPLE-1007, [0011]; 

APPLE-1003, ¶70. Vertaschitsch’s solution includes using the “single main pro-

cessor” and the “second, phone control processor” to “control[ ] the radio func-

tions of the cell phone.” APPLE-1007, [0013].  A POSITA would have reasonably 

expected that benefits associated with Vertaschitsch’s processors would have been 

realized in the Samsung-Vertaschitsch combination.  APPLE-1003, ¶70.  For ex-

ample, a POSITA would have reasonably expected Vertaschitsch’s processors to 

“improve the performance, convenience, and usability of PDA and/or other de-

vices having mobile telephone capabilities.” APPLE-1007, [0012]; APPLE-1003, 

¶70.  Accordingly, it would have been obvious to a POSITA to use the processors 

as taught by Vertaschitsch, in the Samsung-Vertaschitsch device , to improve its 

performance, convenience and usability. APPLE-1003, ¶70; APPLE-1007, [0014].  

Third, a POSITA would have been prompted to incorporate one or more 

processors, as taught by Vertaschitsch, in the Samsung-Vertaschitsch device be-

cause doing so would be merely the application of known techniques (e.g., using 

processors explicitly taught by Vertaschitsch) to a known device (e.g., the mobile 

computing device of Samsung) to yield predictable results. APPLE-1003, ¶71; 

KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 417 (2007) (a supposed invention that 

“simply arranges old elements with each performing the same function it had been 
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known to perform” is obvious).  

Accordingly, a POSITA would have understood that the Samsung-

Vertaschitsch combination yields “a mobile computing device including a display, 

a power button, a radio, and one or more processors, the method performed by the 

one or more processors of the mobile computing device” as recited in the claim.  

APPLE-1003, ¶¶69-72. 

ii. “when a telephone call is being received by the 
mobile computing device, presenting a notifica-
tion on the display indicating the telephone call; 
and” 
 

The Samsung-Vertaschitsch combination provides a method of presenting a 

notification on the display indicating the telephone call when a telephone call is 

being received by the mobile computing device. APPLE-1003, ¶54. For example, 

Samsung discloses that the SCH-3500 presents a display notification that indicates 

a telephone call is being received by the SCH-3500 because its display includes a 

“lower area display[ing] in-use information, such as the other party's number, the 

name and number of the other party….” APPLE-1006, p. 16 (emphasis added). 

Accordingly, the combination of Samsung and Vertaschitsch provides “presenting 

a notification on the display indicating the telephone” as recited in the claim. AP-

PLE-1003, ¶¶54-55, 80. 

iii.  “enabling a user to silence a ring associated 
with the telephone call by pressing the power 
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button without turning off the mobile computing 
device; and” 
 

The Samsung–Vertaschitsch combination provides enabling a user to si-

lence a ring associated with the telephone call by pressing the power button with-

out turning off the mobile computing device. APPLE-1003, ¶¶44, 58, 60, 105. For 

example, Samsung discloses that the SCH-3500 enables a user to “press the 

[END/Power Key]” to “silence the ringer” when there is an incoming call. AP-

PLE-1006, p. 38 (emphasis added); see also p. 19 (“END/Power Key:…you can 

mute the ringer by pressing [END/Power key]”). Furthermore, Samsung explains 

that the power button can turn off and on the SCH-3500 if the user “press[es] and 

hold[s]” the power button. APPLE-1006, p. 19. Thus, pressing the power button 

for less than one second would silence the device but would not turn off the de-

vice.  APPLE-1006, p. 24 (“[i]f the [END/Power Key] is pressed for less than one 

second, the phone will not turn off.”); APPLE-1003, ¶60. Accordingly, the combi-

nation of Samsung and Vertaschitsch provides “to silence a ring associated with 

the telephone call by pressing the power button without turning off the mobile 

computing device” as recited in the claim. APPLE-1003, ¶60.  

iv. “when the telephone call is not being received by 
the mobile computing device, enabling the user 
to activate a backlight of the display by pressing 
the power button.” 
 

The Samsung-Vertaschitsch combination provides a method of enabling the 
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user to activate a backlight of the display by pressing the power button when the 

telephone call is not being received by the mobile computing device. APPLE-

1003, ¶¶61-62.  

Samsung teaches that the backlight can be activated when a user presses 

any key, e.g., END/power key, of the SCH-3500 when the telephone call is not be-

ing received.  APPLE-1006, p. 42, p. 19. For example, Samsung discloses that the 

user can choose one of several backlight control options.  Id., p. 42 (providing 

menu options in the “Backlight Control” subsection under “Display options”). 

Samsung explains that its backlight options include activating the backlight for 10 

seconds or 30 seconds following the last keypress.  Id (“10 or 30 Seconds (after 

last keypress)”).  The “after last keypress” option thus enables a user to press any 

key to activate the backlight for 10 seconds or 30 seconds. APPLE-1003, ¶¶61-62. 

Since Samsung’s power button (e.g., “End/Power key”) is a key, Samsung teaches 

activating the backlight upon a user pressing its power button. APPLE-1003, ¶62.  

Accordingly, Samsung in the combination, renders obvious “enabling the user to 

activate a backlight of the display by pressing the power button when the tele-

phone call is not being received by the mobile computing device” as recited in the 

claim. 

For all of the reasons provided above, the Samsung-Vertaschitsch combina-

tion renders claim 1 obvious and unpatentable. APPLE-1003, ¶¶61-62.  
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2. Claim 4 is obvious over Samsung in view of Vertaschitsch 

Claim 4 and all of its claim elements are provided by the Samsung-

Vertaschitsch combination. Claim 4 of the ’940 patent reads as follows: 

4. The method of claim 1, further comprising: when the 

telephone call is not being received by the mobile compu-

ting device, enabling the user to power off the mobile com-

puting device by pressing the power button. 

The Samsung-Vertaschitsch combination provides enabling the user to 

power off the mobile computing device by pressing the power button when the tel-

ephone call is not being received by the mobile computing device. APPLE-1003, 

¶¶59, 75.  For example, Samsung describes that pressing the END/Power Key 

(e.g., the power button) powers off the phone. APPLE-1006, p. 19 ("END/Power 

Key:….[p]ress and hold this key to turn the phone on or off"); p. 24 (To turn your 

phone off, press and hold [END/Power Key] until the display goes blank.”).  

Nothing in Samsung suggests that the power button functionality is conditioned by 

whether or not a telephone call is being received by the mobile computing device.  

Accordingly, the combination of Samsung and Vertaschitsch provides 

“when the telephone call is not being received by the mobile computing device, 

enabling the user to power off the mobile computing device by pressing the power 

button” as recited in the claim. APPLE-1003, ¶¶59, 75.   

3. Claim 7 is obvious over Samsung in view of Vertaschitsch 
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Claim 7 and all of its claim elements are provided byby the Samsung–

Vertaschitsch combination. Claim 7 of the ’940 patent reads as follows: 

7. The method of claim 1, further comprising: enabling the 

user to answer the telephone call by selecting an icon pre-

sented on the display. 

The Samsung-Vertaschitsch combination provides a method of enabling the 

user to answer the telephone call by selecting an icon presented on the display. 

APPLE-1003, ¶¶77-83.  For example, Samsung describes various ways to answer 

an incoming call, such as a user opening the flip, using any key on the keypad, or 

pressing the TALK key. APPLE-1006, p. 27 (“[t]o answer an incoming call, open 

the flip or press – if the flip is already open.”); p.39 (“Three answer options: press 

[TALK key], use Any Key Answer, or open the flip.”). As explained above in 

Section VIII.A.1.i., supra, Samsung discloses a display. APPLE-1006, p. 16. 

When there is an incoming call, Samsung explains that the display provides infor-

mation, such as the other party’s number, the call timer, the name and number of 

the other party. Id. Furthermore, Samsung describes a call waiting feature that en-

ables a user to receive a second call during a conversation. APPLE-1006, p. 32. 

Samsung explains that “[w]hen a Call Waiting call comes in, the incoming call 

alert sounds, when set, and a text notification displays.” Id (emphasis added). To 
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answer such a call, Samsung discloses that the user presses the TALK key to con-

nect the calling party. Id. Thus, Samsung provides presenting a text notification on 

its display and enabling the user to select a command associated with the notifica-

tion (e.g., pressing the TALK key to answer the call.).  

Samsung-Vertaschitsch combination renders obvious a method of enabling 

the user to answer the telephone call by “selecting an icon” presented on the dis-

play.  Indeed, methods of selecting were explicitly taught in the prior art.  APPLE-

1003, ¶¶73, 77-83.  For example, Vertaschitsch describes user interfaces for phone 

and personal digital assistants (PDAs). APPLE-1007, [0003]. In particular, 

Vertaschitsch describes a device that includes “cell phone technology” and has a 

display screen. APPLE-1007, [0027], [0028]. Vertaschitsch describes that the dis-

play screen has a “touch sensitive screen” for displaying “icons” and enabling the 

user to select the icon by “tapping or touching…. via a stylus or other touch mech-

anism.” APPLE-1007, [0028](emphasis added). Furthermore, Vertaschitsch ex-

plains that its “phone device also includes a method for the user to answer [an] in-

coming call” that includes “tapping on a phone icon...for answering a call signals 

the phone device to send instructions…to the mobile radio device 240 to answer 

the call.” APPLE-1007, [0031](emphasis added); see also [0049] (“at step 560, a 

user acts to answer the call (presses a talk button or icon, for example), which di-

rects the phone application to connect the call”). 
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A POSITA would have been prompted to use the obvious solution of ena-

bling the user to answer the telephone call by selecting an icon presented on the 

display in the Samsung-Vertaschitsch device as explicitly taught by Vertaschitsch.  

APPLE-1003, ¶¶78-83.  First, a POSITA would have been motivated to enable 

the user to answer the telephone call by selecting an icon presented on the display 

to answer a call in the device “for increasing the convenience” of using the device 

when answering the call. APPLE-1007, [0011] (“many innovations are needed for 

expanding the capabilities and for increasing the convenience of using PDAs and 

cell phones.”). APPLE-1003, ¶78. 

Second, a POSITA would have been motivated to enable the user to answer 

the telephone call by “selecting” an icon presented on the display in the Samsung-

Vertaschitsch device because Vertaschitsch teaches integrating mobile telephone 

and PDA technologies to have “a telephone user interface configured to capture 

user inputs for telephone related operations and display current telephone opera-

tions information on the display screen.” APPLE-1007, [0014].  Samsung teaches 

enabling the user to press the TALK key to answer the call by selecting a com-

mand associated with the icon (e.g., a text notification) that notifies the user of an 

incoming call. APPLE-1006, p. 32. The use of selectable icons in the display as 

taught by Vertaschitsch as “a telephone user interface” to “display current tele-

phone operations information on the display screen” and enable the "user to select 
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the icon by tapping or pressing the icon” to answer the call in Samsung’s device 

would have been an obvious design choice.  In re Kuhle, 526 F.2d 553, 555 

(CCPA 1975) (“design choice may be an acceptable rationale for an obviousness 

rejection when a claimed product merely arranges known elements in a configura-

tion recognized as functionally equivalent to a known configuration.”); APPLE-

1007, [0014]; APPLE-1003, ¶80.  

Third, a POSITA would have been prompted to incorporate the use of se-

lecting an icon in the Samsung-Vertaschitsch device in response to receiving a call 

because doing so would be merely the application of known techniques (e.g., tap-

ping or touching an icon on the display as explicitly taught by Vertaschitsch) to a 

known device (e.g., Samsung’s SCH-3500) to yield predictable results. APPLE-

1003, ¶81. KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 417 (2007) (a supposed in-

vention that “simply arranges old elements with each performing the same func-

tion it had been known to perform” is obvious).  

Accordingly, the combination of Samsung and Vertaschitsch provides “ena-

bling the user to answer the telephone call by selecting an icon presented on the 

display” as recited in the claim.  APPLE-1003, ¶¶78-82. 

4. Claim 8 is obvious over Samsung in view of Vertaschitsch 

Claim 8 and all of its claim elements are provided by the Samsung-

Vertaschitsch combination. Claim 8 of the ’940 patent reads as follows: 
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8. The method of claim 1, wherein the mobile computing 

device comprises two housing segments and operates in 

either a first state or a second state depending on a position 

of the two housing segments. 

The Samsung-Vertaschitsch combination provides the mobile computing 

device including two housing segments and operating in either a first state or a 

second state depending on a position of the two housing segments. APPLE-1003, 

¶¶ 46-48.  For example, as shown in the figure below, the SCH-3500 includes two 

housing segments: 1) a main body, and 2) an active flip.     

 

APPLE-1006, p. 15 (annotated figure labeling a “main body” and an “active 

flip”). Samsung teaches that the SCH-3500 includes a first state where the flip is 

closed over a front portion of the main body, and a second state where the flip is 
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opened and exposes the front portion of the main body.  APPLE-1006, pp. 14-20 

(providing illustrations of the phone in open and closed configurations, and de-

scribing phone functionality in both configurations). Samsung explains that the 

SCH-3500 operates depending on its state. Id. For example, when the flip is 

closed (e.g., in the first state), an incoming call can be answered by opening the 

flip. APPLE-1006, p. 15 (“open the flip to answer an incoming call”). As another 

example, when the flip is open (e.g., in the second state), the user can end the call 

by closing the flip.  APPLE-1006, p. 15 (“close the flip to end the call.”).  Sam-

sung teaches numerous functions associated with the particular state of the SCH-

3500. APPLE-1006, pp. 14-20; APPLE-1003, ¶¶46-48. 

Accordingly, the combination of Samsung and Vertaschitsch provides that 

“the mobile computing device comprises two housing segments and operates in ei-

ther a first state or a second state depending on a position of the two housing seg-

ments ” as recited in the claim.  APPLE-1003, ¶¶46-48. 

5. Claim 12 is obvious over Samsung in view of Vertaschitsch 

Claim 12 and all of its claim elements are provided by the Samsung-

Vertaschitsch combination. The claim elements for claim 12 will be considered in 

order. 

i. “A mobile computing device, comprising:” 

As explained above in Section VIII.A.1.i., supra, the Samsung-
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Vertaschitsch combination provides a mobile computing device. APPLE-1003, 

¶¶41-45, 49-50, 52-56.   

ii. “a radio;” 

As explained above in Section VIII.A.1.i., supra, the Samsung-

Vertaschitsch combination provides a radio. APPLE-1003, ¶42.   

iii. “a display;” 

As explained above in Section VIII.A.1.i., supra, the Samsung-

Vertaschitsch provides a display. APPLE-1003, ¶¶44, 45, 49-50, 52-56.   

iv. “a power button; 

As explained above in Section VIII.A.1.i., supra, the Samsung-

Vertaschitsch combination provides a power button. APPLE-1003, ¶¶41, 49, 51, 

57-63.   

v. “a processor;” 

As explained above in Section VIII.A.1.i., supra, the Samsung-

Vertaschitsch combination provides a processor. APPLE-1003, ¶¶66, 69-72.   

vi. and a memory storing instructions that, when ex-
ecuted by the processor, cause the mobile com-
puting device to:” 
 

The Samsung-Vertaschitsch combination provides a memory storing in-

structions that, when executed by the processor, cause the mobile computing de-
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vice to perform a programmed set of steps, such as those recited in claim 12. AP-

PLE-1003, ¶¶ 66, 67, 69-77, 83, 98, 107.  As explained above in Section 

VIII.A.1.i., supra, the Samsung-Vertaschisch combination renders obvious includ-

ing one or more processors in the Samsung device. APPLE-1003, ¶¶66, 69-77. For 

example, Samsung discloses that the device includes a memory for storing infor-

mation, such as voicemail messages (APPLE-1006, p. 59 (“[m]essage memory ca-

pacity”), phone numbers (APPLE-1006, p. 61 (“[s]toring phone numbers”), and 

names (id.); APPLE-1003, ¶43.  

Samsung-Vertaschitsch combination discloses or renders obvious memory 

storing instructions that, when executed by the processor, cause the mobile com-

puting device to execute the instructions.  APPLE-1003, ¶¶ 67, 73-77, 83, 98, 107.  

Such use a memory would have been obvious based on the prior art.  Id.  For ex-

ample, Vertaschitsch discloses “a handheld computer 200 that includes cell phone 

technology” that includes “a memory device 220 for storing the operating system, 

data, and the applications.” APPLE-1007, [0027]. Vertaschitsch explains that 

“software, including a phone user interface, operating system, and other applica-

tions…are stored in memory device 320, along with program data, graphics, and 

other data 324, and executed on a processing device 310.” APPLE-1007, [0036]. 

Furthermore, Vertaschitsch explicitly teaches: 

The present invention includes a computer program 
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product which is a storage medium (media) having 

instructions stored thereon/in which can be used to control, 

or cause, a computer to perform any of the processes of the 

present invention. The storage medium can include, but is 

not limited to, any type of disk including floppy disks, 

mini disks (MD's), optical discs, DVD, CD-ROMs, micro-

drive, and magneto-optical disks, ROMs, RAMS, 

EPROMs, EEPROMs, DRAMS, VRAMs, flash memory 

devices (including flash cards), magnetic or optical cards, 

nanosystems (including molecular memory ICs), RAID 

devices, remote data storage/archive/warehousing, or any 

type of media r device suitable for storing instructions 

and/or data. 

APPLE-1007, [0062] (emphasis added). It would have been obvious to a POSITA 

to use a memory (e.g., storage medium) in a mobile device to store instructions for 

performing steps, such as the steps recited in claim 12. Accordingly, the combina-

tion of Samsung and Vertaschitsch renders obvious a memory storing instructions 

that, when executed by the processor, cause the mobile computing device to per-

form the limitations of claim 12.  APPLE-1003, ¶¶ 66, 67, 69-77, 83, 98, 107. 

vii. “when a telephone call is being received by the 
mobile computing device, present a notification 
on the display indicating the telephone call; 
and” 
 

As explained above in Section VIII.A.1.ii., supra, the Samsung-
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Vertaschitsch combination provides that when a telephone call is being received 

by the mobile computing device, the mobile computing device presents a notifica-

tion on the display indicating the telephone call.  APPLE-1003, ¶¶54-55, 80, 104-

105.   

viii. “enable a user to silence a ring associated with 
the telephone call by pressing the power button 
without turning off the mobile computing device; 
and” 
 

As explained above in Section VIII.A.1.iii., supra, the Samsung-

Vertaschitsch combination provides enabling a user to silence a ring associated 

with the telephone call by pressing the power button without turning off the mo-

bile computing device.  APPLE-1003, ¶¶44, 58, 60, 105.   

ix. “when the telephone call is not being received by 
the mobile computing device, enable the user to 
activate a backlight of the display by pressing the 
power button.” 
 

As explained above in Section VIII.A.1.iv., supra, the Samsung-

Vertaschitsch combination provides that when the telephone call is not being re-

ceived by the mobile computing device, enabling the user to activate a backlight 

of the display by pressing the power button. APPLE-1003, ¶¶56, 61-62.   

6. Claim 15 is obvious over Samsung in view of Vertaschitsch 

Claim 15 and all of its claim elements are provided by the Samsung-

Vertaschitsch combination. Claim 15 of the ’940 patent reads as follows: 
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15. The mobile computing device of claim 12, wherein ex-

ecution of the instructions causes the mobile computing 

device to: enable the user to power off the mobile compu-

ting device by pressing the power button when the tele-

phone call is not being received by the mobile computing 

device. 

The Samsung-Vertaschitsch combination provides that the execution of the 

instructions causes the mobile computing device to enable the user to power off 

the mobile computing device by pressing the power button when the telephone 

call is not being received by the mobile computing device. APPLE-1003, ¶75. As 

explained above in with respect to claim 4 (see Section VIII.A.2, supra), the com-

bination of Samsung and Vertaschitsch provides that pressing the END/Power 

Key powers off the phone. APPLE-1006, p. 19; APPLE-1003, ¶¶59, 75.  

Furthermore, as explained above in Section VIII.A.5.vi, supra, the combi-

nation of Samsung and Vertaschitsch provides a memory storing instructions that, 

when executed by the processor, cause the mobile computing device to perform a 

programmed set of steps, such as those recited in claim 12.  APPLE-1003, ¶¶54-

55, 73-75, 80, 104-105.  For the same reasons, a POSITA would have understood 

that the execution of the instructions stored in the memory would have been well-

known for enabling the user to cause the mobile computing device to perform a 

programmed step, such as powering off a mobile computing device.  APPLE-
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1003, ¶¶75-76.  

Accordingly, the combination of Samsung and Vertaschitsch provides that 

“execution of the instructions causes the mobile computing device to: enable the 

user to power off the mobile computing device by pressing the power button when 

the telephone call is not being received by the mobile computing device” as re-

cited in the claim.  APPLE-1003, ¶¶75-76. 

7. Claim 18 is obvious over Samsung in view of Vertaschitsch 

Claim 18 and all of its claim elements are provided by the Samsung-

Vertaschitsch combination. Claim 18 of the ’940 patent reads as follows: 

18. The mobile computing device of claim 12, wherein ex-

ecution of the instructions causes the mobile computing 

device to: enable the user to answer the telephone call by 

selecting an icon presented on the display. 

The Samsung-Vertaschitsch combination provides that execution of the in-

structions causes the mobile computing device to enable the user to answer the tel-

ephone call by selecting an icon presented on the display.  APPLE-1003, ¶¶54, 68, 

77-83.  As explained above in Section VIII.A.3, supra, the Samsung-Vertaschitsch 

combination discloses that the device enables the user to answer the telephone call 

by selecting an icon presented on the display.  APPLE-1003, ¶¶54, 68, 77-83.  

Furthermore, as explained above in Section VIII.A.5.vi, supra, the Samsung-

Vertaschitsch combination renders obvious that the memory storing instructions 
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that, when executed by the processor, cause the mobile computing device to per-

form a programmed set of steps, such as answering the telephone call by selecting 

an icon presented on the display. APPLE-1003, ¶¶ 66, 67, 69-77, 83, 98, 107.  For 

example, Vertaschitsch explains that a method for the user to answer an incoming 

call includes “tapping on a phone icon...for answering a call signals the phone de-

vice to send instructions…to the mobile radio device 240 to answer the call.”) (em-

phasis added). APPLE-1007, [0031] (emphasis added).  

Accordingly, the combination of Samsung and Vertaschitsch provides that 

“execution of the instructions causes the mobile computing device to: enable the 

user to answer the telephone call by selecting an icon presented on the display” as 

recited in the claim.  APPLE-1003, ¶¶54, 66-83, 98, 107.   

8. Claim 19 is obvious over Samsung in view of Vertaschitsch  

Claim 19 and all of its claim elements are provided by the Samsung-

Vertaschitsch combination. Claim 19 of the ’940 patent reads as follows: 

19. The mobile computing device of claim 12, wherein the 

mobile computing device further comprises two housing 

segments and operates in either a first state or a second 

state depending on a position of the two housing segments. 

The Samsung-Vertaschitsch combination provides that the mobile compu-

ting device further includes two housing segments and operates in either a first 
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state or a second state depending on a position of the two housing segments.  AP-

PLE-1003, ¶¶ 46-48.  As explained above with respect to claim 8 (Section 

VIII.A.4, supra), the Samsung-Vertaschitsch combination renders obvious that 

“the mobile computing device comprises two housing segments and operates in ei-

ther a first state or a second state depending on a position of the two housing seg-

ments.”   

Accordingly, the combination of Samsung and Vertaschitsch provides that 

“the mobile computing device further comprises two housing segments and oper-

ates in either a first state or a second state depending on a position of the two 

housing segments” as recited in the claim.  APPLE-1003, ¶¶ 46-48.   

B.  Ground 1-B: Claims 3, 13, and 14 Are Obvious under § 103 
Over Samsung In View of Vertaschitsch and Sharp 

Overview of Sharp 

Sharp, entitled “Communication Device,” generally “relates to a radio com-

munications device.”  APPLE-1008, 1:5-7; APPLE-1003, ¶84.  The Sharp device 

overcomes an issue experienced by “[m]obile phones [that] have covers or flips 

which cover over all or part of a phone's keypad and display.” Id., 1:9-17.  Similar 

to the ’940 patent, Sharp’s radio communications device includes “a body portion 

4” (id., 3:7-11), “a cover portion 6” that is “movable between a closed position…and 

an open position” (id.), “a display 26” (id., 3:18-21), and “an on/off button” (id.).  

The display in Sharp (shown in orange) is located on a front face and the “on/off 
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button” (shown in green) is located on a side face.  Id., 3:18-21; FIGS. 2a, 2b; see 

also FIGS. 1a, 1b. 

    

  Annotated FIG. 2a   Annotated FIG. 2b  

Sharp explains that the “front face 14…is exposed when the cover is in the open 

position and concealed when the cover is in the closed position.”  APPLE-1008, 

3:13-18. 

1. The Samsung-Vertaschitsch-Sharp Combination 

As previously discussed, Samsung describes “a wireless phone” that includes 

a “display” and a power button (e.g., “End/Power Key”).  APPLE-1006, p. 13-16, 

19; APPLE-1003, ¶¶85-91.  In the combination, the wireless phone of Samsung in-

corporates the processors provided in Vertaschitsch, to run “user interfaces” and 

“control[ ] the radio functions of the cell phone.”  APPLE-1007, [0013]; Section 

III.A (supra).  Furthermore, in the Samsung-Vertaschitsch-Sharp combination, the 
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Samsung wireless phone incorporates Sharp’s “on/off button” (e.g., power button) 

on “side faces” of the phone to enable the user to turn the device on and off  “inde-

pendent of whether the cover is in the closed or open configuration.” APPLE-1008, 

3:18-21, Abstract, 23:1-16, FIGS. 2a, 2b; see also FIGS. 1a, 1b; APPLE-1003, ¶85.     

Furthemore, details regarding the combined teachings of Samsung, 

Vertaschitsch and Sharp, including additional motivations that would have led a 

POSITA to implement such a combination, are provided in the following element-

by-element analysis.  APPLE-1003, ¶¶85-91. 

1. Claim 3 is obvious over Samsung in view of Vertaschitsch 
and Sharp 

Claim 3 and all of its claim elements are provided by the Samsung-

Vertaschitsch-Sharp combination. Claim 3 of the ’940 patent reads as follows: 

3. The method of claim 1, wherein the first face is a front 

surface of the mobile computing device.4 

The Samsung-Vertaschitsch-Sharp combination provides a first face that is 

a front surface of the mobile computing device. APPLE-1003, ¶¶ 85-91.  For ex-

ample, as shown in figure below, Samsung discloses that the SCH-3500 has a first 

                                           
4 Petitioner notes that claim 3 of the ’944 depends from claim 1, instead of claim 2, 

and thus recites “the first face” without proper antecedent basis. 
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face that is a front surface.  

 

APPLE-1006, p. 14; see also illustrations provided on pp. 15-20.  

As will be discussed in Sections III.B.2 and III.B.3 (infra), the Samsung-

Vertaschitsch-Sharp combination renders obvious a first face that includes the dis-

play and a second (different) face that includes the power button.  Accordingly, 

the Samsung-Vertaschitsch-Sharp combination provides “the first face is a front 

surface of the mobile computing device” as recited in the claim. 
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2. Claim 13 is obvious over Samsung in view of Vertaschitsch 
and Sharp 

Claim 13 and all of its claim elements are provided by the Samsung-

Vertaschitsch-Sharp combination. Claim 13 of the ’940 patent reads as follows: 

13. The mobile computing device of claim 12, wherein the 

display is located on a first face of the mobile computing 

device, and the power button is located on a second face 

of the mobile computing device, wherein the first face is 

different than the second face. 

The Samsung-Vertaschitsch-Sharp combination provides that the display is 

located on a first face of the mobile computing device, and the power button is lo-

cated on a second face of the mobile computing device, wherein the first face is 

different than the second face. APPLE-1003, ¶¶49-53, 85-91.  For example, as ex-

plained above in Section VIII.B.1, supra, Samsung discloses that that SCH-3500 

has a first face that is a front surface of the mobile computing device. APPLE-

1006, p. 14; see also pp. 15-20; APPLE-1003, ¶¶49-53, 85-91.  As shown in the 

annotated figure below, Samsung also discloses a second face disposed on the 

front surface of the mobile computing device.  
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 Figure showing a plan view   Figure showing a side view 

APPLE-1006, p. 15 (annotated to identify components and faces in red and blue 

font); see also illustrations provided on pp. 15-20; APPLE-1003, ¶¶49-53, 85-91. 

As depicted in the figures above, Samsung discloses or renders obvious a device 

that includes a first face that includes the display and a second face that includes 

the power button.  APPLE-1006, p. 15.  Depicted in the side view, Samsung 

shows that the first face is raised on an elevated plane relative to the plane of the 

second face. Furthermore, the plan view of the device shows clear delineation 

lines between the first and second faces, indicating that the first face and the sec-

ond face are separate face components. Accordingly, Samsung discloses that the 

display is located on a first face of the mobile computing device, and the power 
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button is located on a second face of the mobile computing device, wherein the 

first face is different than the second face.  

The Samsung-Vertaschitsch-Sharp combination renders obvious the power 

button located on a face other than a front face. APPLE-1003, ¶¶85-91.  For ex-

ample, Sharp describes a radio communications device that includes a display and 

a power button. APPLE-1008, 1:5-7; 3:18-21. As shown in annotated FIGS. 2a 

and 2b, Sharp explicitly discloses a display (shown in orange) disposed on a front 

face and a power button (shown in green) disposed on a side face:  

  

  Annotated FIG. 2a   Annotated FIG. 2b  

APPLE-1008, 3:18-21 (“[t]he body has…an on/off button 24 on its side faces… 

and has a display 26…on its front face 14”); FIGS. 2a, 2b (annotated); see also 

FIGS. 1a, 1b. Furthermore, Sharp explains that “a front face 14…is exposed when 
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the cover is in the open position and concealed when the cover is in the closed po-

sition.”  APPLE-1008, 3:13-18. 

A POSITA would have been motivated to place the power button on a side 

or other face as taught by Sharp in the Samsung-Vertaschitsch device for multiple 

reasons in addition to those noted above. First, a POSITA would have been moti-

vated to include a power button on a side face in the Samsung-Vertaschitsch de-

vice in view of Sharp in order to ensure that the power button could be accessible 

in both an open and closed flip configuration. Sharp explains that “[m]obile 

phones now commonly have covers or flips which cover over all or part of a 

phone's keypad and display.” APPLE-1008, 1:9-17. Furthermore, Sharp teaches 

making certain components of the phone “independent of whether the cover is in 

the closed or open configuration.” APPLE-1008, Abstract; 23:1-16. Since Sam-

sung’s power button is covered by a flip in a closed flip configuration, a user 

would appreciate its limited or non-existent ability to use the power button to, for 

example, turn the device on or off, in the closed flip configuration. A POSITA 

would have recognized that having “an on/off button 24 on its side faces 8” (AP-

PLE-1008, 3:13-24), as taught by Sharp, could benefit the user by enabling the 

user to turn the device on or off in any flip configuration on the Samsung-

Vertaschitsch device.  APPLE-1003, ¶87.  
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Second, a POSITA would have been motivated to look to Sharp’s disclo-

sure of placing a power button in the Samsung-Vertaschitsch device because 

Sharp teaches making certain components of the phone easy to access. APPLE-

1003, ¶88. A POSITA would have recognized that a power button positioned on a 

side face of the device is easy to access and, because it is not covered by a flip in a 

closed flip configuration, such a placement of the power button would not require 

opening of the flip. APPLE-1003, ¶88.  

Third, a POSITA would have been motivated to include a power button on 

a side face in the Samsung-Vertaschitsch device because doing so would be 

merely the application of known techniques (e.g., placing power button on side 

face) to a known device (e.g., Samsung-Vertaschitsch device ) to yield predictable 

results. APPLE-1003, ¶89. KSR, 550 U.S. at 417.  

Accordingly, Samsung in combination teaches that “the display is located 

on a first face of the mobile computing device, and the power button is located on 

a second face of the mobile computing device, wherein the first face is different 

than the second face.”  APPLE-1003, ¶¶90-91.  Thus, claim 13 is unpatentable. 

3. Claim 14 is obvious over Samsung in view of 
Vertaschitsch and Sharp 

Claim 14 and all of its claim elements are provided by the Samsung-

Vertaschitsch-Sharp combination.  APPLE-1003, ¶91.  Claim 14 of the ’940 patent 

reads as follows: 



Attorney Docket No. 39521-0049IP1 
IPR of U.S. Patent No. 9,203,940 

44 

14. The mobile computing device of claim 13, wherein the 

first face is a front surface of the mobile computing device. 

The Samsung-Vertaschitsch-Sharp combination provides a first face that is 

a front surface of the mobile computing device.  APPLE-1003, ¶91.  As explained 

above in Section VIII.B.1, supra, the combination of Samsung, Vertaschitsch, and 

Sharp discloses that the first face of the SCH-3500 is a front surface of the mobile 

computing device. APPLE-1006, p. 14; see also pp. 15-20.  Accordingly, Sam-

sung in combination renders obvious that “the first face is a front surface of the 

mobile computing device,” as recited in the claim. 

C. Ground 1-C: Claims 5 and 16 Are Obvious under § 103 
Over Samsung In View of Vertaschitsch and Nakao 

1. Overview of Nakao 

Nakao relates to liquid-crystal display devices of types usable for both 

transmission and reflection.  APPLE-1009, Abstract; APPLE-1003, ¶92.  Nakao 

discloses that the “liquid-crystal display device can provide a negative inverse dis-

play.”  Id.  Specifically, Nakao explains that “it is possible to produce a negative 

inversion of the display by inverting ON and OFF of a TFT by means of opera-

tion, in order to produce an optimum display in accordance with reflection and 

transmission.”  Id., 8:13-17.  Nakao explains that “the negative display is opposite 

during reflection and during transmission, so it is necessary to add a function for 

causing a negative inversion of the display data according to the usage condition.”  
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Id., 16:10-16. Nakao teaches that the negative inverse display, inter alia, is desira-

ble to use “to arrive at a liquid-crystal display device…wherein power consump-

tion is reduced and a display is moreover brightened.” APPLE-1009, 6:5-9.   

2. The Samsung-Vertaschitsch-Nakao Combination 

Samsung provides a wireless phone that includes a display with a “LCD 

[s]creen” and a power button (e.g., “END/Power key”) that places the phone in a 

“standby” mode to conserve power.  APPLE-1006, p. 19; p. 24; APPLE-1003, 

¶¶93-98.   In the combination, the wireless phone of Samsung incorporates the 

processors provided in Vertaschitsch, to run “user interfaces” and “control[ ] the 

radio functions of the cell phone.”  APPLE-1007, [0013]; APPLE-1003, ¶¶ 85, 94.  

Furthermore, in the Samsung-Vertaschitsch-Nakao combination, the LCD display 

of Samsung incorporates the “negative inverse display” described in Nakao to ex-

tend the device usage time and to conserve battery power.  APPLE-1009, Ab-

stract; APPLE-1003, ¶¶92-96.   

Further details regarding the combined teachings of Samsung, 

Vertaschitsch, and Nakao, including various additional motivations that would 

have led a POSITA to implement such a combination, are provided in the follow-

ing element-by-element analysis.  APPLE-1003, ¶¶93-98. 

1. Claim 5 is obvious over Samsung in view of Vertaschitsch 
and Nakao 
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Claim 5 and all of its claim elements are provided by the Samsung-

Vertaschitsch-Nakao combination. Claim 5 of the ’940 patent reads as follows: 

5. The method of claim 1, further comprising: when the 

telephone call is not being received by the mobile compu-

ting device, enabling the user to invert the display by 

pressing the power button. 

The Samsung-Vertaschitsch-Nakao combination provides a method of, 

when the telephone call is not being received by the mobile computing device, en-

abling the user to invert the display by pressing the power button.  APPLE-1003, 

¶¶93-98.  For example, Samsung discloses that the power button (aka, the 

END/Power Key) include other functions in addition to powering the device on 

and off and silencing the ringer. APPLE-1006, p.19 (disclosing functions of the 

“END/ Power Key”).  For example, Samsung discloses pressing the power button 

to return the device to a “Standby” mode. APPLE-1006, p. 19 (“END/ Power Key: 

Press this key to…return to Standby mode from any menu.); p. 24 (“Press 

[END/Power Key] at any time to return to Standby mode.”).  Samsung explains 

that “[o]nce the phone is on, it enters Standby mode, which is the phone's idle 

state.”  APPLE-1006, p. 24.  Samsung teaches using power saving features, such 

as a standby mode and a power saving mode, directed at saving the device’s 

power consumption.  APPLE-1006, pp. 8, 24; see also pp. 13, 22, 24, 101.  For 

example, Samsung discloses that the amount of available phone usage time during 
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“talk time” is substantially shorter than the amount of available phone usage time 

during “standby time.”  APPLE-1006, p. 101 (listing usage times, when using a 

standard battery, as: Talk Time Digital: up to 2.5 hours; Talk Time Analog: up to 

45 mins; or Standby Time Digital: up to 130 hours Standby Time Analog: up to 15 

hours).  Accordingly, Samsung teaches that the Standby mode conserves the bat-

tery and extends the usage time of the device.   APPLE-1003, ¶63.   

The Samsung-Vertaschitsch-Nakao combination provides that pressing the 

power button enables the user to invert the display, when the telephone call is not 

being received by the mobile computing device would have been obvious based 

on well-known prior art.  For example, Nakao relates to liquid crystal display de-

vices of types usable for both transmission and reflection.  APPLE-1009, Abstract.  

Nakao discloses that the “liquid-crystal display device can provide a negative in-

verse display.”  Id.  Specifically, Nakao explains that “it is possible to produce a 

negative inversion of the display by inverting ON and OFF of a TFT by means of 

operation, in order to produce an optimum display in accordance with reflection 

and transmission.”  Id., 8:13-17.  Nakao explains that “the negative display is op-

posite during reflection and during transmission, so it is necessary to add a func-

tion for causing a negative inversion of the display data according to the usage 

condition.”  Id., 16:10-16.  Nakao teaches that aspects of its invention, including 
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the feature where a display can be inverted to a negative, allow for “a liquid-crys-

tal display device…wherein power consumption is reduced and a display is more-

over brightened.”  APPLE-1009, 6:5-9.  Thus, a POSITA would have been moti-

vated to combine Nakao’s invert option as one of Samsung’s power button fea-

tures, and they would have further been motivated to integrate the same with the 

functionality described by Samsung in its use of a power saving mode (e.g., 

standby mode) to extend the device usage time and to conserve battery power.  

APPLE-1003, ¶¶95-98.   

2. Claim 16 is obvious over Samsung in view of Vertaschitsch 
and Nakao 

Claim 16 is provided by the Samsung-Vertaschitsch-Nakao combination. 

Claim 16 of the ’940 patent reads as follows: 

16. The mobile computing device of claim 12, wherein ex-

ecution of the instructions causes the mobile computing 

device to: enable the user to invert the display by pressing 

the power button when the telephone call is not being re-

ceived by the mobile computing device. 

The Samsung-Vertaschitsch-Nakao combination provides that the execution 

of the instructions causes the mobile computing device to: enable the user to invert 

the display by pressing the power button when the telephone call is not being re-

ceived by the mobile computing device.  APPLE-1003, ¶¶95-98.  As explained 

above in Section VIII.C.1, supra, the Samsung-Vertaschitsch-Nakao combination 
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provides that the mobile computing device, when the telephone call is not being 

received by the mobile computing device, enables the user to invert the display by 

pressing the power button. Furthermore, as explained above in Section 

VIII.A.5.vi, supra, the Samsung-Vertaschitsch combination provides that the 

memory stores instructions that, when executed by the processor, cause the mobile 

computing device to perform a programmed set of steps, such as enabling the user 

to invert the display by pressing the power button).  APPLE-1005, ¶¶95-98.  Thus, 

claim 16 is unpatentable.   

D. Ground 1-D: Claims 10, 11, 21, and 22 Are Obvious over 
Samsung in View of Vertaschitsch or over Samsung In View 
of Vertaschitsch and Little  

1. Overview of Little 

Little, entitled “Telephone call alert device with selectable alert modes,” gen-

erally “relates to call annunciation devices and more particularly pertains to a cord-

less telephone vibration alert device for silently alerting an individual to a call on a 

cordless telephone.”  APPLE-1012, 1:5-10; APPLE-1003, ¶99.  Little teaches “a 

switch positionable in series electrical communication between a ring circuit power 

source and an audible ringer of the telephone or a vibration assembly coupled to the 

switch.”  APPLE-1012, p. 1, Abstract.  Little explains that “[v]ia the switch, either 
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one of the audible ringer and vibration assembly can be selected to alert the individ-

ual to a call or the ring circuit power source can be left absent a load.”  Id. (emphasis 

added).   

2. The Samsung-Vertaschitsch-Little Combination 

Samsung provides a wireless phone that includes a display with a “LCD 

screen” and a power button (e.g., “END/Power key”) that places the phone in a 

“standby” mode to conserve power.  APPLE-1006, p. 19; p. 24; APPLE-1003, 

¶¶100-108, see also 94-96.   In the combination, the wireless phone of Samsung 

incorporates the processors provided in Vertaschitsch, to run “user interfaces” and 

“control[ ] the radio functions of the cell phone.”  APPLE-1007, [0013]; APPLE-

1003, ¶101, see also ¶¶ 65-66, 68, 69, 85, 94.  In the Samsung-Vertaschitsch-Lit-

tle combination, the wireless phone of Samsung incorporates the “switch” de-

scribed in Little such that “one of the audible ringer and vibration assembly can be 

selected.”  APPLE-1012, Abstract; APPLE-1003, ¶¶ 99-103.   

Further details regarding the combined teachings of Samsung, Vertaschitsch 

and Little, including various additional motivations that would have led a POSITA 

to implement such a combination, are provided in the following element-by-ele-

ment analysis.  APPLE-1003, ¶¶100-108. 

1. Claim 10 is obvious over Samsung in view of 
Vertaschitsch or over Samsung in view of Vertaschitsch 
and Little 
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Claim 10 and all of its claim elements are provided by the Samsung-

Vertaschitsch combination, or alternatively, by the Samsung-Vertaschitsch-Little 

combination. Claim 10 of the ’940 patent reads as follows: 

10. The method of claim 1, wherein the mobile computing 

device includes a ringer switch, the method further com-

prising: generating the ring when the telephone call is be-

ing received and the ringer switch is in a first state; and 

vibrating the mobile computing device when the telephone 

call is being received and the ringer switch is in a second 

state. 

The Samsung-Vertaschitsch combination or alternatively, by the Samsung-

Vertaschitsch-Little combination, provides that the mobile computing device in-

cludes a ringer switch, and that the method further includes generating the ring 

when the telephone call is being received and the ringer switch is in a first state, 

and vibrating the mobile computing device when the telephone call is being re-

ceived and the ringer switch is in a second state.  APPLE-1003, ¶¶100, 106-108.  

For example, as shown in the figure below, Samsung teaches that the SCH-3500 

includes volume keys for “adjust[ing] ringer volume in Standby mode.”  
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APPLE-1006, p. 15 (annotated) (figure showing “volume keys”; “[a]djust ringer 

volume in Standby mode.”). Samsung explains that the volume keys have multiple 

volume settings (e.g., a “first state” and a “second state”).  For example, Samsung 

explicitly explains that “[v]ibrate” is one of six ring volume settings.” APPLE-

1006, p. 39 (“Six ring volume settings including Vibrate, Off, and 1-Beep.”); p. 47 

(discloses that the six ring volumes include "HIGH, MED, LOW, OFF, VI-

BRATE, or 1-BEEP.”).  

Samsung teaches that the SCH-3500 can generate a ring when the telephone 

call is being received and the volume keys are in a first setting (state).  APPLE-

1006, p. 38 (“[i]ncoming call notification…[t]he ringer sounds”); p. 39 (“[s]ix ring 
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volume settings including Vibrate, Off, and 1-Beep.”).  Samsung also teaches that 

the SCH-3500 can vibrate when the telephone call is being received and the vol-

ume keys are in a second setting (state). APPLE-1006, p.21 (“an incoming call 

will vibrate the phone rather than ring it.”); p. 38 (“Incoming call notifica-

tion…[t]he ringer sounds (unless set to Vibrate or Off).”); p. 39. Samsung explic-

itly discloses the benefit of including a vibrate option, stating that “[t]his [vibrate] 

feature is good for quiet situations where you don't want your ringer to disturb 

others.”  APPLE-1006, p.21; APPLE-1003, ¶¶103-108.  Samsung explicitly dis-

closes a method of changing the ringer setting from an audible ringer to a vibrat-

ing ringer by “press[ing] the volume keys until the desired volume is reached.” 

APPLE-1006, p. 47, see also (“ways to set the ring volume for voice calls”).  

Thus, Samsung’s volume keys would have been understood by a POSITA to dis-

close or render obvious “a ringer switch” as the keys would have allowed a user to 

change the ringer setting between a vibrating ringer and an audible ringer.   

Samsung-Vertaschitsch-Little combination also renders obvious an electri-

cal switch for changing a ringer mode to a vibrate mode, as such switches were 

well-known in the art.  APPLE-1003, ¶¶103-108.  For example, Little teaches a 

“device for selectably providing an individual with different alert modes to a call 

on a telephone.”  APPLE-1012, Abstract.  In particular, Little teaches “a switch 

positionable in series electrical communication between a ring circuit power 
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source and an audible ringer of the telephone or a vibration assembly coupled to 

the switch.”  Id.  Little explains that “[v]ia the switch, either one of the audible 

ringer and vibration assembly can be selected to alert the individual to a call or the 

ring circuit power source can be left absent a load.” Id (emphasis added); APPLE-

1003, ¶¶ 99, 102-108.  The switch of Little therefore allows the selection between 

the audible ringer and the vibration assembly, thereby teaching a “ringer switch.” 

A POSITA would have modified the communication device of Samsung in 

view of Vertaschitsch to include the ringer switch taught by Little in order to 

change the alert type of the communication device via an electrical switch.  AP-

PLE-1012, 3:63-4:21; APPLE-1003, ¶ 103-108.  Samsung recognizes the need to 

adjust the operation of the communication device to “vibrate the phone rather than 

ring it” because the “[vibrate] feature is good for quiet situations where you don't 

want your ringer to disturb others.”  APPLE-1006, p.21; APPLE-1003, ¶ 103-108.  

Little furthers this goal from Samsung by allowing a user to quickly adjust the de-

vice’s alert behavior “[v]ia the switch” to “either one of the audible ringer and vi-

bration assembly.”  APPLE-1012, Abstract; APPLE-1003, ¶ 103-108.  A POSITA 

thus would have been motivated to incorporate the ringer switch of Little into the 

Samsung-Vertaschitsch device to improve the operation of the communication de-

vice by providing the user with this ability to quickly select between the audible 

ringer and the vibration assembly, in addition or as an alternative to requiring the 
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user to toggle through several volume settings using Samsung’s volume keys.  

APPLE-1003, ¶103.  The result of the combination would have been predictable 

to a POSITA because Little teaches a communication device implemented in the 

manner proposed.  APPLE-1012, 3:44-4:55; APPLE-1003, ¶ 103-108.   

Accordingly, the combination of Samsung and Vertaschitsch, or, alterna-

tively, of the combination of Samsung, Vertaschitsch and Little provides “a ringer 

switch” and a method for using the ringer switch as recited in the claim.  

2. Claim 11 is obvious over Samsung in view of Vertaschitsch 
or over Samsung in view of Vertaschitsch and Little 

Claim 11 and all of its claim elements are provided by the Samsung-

Vertaschitsch combination, or alternatively, the Samsung-Vertaschitsch-Little 

combination.  Claim 11 of the ’940 patent reads as follows: 

11. The method of claim 10, wherein pressing the power 

button when the ringer switch is in the second state causes 

the mobile computing device to stop vibrating. 

The Samsung-Vertaschitsch combination, or alternatively, the Samsung-

Vertaschitsch-Little combination, provides pressing the power button when the 

ringer switch is in the second state causes the mobile computing device to stop vi-

brating.  APPLE-1003, ¶¶ 100-108.  For example, as explained above in Section 

VIII.D.1, supra, Samsung in combination (e.g., Samsung in view of Vertaschitsch, 

or alternatively, Samsung in view of Vertaschitsch and Little) discloses or renders 
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obvious a method of vibrating the mobile computing device when a telephone call 

is incoming and the ringer switch is in a second state.  APPLE-1006, p. 21 (“an in-

coming call will vibrate the phone rather than ring it.”); p. 38 (“Incoming call no-

tification…[t]he ringer sounds (unless set to Vibrate or Off).”); p. 39.  

Samsung explicitly discloses that pressing the power button silences the 

ringer.  In particular, Samsung explains that an “[i]ncoming call notification con-

tinues until” the user “press[es]” the power button “to silence the ringer before an-

swering the call.”  APPLE-1006, p. 38.  Furthermore, Samsung explains that the 

“call notification features” include “[s]ix ring volume settings including 

[v]ibrate.”  APPLE-1006, pp. 38-39.  Samsung explains that “vibrate” is one of six 

ring volume settings and a form of incoming call notification.  A POSITA would 

have therefore reasonably understood that the incoming call notification would not 

continue (i.e., stops) when the power button is pressed in the Samsung-

Vertaschitsch device, or alternatively, the Samsung-Vertaschitsch-Little device.  

APPLE-1006, p. 39; p. 47.  

Accordingly, the combination of Samsung and Vertaschitsch, or, alterna-

tively, of the combination of Samsung, Vertaschitsch and Little renders obvious a 

method of pressing the power button stop the device from vibrating when the 

ringer is in the second state. APPLE-1003, ¶¶ 103-108. 
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3. Claim 21 is obvious over Samsung in view of Vertaschitsch 
or over Samsung in view of Vertaschitsch and Little 

Claim 21 and all of its claim elements are provided by the Samsung-

Vertaschitsch combination, or alternatively, by the Samsung-Vertaschitsch-Little 

combination.  APPLE-1003, ¶¶103-108.  Claim 21 of the ’940 patent reads as fol-

lows: 

21. The mobile computing device of claim 12, wherein the 

mobile computing device includes a ringer switch, and 

wherein execution of the instructions causes the mobile 

computing device to: generate the ring when the telephone 

call is being received and the ringer switch is in a first 

state; and vibrate the mobile computing device when the 

telephone call is being received and the ringer switch is in 

a second state. 

The Samsung-Vertaschitsch combination , or alternatively, the Samsung-

Vertaschitsch-Little combination, provides that the mobile computing device in-

cludes a ringer switch, and execution of the instructions causes the mobile compu-

ting device to: generate the ring when the telephone call is being received and the 

ringer switch is in a first state, and vibrate the mobile computing device when the 

telephone call is being received and the ringer switch is in a second state. APPLE-

1003, ¶¶ 100-108.  As explained above in Section VIII.D.1, supra, Samsung in 

combination discloses and/or renders obvious that the mobile computing device 
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includes a ringer switch, and a method of generating the ring when the telephone 

call is being received and the ringer switch is in a first state and vibrating the mo-

bile computing device when the telephone call is being received and the ringer 

switch is in a second state.  

Furthermore, as explained above in Section VIII.A.5.vi, supra, Samsung in 

combination discloses or renders obvious that the memory storing instructions 

that, when executed by the processor, cause the mobile computing device to per-

form a programmed set of steps, such as causes the mobile computing device to 

generate the ring (when the ringer switch is in a first state) and vibrate (when the 

ringer switch is in a second state).   APPLE-1003, ¶¶66, 67, 69-77, 83, 98, 107. 

Accordingly, the Samsung-Vertaschitsch combination or, alternatively, the 

Samsung-Vertaschitsch-Little combination provides that “the mobile computing 

device includes a ringer switch, [and] wherein execution of the instructions causes 

the mobile computing device to: generate the ring when the telephone call is being 

received and the ringer switch is in a first state; and vibrate the mobile computing 

device when the telephone call is being received and the ringer switch is in a sec-

ond state” as recited in the claim.  APPLE-1003, ¶¶103-108. 

4. Claim 22 is obvious over Samsung in view of Vertaschitsch 
or over Samsung in view of Vertaschitsch and Little 
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Claim 22 and all of its claim elements are provided by the Samsung- 

Vertaschitsch combination, or alternatively, by the Samsung-Vertaschitsch-Little 

combination.  Claim 22 of the ’940 patent reads as follows: 

22. The mobile computing device of claim 21, wherein 

pressing the power button when the ringer switch is in the 

second state causes the mobile computing device to stop 

vibrating. 

The Samsung-Vertaschitsch combination or, alternatively, the Samsung-

Vertaschitsch-Little combination provides pressing the power button when the 

ringer switch is in the second state causes the mobile computing device to stop. 

APPLE-1003, ¶¶ 100-108.  As explained above with respect to claim 11 (Section 

VIII.D.2, supra), the combination of Samsung and Vertaschitsch or, alternatively, 

the combination of Samsung, Vertaschitsch and Little renders obvious “pressing 

the power button when the ringer switch is in the second state causes the mobile 

computing device to stop vibrating” as recited in the present claim. 

IV. PAYMENT OF FEES – 37 C.F.R. § 42.103 

Apple authorizes the Patent and Trademark Office to charge Deposit Ac-

count No. 06-1050 for the fee set in 37 C.F.R. § 42.15(a) for this Petition and fur-

ther authorizes payment for any additional fees to be charged to this Deposit Ac-

count. 

V. REDUNDANCY 
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Petitioner presents a total of two Grounds in the present Petition and a sec-

ond petition (the “Second Petition”) being filed contemporaneously with the pre-

sent Petition.  Petitioner submits that the grounds presented in these petitions are 

not redundant, and, to the extent the Board finds a reasonable likelihood that Peti-

tioner will prevail with regard to each ground on the merits, Petitioner requests that 

all grounds be considered as part of the resulting trial.  Petitioner has made a suffi-

cient threshold showing on each ground.  For example, Petitioner provides distinct 

reasoning and expert testimony to support each presented ground. See Section III, 

supra.  Accordingly, Petitioner respectfully submits that the grounds in the present 

Petition and the Second Petition should not be held redundant. 

VI. CONCLUSION 

The cited prior art references identified in this Petition contain pertinent 

technological teachings (both cited and uncited), either explicitly or inherently dis-

closed, which were not previously considered in the manner presented herein, or 

relied upon on the record during original examination of the ’940 patent.  In sum, 

these references provide new, non-cumulative technological teachings which indi-

cate a reasonable likelihood of success as to Petitioner’s assertion that the Chal-

lenged Claims of the ’940 patent are not patentable pursuant to the grounds pre-

sented in this Petition.  Accordingly, Petitioner respectfully requests institution of 

an IPR for those claims of the ’940 patent for each of the grounds presented herein. 
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VII. MANDATORY NOTICES UNDER 37 C.F.R § 42.8(a)(1) 

A. Real Party-In-Interest Under 37 C.F.R. § 42.8(b)(1) 

 Petitioner, Apple Inc., is the real party-in-interest. 

B. Related Matters Under 37 C.F.R. § 42.8(b)(2) 

Petitioner is not aware of any disclaimers, reexamination certificates or peti-

tions for inter partes review for the ’940 Patent.  The ’940 patent is the subject of 

the following civil action: Qualcomm Incorporated v. Apple Inc., Case No. 3-17-

cv-02403 (S.D. Cal. 2017). 

C.  Lead And Back-Up Counsel Under 37 C.F.R. § 42.8(b)(3) 

Apple provides the following designation of counsel. 

Lead Counsel Backup counsel 

W. Karl Renner, Reg. No. 41,265 
Fish & Richardson P.C. 
3200 RBC Plaza 
60 South Sixth Street 
Minneapolis, MN 55402 
Tel: 202-626-5070 
Fax: 877-769-7945 
Email: IPR39521-0049IP1@fr.com 

Timothy W. Riffe, Reg. No, 43,881 
Thomas A. Rozylowicz, Reg. No. 50,620 
Fish & Richardson P.C. 
3200 RBC Plaza 
60 South Sixth Street 
Minneapolis, MN 55402 
Tel: 202-626-5070 
Fax: 877-769-7945 
PTABInbound@fr.com 

D. Service Information 

Please address all correspondence and service to the address listed above. 

Petitioner consents to electronic service by email at IPR39521-0049IP1@fr.com 

(referencing No. 39521-0049IP1 and cc’ing PTABInbound@fr.com, axf-

ptab@fr.com, rozylowicz@fr.com and riffe@fr.com. 
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Respectfully submitted, 
 
 
 
Dated   June 21, 2018   /W. Karl Renner/      

W. Karl Renner, Reg. No. 41,265 
 
 
 
Dated   June 21, 2018   /Timothy W. Riffe/     

Timothy W. Riffe, Reg. No. 43,881 
 
Fish & Richardson P.C. 

      3200 RBC Plaza, 60 South Sixth Street 
Minneapolis, MN 55402 

      T: 202-626-5070 
      F: 877-769-7945 
 
(Control No. IPR2018-01270)  Attorneys for Petitioner 
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CERTIFICATION UNDER 37 CFR § 42.24 

Under the provisions of 37 CFR § 42.24(d), the undersigned hereby certifies 

that the word count for the foregoing Petition for inter partes review totals 12,084 

words, which is less than the 14,000 allowed under 37 CFR § 42.24. 

 
 
Dated June 21, 2018   /Timothy W. Riffe/     

W. Karl Renner, Reg. No. 41,265 
Thomas A. Rozylowicz, Reg. No. 50,620 
Timothy W. Riffe, Reg. No. 43,881 
Fish & Richardson P.C. 

      3200 RBC Plaza, 60 South Sixth Street 
Minneapolis, MN 55402 

      T: 202-626-5070 
      F: 877-769-7945 
 
      Attorneys for Petitioner 
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CERTIFICATE OF SERVICE 

Pursuant to 37 CFR §§ 42.6(e)(4)(i) et seq. and 42.105(b), the undersigned 

certifies that on June 21, 2018, a complete and entire copy of this Petition for inter 

partes review and all supporting exhibits were provided via Federal Express, to the 

Patent Owner by serving the correspondence address of record as follows: 

 

Paradice and Li LLP/Qualcomm 
1999 S. Bascom Ave., Suite 300 

Campbell CA 95008 
 

 

 /Diana Bradley/    
       Diana Bradley 
       Fish & Richardson P.C. 
       60 South Sixth Street, Suite 3200 
       Minneapolis, MN 55402 
       (858) 678-5667 


