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Defendant Apple Inc. (“Apple”) files its Answer to the Counterclaims of
Counterclaim-Defendants Qualcomm Incorporated (“Qualcomm™) and Qualcomm
Technologies, Inc. (“QTI”) (collectively, “Qualcomm Counterclaim-Defendants”)
(see Dkt. #105) to Defendant Apple Inc.’s First Amended Counterclaims
(“Counterclaims™) (see Dkt. #97).

ANSWER TO COUNTERCLAIMS

Apple responds to the allegations contained in the numbered paragraphs of
the Counterclaims of Qualcomm and QTI below. Apple denies the allegations and
characterizations in the Counterclaims of Qualcomm and QTT unless expressly
admitted in the following paragraphs.

PARTIES!

1. Apple admits that Qualcomm is a Delaware corporation with its
principal place of business located at 5775 Morehouse Drive, San Diego, California
92121.

2. Apple admits that QTI is a Delaware corporation with its principal
place of business at 5775 Morehouse Drive, San Diego, California.

3. Apple admits that it is a California corporation with a principal place of
business at 1 Infinite Loop, Cupertino, California, 95014.

JURISDICTION AND VENUE

4. Apple admits that this Court has subject matter jurisdiction.

Qualcomm and QTI’s venue allegation calls for a legal conclusion and therefore no

answer is required.

! Apple repeats the headings set forth in Plaintiff/Counterclaim-Defendant
Qualcomm Inc.’s and Counterclaim-Defendant Qualcomm Technologies, Inc.’s
Answer and Counterclaims to Defendant Apple’s First Amended Counterclaims
(Dkt. #105) in order to simplify comparison of the Counterclaim-Defendants’
counterclaims and this Response. In doing so, Aﬁple makes no admissions
regarding the substance of the headings or any other allegations of the Qualcomm
Counterclaim-Defendants’ counterclaims. Unless otherwise stated, to the extent that
a particular heading can be construed as an allegation, Apple specifically denies all
such allegations.

1 Case No. 3:17-CV-1375-DMS-MDD
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1 5. Apple does not contest personal jurisdiction over Apple by this Court

2 ||in this action.

3 FIRST COUNT
4 Declaration of Non-Infringement of U.S. Patent No. 7,355,905
5 6. Apple restates, re-alleges, and incorporates by reference each of the

6 || allegations set forth above as if fully set forth herein.
7 7. Apple claims to be, and is, the owner of all rights, title, and interest in
8 || United States Patent No. 7,355,905 (“the 905 patent™).
9 8.  Apple admits that it alleges Qualcomm and QTTI infringe at least
10 ||claim 1 of the 905 patent. Apple further admits that there exists a substantial,
11 ||immediate, and real controversy between the parties as to Qualcomm and QTI’s
12 || infringement of the 905 patent.
13 0. Apple states that the allegations of Paragraph 9 state legal conclusions
14 ||to which no response is required. To the extent a response is required, Apple denies
15 || the allegations and characterizations contained in Paragraph 9 of Qualcomm and
16 ||QTI’s Counterclaims.
17 10.  To the extent Paragraph 10 of Qualcomm and QTI’s Counterclaims
18 ||implicates legal conclusions, no response is required. Apple admits that Qualcomm
19 ||and QTI purport to request a declaration of the Court that Qualcomm and QTI do
20 || not infringe and have not infringed any claim of the *905 patent, but Apple denies
21 |[that Qualcomm and QTT are entitled to such relief.

22 SECOND COUNT
23 Declaration of Invalidity of United States Patent No. 7,355,905
24 11.  Apple restates, re-alleges, and incorporates by reference each of the

25 ||allegations set forth above as if fully set forth herein.
26 12.  Apple states that the allegations of Paragraph 12 state legal conclusions

27 ||to which no response is required. To the extent a response is required, Apple denies
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1 ||the allegations and characterizations contained in Paragraph 12 of Qualcomm and

2 ||QTI’s Counterclaims.

3 13.  To the extent Paragraph 13 of Qualcomm and QTI’s Counterclaims

4 ||implicates legal conclusions, no response is required. Apple admits that Qualcomm
5 ||and QTTI purport to request a declaration of the Court that the asserted claims of the
6 ||’905 patent are invalid and fail to comply with one or more provisions of 35 U.S.C.
7

§§ 101 et seq., but Apple denies that Qualcomm and QTT are entitled to such relief.

8 THIRD COUNT
9 Declaration of Non-Infringement of U.S. Patent No. 7,760,559
10 14.  Apple restates, re-alleges, and incorporates by reference each of the

11 || allegations set forth above as if fully set forth herein.

12 15. Apple claims to be, and is, the owner of all rights, title, and interest in
13 || United States Patent No. 7,760,559 (“the *559 patent”).

14 16.  Apple admits that it alleges Qualcomm and QTTI infringe at least claim
15 || 1 of the 559 patent. Apple further admits that there exists a substantial, immediate,
16 ||and real controversy between the parties as to Qualcomm and QTT’s infringement of
17 ||the ’559 patent.

18 17.  Apple states that the allegations of Paragraph 17 state legal conclusions
19 [|to which no response is required. To the extent a response is required, Apple denies
20 || the allegations and characterizations contained in Paragraph 17 of Qualcomm and
21 ||QTI’s Counterclaims.

22 18.  To the extent Paragraph 18 of Qualcomm and QTI’s Counterclaims

23 ||implicates legal conclusions, no response is required. Apple admits that Qualcomm
24 ||and QTI purport to request a declaration of the Court that Qualcomm and QTI do

25 || not infringe and have not infringed any claim of the 559 patent, but Apple denies
26 ||that Qualcomm and QTT are entitled to such relief.

27 FOURTH COUNT

28 Declaration of Invalidity of United States Patent No. 7,760,559
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19.  Apple restates, re-alleges, and incorporates by reference each of the
allegations set forth above as if fully set forth herein.

20. Apple states that the allegations of Paragraph 20 state legal conclusions
to which no response is required. To the extent a response is required, Apple denies
the allegations and characterizations contained in Paragraph 20 of Qualcomm and
QTI’s Counterclaims.

21.  To the extent Paragraph 21 of Qualcomm and QTI’s Counterclaims
implicates legal conclusions, no response is required. Apple admits that Qualcomm
and QTI purport to request a declaration of the Court that the asserted claims of the
’559 patent are invalid and fail to comply with one or more provisions of 35 U.S.C.
§§ 101 et seq., but Apple denies that Qualcomm and QTI are entitled to such relief.

FIFTH COUNT
Declaration of Non-Infringement of U.S. Patent No. 8,098,534

22.  Apple restates, re-alleges, and incorporates by reference each of the
allegations set forth above as if fully set forth herein.

23.  Apple claims to be, and is, the owner of all rights, title, and interest in
United States Patent No. 8,098,534 (“the *534 patent”).

24.  Apple admits that it alleges Qualcomm and QTT infringe at least
claim 1 of the ’534 patent. Apple further admits that there exists a substantial,
immediate, and real controversy between the parties as to Qualcomm and QTI’s
infringement of the *534 patent.

25. Apple states that the allegations of Paragraph 25 state legal conclusions
to which no response is required. To the extent a response is required, Apple denies
the allegations and characterizations contained in Paragraph 25 of Qualcomm and
QTI’s Counterclaims.

26.  To the extent Paragraph 26 of Qualcomm and QTI’s Counterclaims
implicates legal conclusions, no response is required. Apple admits that Qualcomm

and QTI purport to request a declaration of the Court that Qualcomm and QTI do
4 Case No. 3:17-CV-1375-DMS-MDD




Case¢

3:17-cv-01375-DMS-MDD Document 126 Filed 02/05/18 PagelD.1184 Page 6 of 16

not infringe and have not infringed any claim of the 534 patent, but Apple denies
that Qualcomm and QTT are entitled to such relief.
SIXTH COUNT
Declaration of Invalidity of United States Patent No. 8,098,534

27.  Apple restates, re-alleges, and incorporates by reference each of the
allegations set forth above as if fully set forth herein.

28.  Apple states that the allegations of Paragraph 28 state legal conclusions
to which no response is required. To the extent a response is required, Apple denies
the allegations and characterizations contained in Paragraph 28 of Qualcomm and
QTTI’s Counterclaims.

29.  To the extent Paragraph 29 of Qualcomm and QTI’s Counterclaims
implicates legal conclusions, no response is required. Apple admits that Qualcomm
and QTI purport to request a declaration of the Court that the asserted claims of the
’534 patent are invalid and fail to comply with one or more provisions of 35 U.S.C.
§§ 101 et seq., but Apple denies that Qualcomm and QTI are entitled to such relief.

SEVENTH COUNT
Declaration of Non-Infringement of U.S. Patent No. 7,383,453

30. Apple restates, re-alleges, and incorporates by reference each of the
allegations set forth above as if set forth fully herein.

31.  Apple claims to be, and is, the owner of all rights, title, and interest in
United States Patent No. 7,383,453 (“the ’453 patent”).

32.  Apple admits that it has alleged Qualcomm and QTTI infringe at least
Claim 1 of the *453 patent. Apple further admits that there exists a substantial,
immediate, and real controversy between the parties as to Qualcomm and QTI’s
infringement of the *453 patent.

33.  Apple states that the allegations of Paragraph 33 state legal conclusions
to which no response is required. To the extent a response is required, Apple denies

the allegations and characterizations in Paragraph 33.
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1 34. To the extent Paragraph 34 of Qualcomm and QTI’s Counterclaims
2 |[implicates legal conclusions, no response is required. Apple admits that Qualcomm
3 ||and QTTI purport to request a declaration of the Court that Qualcomm and QTI do
4 |Inot infringe, and have not infringed, any claim of Apple’s *453 patent, but Apple
5 ||denies that Qualcomm and QTI are entitled to such relief.
6 EIGHTH COUNT
7 Declaration of Invalidity of United States Patent No. 7,383,453

8 35. Apple restates, re-alleges, and incorporates by reference each of the

9 || allegations set forth above as if fully set forth herein.
10 36.  Apple states that the allegations of Paragraph 36 state legal conclusions
11 [[to which no response is required. To the extent a response is required, Apple denies
12 || the allegations and characterizations contained in Paragraph 36 of Qualcomm and
13 {|QTI’s Counterclaims.
14 37.  To the extent Paragraph 37 of Qualcomm and QTI’s Counterclaims
15 ||implicates legal conclusions, no response is required. Apple admits that Qualcomm
16 ||and QTI purport to request a declaration of the Court that the asserted claims of the
17 ||’453 patent are invalid and fail to comply with one or more provisions of 35 U.S.C.

18 ||§§ 101 et seq., but Apple denies that Qualcomm and QTTI are entitled to such relief.

19 NINTH COUNT
20 Declaration of Non-Infringement of U.S. Patent No. 8,433,940
21 38.  Apple restates, re-alleges, and incorporates by reference each of the

22 ||allegations set forth above as if fully set forth herein.

23 39. Apple claims to be, and is, the owner of all rights, title, and interest in
24 || United States Patent No. 8,433,940 (“the *940 patent”).

25 40.  Apple admits that it has alleged Qualcomm and QTTI infringe at least
26 ||Claim 9 of the 940 patent. Apple further admits that there exists a substantial,

27 ||immediate, and real controversy between the parties as to Qualcomm and QTT’s

28 || infringement of the 940 patent.
6 Case No. 3:17-CV-1375-DMS-MDD
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1 41.  Apple states that the allegations of Paragraph 41 state legal conclusions
2 |[to which no response is required. To the extent a response is required, Apple denies
3 || the allegations and characterizations in Paragraph 41.

4 42.  To the extent Paragraph 42 of Qualcomm and QTI’s Counterclaims

5 ||implicates legal conclusions, no response is required. Apple admits that Qualcomm
6 ||and QTI purport to request a declaration of the Court that Qualcomm and QTI do

7 ||not infringe, and have not infringed, any claim of Apple’s *940 patent, but Apple

8 || denies that Qualcomm and QTT are entitled to such relief.

9 TENTH COUNT
10 Declaration of Invalidity of United States Patent No. 8,433,940
11 43.  Apple restates, re-alleges, and incorporates by reference each of the

12 || allegations set forth above as if fully set forth herein.

13 44.  Apple states that the allegations of Paragraph 44 state legal

14 || conclusions to which no response is required. To the extent a response is required,
15 || Apple denies the allegations and characterizations contained in Paragraph 44 of

16 || Qualcomm and QTI’s Counterclaims.

17 45.  To the extent Paragraph 45 of Qualcomm and QTI’s Counterclaims

18 ||implicates legal conclusions, no response is required. Apple admits that Qualcomm
19 ||and QTI purport to request a declaration of the Court that the asserted claims of the
20 ||’940 patent are invalid and fail to comply with one or more provisions of 35 U.S.C.

21 || §§ 101 et seq., but Apple denies that Qualcomm and QTTI are entitled to such relief.

22 ELEVENTH COUNT
23 Declaration of Non-Infringement of U.S. Patent No. 8,443,216
24 46.  Apple restates, re-alleges, and incorporates by reference each of the

25 ||allegations set forth above as if fully set forth herein.

26 47.  Apple claims to be, and is, the owner of all rights, title, and interest in
27 || United States Patent No. 8,443,216 (“the *216 patent™).
28
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48.  Apple admits that it has alleged that Qualcomm and QTI infringe at
least Claim 1 of the 216 patent. Apple further admits that there exists a substantial,
immediate, and real controversy between the parties as to Qualcomm and QTI’s
infringement of the *216 patent.

49.  Apple states that the allegations of Paragraph 49 state legal conclusions
to which no response is required. To the extent a response is required, Apple denies
the allegations and characterizations in Paragraph 49.

50. To the extent Paragraph 50 of Qualcomm and QTI’s Counterclaims
implicates legal conclusions, no response is required. Apple admits that Qualcomm
and QTI purport to request a declaration of the Court that Qualcomm and QTI do
not infringe, and have not infringed, any claim of Apple’s *216 patent, but Apple
denies that Qualcomm and QTT are entitled to such relief.

TWELFTH COUNT
Declaration of Invalidity of United States Patent No. 8,443,216

51.  Apple restates, re-alleges, and incorporates by reference each of the
allegations set forth above as if fully set forth herein.

52.  Apple states that the allegations of Paragraph 52 state legal conclusions
to which no response is required. To the extent a response is required, Apple denies
the allegations and characterizations contained in Paragraph 52 of Qualcomm and
QTI’s Counterclaims.

53.  To the extent Paragraph 53 of Qualcomm and QTI’s Counterclaims
implicates legal conclusions, no response is required. Apple admits that Qualcomm
and QTI purport to request a declaration of the Court that the asserted claims of the
’216 patent are invalid and fail to comply with one or more provisions of 35 U.S.C.
§§ 101 et seq., but Apple denies that Qualcomm and QTI are entitled to such relief.

THIRTEENTH COUNT
Declaration of Non-Infringement of U.S. Patent No. 8,271,812

8 Case No. 3:17-CV-1375-DMS-MDD
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1 54.  Apple restates, re-alleges, and incorporates by reference each of the

2 || allegations set forth above as if fully set forth herein.

3 55. Apple claims to be, and is, the owner of all rights, title, and interest in
4 || United States Patent No. 8,271,812 (“the 812 patent”™).
5 56.  Apple admits that it has alleged that Qualcomm and QTTI infringe at

6 ||least Claim 8 of the *812 patent. Apple further admits that there exists a substantial,
7 ||immediate, and real controversy between the parties as to Qualcomm and QTT’s

8 || infringement of the *812 patent.

9 57.  Apple states that the allegations of Paragraph 57 state legal conclusions
10 [|to which no response is required. To the extent a response is required, Apple denies
11 || the allegations and characterizations in Paragraph 57.

12 58.  To the extent Paragraph 58 of Qualcomm and QTI’s Counterclaims

13 ||implicates legal conclusions, no response is required. Apple admits that Qualcomm
14 ||and QTI purport to request a declaration of the Court that Qualcomm and QTI do

15 ||not infringe, and have not infringed, any claim of Apple’s *812 patent, but Apple

16 || denies that Qualcomm and QTI are entitled to such relief.

17 FOURTEENTH COUNT
18 Declaration of Invalidity of United States Patent No. 8,271,812
19 59. Apple restates, re-alleges, and incorporates by reference each of the

20 ||allegations set forth above as if fully set forth herein.

21 60. Apple states that the allegations of Paragraph 60 state legal conclusions to
22 ||which no response is required. To the extent a response is required, Apple denies
23 || the allegations and characterizations contained in Paragraph 60 of Qualcomm and
24 ||QTI’s Counterclaims.

25 61. To the extent Paragraph 61 of Qualcomm and QTI’s Counterclaims

26 ||implicates legal conclusions, no response is required. Apple admits that Qualcomm

27 ||and QTI purport to request a declaration of the Court that the asserted claims of the
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1 ||’812 patent are invalid and fail to comply with one or more provisions of 35 U.S.C.

2 || §§ 101 et seq., but Apple denies that Qualcomm and QTTI are entitled to such relief.

3 FIFTEENTH COUNT
4 Declaration of Non-Infringement of U.S. Patent No. 8,656,196
5 62. Apple restates, re-alleges, and incorporates by reference each of the

6 || allegations set forth above as if fully set forth herein.
7 63. Apple claims to be, and is, the owner of all rights, title, and interest in

8 || United States Patent No. 8,656,196 (“the *196 patent™).

9 64. Apple admits that it has alleged that Qualcomm and QTI infringe at least
10 || Claim 1 of the *196 patent. Apple further admits that there exists a substantial,
11 ||immediate, and real controversy between the parties as to Qualcomm and QTTI’s
12 || infringement of the *196 patent.
13 65. Apple states that the allegations of Paragraph 65 state legal conclusions to
14 || which no response is required. To the extent a response is required, Apple denies
15 || the allegations and characterizations in Paragraph 65.
16 66. To the extent Paragraph 66 of Qualcomm and QTI’s Counterclaims
17 ||implicates legal conclusions, no response is required. Apple admits that Qualcomm
18 ||and QTI purport to request a declaration of the Court that Qualcomm and QTI do
19 ||not infringe, and have not infringed, any claim of Apple’s *196 patent, but Apple

20 ||denies that Qualcomm and QTI are entitled to such relief.

21 SIXTEENTH COUNT
22 Declaration of Invalidity of United States Patent No. 8,656,196
23 67. Apple restates, re-alleges, and incorporates by reference each of the

24 ||allegations set forth above as if fully set forth herein.

25 68. Apple states that the allegations of Paragraph 68 state legal conclusions to
26 || which no response is required. To the extent a response is required, Apple denies
27 || the allegations and characterizations contained in Paragraph 68 of Qualcomm and

28 ||QTI’s Counterclaims.
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69. To the extent Paragraph 69 of Qualcomm and QTI’s Counterclaims
implicates legal conclusions, no response is required. Apple admits that Qualcomm
and QTI purport to request a declaration of the Court that the asserted claims of the
’196 patent are invalid and fail to comply with one or more provisions of 35 U.S.C.
§§ 101 et seq., but Apple denies that Qualcomm and QTTI are entitled to such relief.

DEMAND FOR JURY TRIAL

Pursuant to Rule 38 of the Federal Rules of Civil Procedure, Apple demands a
jury trial on all issues so triable.

PRAYER FOR RELIEF

WHEREFORE, Apple prays for relief, as follows:

(a) A declaration that Apple has not infringed and does not infringe any
valid and enforceable claim of the 936, *558, *949, 490, and 675 patents;

(b) A declaration that the 936, ’558, 949, *490, and ’675 patents are
invalid;

(¢) A declaration that the 558 patent is unenforceable due to inequitable
conduct;

(d) A declaration that the certificate of correction to the 558 patent is
invalid;

(e)  As an alternative, for any of the *936, ’558, 949, *490, or 675 patents
found to be actually infringed by Apple and not invalid, unenforceable or already
licensed, and to the extent that the jury does not award a paid-up royalty for such
patent(s), a determination of a prospective royalty (see Paice LLC v. Toyota Motor
Corp., 503 F.3d 1293 (Fed. Cir. 2007));

()  An order barring Qualcomm and its officers, agents, servants,
employees, attorneys, and others in active concert or participation with them from
asserting infringement or instituting or continuing any legal action for infringement

of the 936, 558, *949, *490, or *675 patents against Apple or its suppliers,
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1 [|manufacturers, distributors, resellers of its products, customers, or end users of its

2 || products;

3 (g) A declaration that Qualcomm and QTT have infringed the *905, *559,
4 1|°534, 453, °940, °216, 812, and *196 patents;

5 (h) A declaration that Qualcomm and QTT have not shown that the *905,

6 ||’559, ’°534, °453, 940, °216, *812, or 196 patents are invalid,
7 (i)  Anaward of damages in an amount to be proven at trial, but in no event
8 ||less than reasonable royalty, for Qualcomm’s and QTI’s infringement, of the 905,
9 11’559, °534, °453,°940, *216, *812, and *196 patents, including pre-judgment and
10 || post-judgment interest at the maximum rate permitted by law and to the extent that
11 || the jury does not award a paid-up royalty for such patent(s), a determination of a
12 || prospective royalty (see Paice LLC v. Toyota Motor Corp., 503 F.3d 1293 (Fed. Cir.
13 {{2007));
14 ()  Anaward of expenses, costs, and disbursement in this action, including
15 || prejudgment interest;
16 (k)  An order declaring that this is an exceptional case and awarding Apple
17 ||its reasonable attorney fees under 35 U.S.C. § 285; and
18 (I)  Such other and additional relief as this Court may deem just and proper.

12 Case No. 3:17-CV-1375-DMS-MDD
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Respectfully submitted,

By: /s/ Frank J. Albert

Juanita R. Brooks, SBN 75934, brooks@fr.com
Seth M. Sproul, SBN 217711, sproul@fr.com
Frank J. Albert, SBN 247741, albert@fr.com
Fish & Richardson P.C.

12390 El Camino Real

San Diego, CA 92130

Phone: 858-678-5070 / Fax: 858-678-5099

Ruffin B. Cordell, DC Bar No. 445801, appearing
pro hac vice, cordell@fr.com

Lauren A. Degnan, DC Bar No. 452421,
appearing pro hac vice, degnan@fr.com

Fish & Richardson P.C.

The McPherson Building

901 15th Street, N.W., 7th Floor

Washington, D.C. 20005

Phone: 202-783-5070 / Fax: 202-783-2331

Mark D. Selwyn, SBN 244180,
mark.selwyn@wilmerhale.com

Wilmer Cutler Pickering Hale and Dorr LLP
950 Page Mill Road

Palo Alto, CA 94304

Phone: 650-858-6000 / Fax: 650-858-6100
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William F. Lee, MA Bar No. 291960 appearing
pro hac vice, william.lee@wilmerhale.com
Joseph J. Mueller, MA Bar No. 647567 appearing
pro hac vice, joseph.mueller@wilmerhale.com
Timothy Syrett, MA Bar No. 663676, appearing
pro hac vice, timothy.syrett@wilmerhale.com
Wilmer Cutler Pickering Hale and Dorr LLP

60 State Street

Boston, MA 02109

Phone: 617-526-6000 / Fax: 617-526-5000

Nina S. Tallon, DC Bar No. 479481 appearing pro
hac vice, nina.tallon@wilmerhale.com

Wilmer Cutler Pickering Hale and Dorr LLP

1875 Pennsylvania Avenue NW

Washington, DC 20006

Phone: 202-663-6000 / Fax: 202-663-6363

William A. Isaacson, DC Bar No. 414788,
appearing pro hac vice, wisaacson@bsfllp.com
Karen L. Dunn, DC Bar No. 1002520, appearing
pro hac vice, kdunn@bsfllp.com

Boies, Schiller & Flexner LLP

1401 New York Avenue, N.W.

Washington, DC 20005

Phone: 202-237-2727 / Fax: 202-237-6131

Benjamin C. Elacqua, TX SBN 24055443
appearing pro hac vice, elacqua@fr.com
Fish & Richardson P.C.

One Houston Center, 28th Floor

1221 McKinney

Houston, TX 77010

Phone: 713-654-5300 / Fax: 713-652-0109

Attorneys for Defendant/Counterclaim-Plaintiff
Apple Inc.
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1 CERTIFICATE OF SERVICE

2 The undersigned hereby certifies that a true and correct copy of the above and
3 || foregoing document has been served on February 5, 2018, to all counsel of record

4 ||who are deemed to have consented to electronic service via the Court’s CM/ECF

5 || system per Civil Local Rule 5.4. Any other counsel of record will be served by

6 || electronic mail, facsimile and/or overnight delivery.

7

Executed on February 5, 2018, at San Diego, California.

/s/ Frank J. Albert
Frank J. Albert
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