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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM THE MAILING DATE OF
THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status
)X Responsive to communication(s) filed on 6/16/2014.
[] A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on

2a)[] This action is FINAL. 2b)[X] This action is non-final.
3)[J An election was made by the applicant in response to a restriction requirement set forth during the interview on
; the restriction requirement and election have been incorporated into this action.
4)[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims*
5K Claim(s) 1.3-5 and 8-33 is/are pending in the application.
5a) Of the above claim(s) 3-5,10,11,17 and 20-30 is/are withdrawn from consideration.

6)[] Claim(s) ____is/are allowed.

7)X Claim(s) 1,8.9.12-16,18.19 and 31-33 is/are rejected.

8)[] Claim(s) _____is/are objected to.

9)[] Claim(s) are subject to restriction and/or election requirement.

* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a
participating intellectual property office for the corresponding application. For more information, please see
hitp/hwww usplo gov/eatents/init_events/pph/indax.jsp or send an inquiry to PPHfeadback@uspio.qoy.

Application Papers
10)[] The specification is objected to by the Examiner.
11)[] The drawing(s) filed on is/are: a)[_] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

Priority under 35 U.S.C. § 119
12)[] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:
a)J Al b)[JSome** c)[] None of the:
1.[] Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No.
3.0 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
** See the attached detailed Office action for a list of the certified copies not received.

Attachment(s})

1) & Notice of References Cited (PTO-892) 3) D Interview Summary (PTO-413)
. . Paper No(s)/Mail Date.

2) & Information Disclosure Statement(s) (PTO/SB/08a and/or PTO/SB/08b) 4) D Other- —

Paper No(s)/Mail Date

U.S. Patent and Trademark Office
PTOL-326 (Rev. 11-13) Office Action Summary Part of Paper No./Mail Date 20140707



Application/Control Number: 13/491,449 Page 2
Art Unit: 3684

The present application is being examined under the pre-AlA first to invent

provisions.

in view of the appesl, filed on 6/16/2014, PROSECUTION 1S HEREBY REOPENED as
set forth below.

To avoid abandonment of the application, appellant must exercise one of the following
two options:

(1) file a reply under 37 CFR 1,111 (if this Office action is non-final) or a reply under 37
CFR 1.113 (if this Office action is final}; or,

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41,31 ollowed by an
appeal brief under 37 OFR 41.37. The previously paid notice of appeal fee and appeal
brief fee can be applied to the new appeal. If, however, the appeal fees set forth in 27
CFER 41.20 have been increased since they were previcusly paid, then appeilant must
pay the difference between the increased fees and the amount previously paid.

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by
signing below:

Supervisory Patent Examiner, Art Unit 3684
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Response to Amendment
The examiner is in receipt of applicant’s response to office action mailed
2/14/2014, which was received 6/16/2014. Acknowledgement is made that no
amendments were provided. Applicant’s remarks were persuasive, however after further

search and consideration the following new ground of rejection is provided below:

Claim Rejections - 35 USC § 101

35 U.S.C. 101 reads as follows:

Whoever invents or discovers any new and useful process, machine, manufacture, or
composition of matter, or any new and useful improvement thereof, may obtain a patent
therefor, subject to the conditions and requirements of this title.

The claimed invention is not directed to patent eligible subject matter. Based
upon consideration of all of the relevant factors with respect to the claim as a whole,
claim(s) 1,8,9,12-16,18,19, and 31-33 are determined to be directed to an abstract
idea. The rationale for this determination is explained below:

The claimed invention is directed to non-statutory subject matter because as
determined by the Supreme Court Decision of Alice Corporation Pty. Ltd v. Cls Bank
International, et al., the claims are “an idea of itself” that add “...nothing more than an
instruction to apply the abstract idea...using some unspecified, generic computer." are
not patentable. The claims describe an abstract idea of processing a discounted offer.
The remainder of the limitations, which include providing a merchant account, storing
information about the merchant, Presenting an offer by the merchant, performing a

buyer requested search including product category, quality rating, presenting feedback,
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storing information in a buyer profile, and associating financial account information with
a buyer profile are no more than a generic computer performing generic computer
functions that are well-understood, routine and conventional activities previously known
in the industry and add nothing of substance to the abstract idea. The claims as a whole
“do not, for example, purport to improve the functioning of the computer itself or effect
an improvement in any other technology or technical field”., therefore the claims are

rejected as being directed to an abstract idea.

Claim Rejections - 35 USC § 103
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained through the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

Claims 1,8,14-16,19,31-33 are rejected under 35 U.S.C. 103(a) as being
unpatentable over Ojha et al (US Patent 6,598,026) and Walker et al (US Patent
5,794,207 which is included in the Ojha reference in its entirety by reference (Ojha
col 1, lines 66) and in view of Fusz (US Patent 7133835) and further in view of

Wanker (US Patent 7,302,429)
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In regards to claim 1, Ojha discloses a non-transitory computer readable
storage medium having embodied thereon a program, the program being executable by
a processor to perform a method for providing a discounted offer, the method
comprising:
providing a merchant account;

storing information about the merchant in the merchant account (Ojha FIG 13A-

K. Walker col 13, lines 10-22, col 14, lines 1-8).

The combination of Ojha and Walker teach_storing seller data, but do not

specifically mention that the data stored is a location associated with the merchant.

Fusz teaches creating institutional accounts to store the locations of both the buyers
and sellers (col 5, lines 20-25). It would have been obvious to a person having ordinary
skill in the art at the time of the invention to include in the combination of Ojha and
Walker, storing the location of the seller, since this is a critical piece of information when
matching of buyers and sellers is determined based on geography. It is also important in
determining shipping costs by a third part carrier.

and

The combination of Ojha, Walker and Fusz teach rating information from at least

one past customer (Ojha col 10, lines 31-62, col 3, lines 44-57, Walker col 13, line 63-

col 14, line 7 ) and also teaches that the collected rating information may be used for
decision making (Ojha, col 10, lines 58-61), but does not specifically mention that the
information is viewable by the merchant. However, it would have been obvious to try, by

one of ordinary skill in the art at the time the invention was made, to allow the merchant
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to view rating given by the buyer regarding the sellers performance since there are a
finite number of identified, predictable potential solutions (i.e. allow review of not) to a
recognized need (rating information may be used for decision making)and one of
ordinary skill in the art could have pursued the known potential solutions with a
reasonable expectation of success (the benefits of providing information for decision
making was well understood).;

presenting an offer by the merchant (Ojha FIG 5, Fusz, FIG 11),

The combination of Ojha, Walker and Fusz teach a shipping and location

information, but does not specifically mention wherein the offer includes a location and

delivery information associated with the good or service. Wanker teaches developing

shipping costs (delivery information) associated with the good or service offered (col 1,
lines 35-47). It would have been obvious to a person having ordinary skill in the art at
the time of the invention to include in the combination of Ojha, Walker and Fusz the

offer includes a location and delivery information associated with the good or service as

s taught by Wanker, because this will provide the buyer with a bottom line price that
may be better compared because it is a bottom line price that includes a variable such
as Shipping costs.

performing a search for offers in response to a buyer request, wherein the buyer

is presented with the ability to search for offers based on:

a product category (Ojha col 14, lines 23-37. Wanker, col 2, lines 43-59), and
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a quality rating associated with a plurality of merchants providing offers within

the product category (Wanker, col 4, lines 30-45)

wherein the feedback is recorded without requiring the buver to solicit feedback

from the at least one past customer (Wanker, FIG 4B);

The combination of Ojha, Walker, Fusz and Wanker teach storing buyer profile
information in an account, but does not specifically mention the information including an

indication of interest from the buyer, an email address, and a location associated with

the buyer (Pallakoff, col 7, lines 15-30). It would have been obvious to a person having

ordinary skill in the art at the time of the invention to include in the combination of Ojha,

Walker, Fusz and Wanker, the information including an indication of interest from the
buyer, an email address, and a location associated with the buyer as is taught by
Pallakoff, because this will provide another means of contacting the customer when
they exhibit interest in the product for sale by the seller.

associating financial account information with the buyer profile (Walker col 13,

lines 63-67, Wanker, col 5, lines 33-60).

In regards to claim 8, the combination of Ojha, Walker, Fusz and Wanker teach
wherein the quality rating references a minimum rating associated with the plurality of

merchants providing offers (Wanker, col, 19, lines 37-55).
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In regards to claim 9, the combination of Ojha, Walker, Fusz and Wanker teach
wherein the information is available on the merchant account and includes stored data
associated with current and past offers, total revenues for offers, and customer

feedback associated with past offers (see response to claim 1).

In regards to claim 12, the combination of Ojha, Walker, Fusz and Wanker
teach wherein the information is updated and presented in the form of a chart table or

graph (Wanker, Fig 2F).

In regards to claim 13, the combination of Ojha, Walker, Fusz and Wanker
wherein the rating information includes information provided by the least one customer
that relates to the quality of the communication by the merchant (Wanker, FIG 2G item

282).

In regards to claim 14, the combination of Ojha, Walker, Fusz and Wanker
teach wherein the financial account information includes a credit card associated with

the buyer (Ojha col 3, lines 44-58)
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In regards to claim 15, the combination of Ojha, Walker, Fusz and Wanker
teach wherein the financial account information includes additional points or rewards
which can be accumulated and stored to a buyer profile (Ojha col 3, lines 44-58 and col

19, lines 30-52, col 7, lines 22-45).

In regards to claim 16, the combination of Ojha, Walker, Fusz and Wanker
teaches wherein the points or rewards are provided by a third party (Ojha col 3, lines

44-58 and col 19, lines 30-52, col 7, lines 22-45).

In regards to claim 18, the combination of Ojha, Walker, Fusz and Wanker
teaches wherein the rating information includes information collected from the least one
customer that relates to timeliness of delivery by the merchant (Wanker, col 15, lines

50-67).

In regards to claim 19, the combination of Ojha, Walker, Fusz and Wanker
teach wherein the offer is a one-time offer or an offer that has an accrual function
associated with it that tracks a total amount purchased by a particular buyer and
determines whether a threshold amount has been reached that the buyer to receive the

discount or incentive (Ojha FIG 13H, 13C)
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In regards to claim 31, the combination of Ojha, Walker, Fusz and Wanker
teach wherein the new information includes payments made by the buyer and viewable

by the buyer (Walker col 21, lines col 21, lines 23-67).

In regards to claim 32, the combination of Ojha, Walker, Fusz and Wanker

teach updating the buyer profile with new information (Wanker, FIG 2F).

In regards to claim 9, the combination of Ojha, Walker, Fusz and Wanker teach
wherein the buyer is contacted by way of an email address or phone number stored in

the buyer profile when the buyer profile has been updated (Walker col 13, lines 1-9).

Response to Arguments
Applicant’s arguments with respect to claim 71,8,9,12-16,18,19 and 31-33 have
been considered but are moot because the arguments do not apply to any of the

references being used in the current rejection.

In response to applicant's argument that the references fail to show certain
features of applicant’s invention, it is noted that the features upon which applicant relies
(i.e., ranking returned objects) are not recited in the rejected claim(s). Although the

claims are interpreted in light of the specification, limitations from the specification are
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not read into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed.

Cir. 1993).

In response to applicant’s argument that there is no teaching, suggestion, or
motivation to combine the references, the examiner recognizes that obviousness may
be established by combining or modifying the teachings of the prior art to produce the
claimed invention where there is some teaching, suggestion, or motivation to do so
found either in the references themselves or in the knowledge generally available to one
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir.
1988), In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992), and KSR
International Co. v. Teleflex, Inc., 550 U.S. 398, 82 USPQ2d 1385 (2007). In this case,

All three cases are directed to means of conducting ecommerce.

In response to applicant's argument that each reference is nonanalogous art, it
has been held that a prior art reference must either be in the field of applicant’s
endeavor or, if not, then be reasonably pertinent to the particular problem with which the
applicant was concerned, in order to be relied upon as a basis for rejection of the
claimed invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir.
1992). In this case, all the references are related to the field of ecommerce.

In response to applicant's argument that the examiner's conclusion of
obviousness is based upon improper hindsight reasoning, it must be recognized that

any judgment on obviousness is in a sense necessarily a reconstruction based upon
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hindsight reasoning. But so long as it takes into account only knowledge which was
within the level of ordinary skill at the time the claimed invention was made, and does
not include knowledge gleaned only from the applicant's disclosure, such a
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA

1971).

Conclusion

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Mark Fadok whose telephone number is 571.272.6755.
The examiner can normally be reached Monday thru Friday 8:00 AM to 5:00 PM.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Jason Dunham can be reached on 571.272.8109.

Any response to this action should be mailed to:

Commissioner for Patents
P.O. Box 1450
Alexandria, Va. 22313-1450
or faxed to:
571-273-8300 [Official communications; including
After Final communications labeled

"Box AF"]
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For general questions the receptionist can be reached at
571.272.3600

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see hitp://pair-direct. uspto.gov. Should

you have questions on access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free).

/Mark Fadok/
Mark Fadok

Primary Examiner, Art Unit 3625
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