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The present application is being examined under the pre-AlA first to invent

provisions.

in view of the appeal, filed on 4/9/2014, PROSECUTION IS HERERY REOPENED as
set forth below.

To avoid abandonment of the application, appellant must exercise one of the following
two options:

(1) file a reply under 37 CFR 1,111 (if this Office action is non-final} or a reply under 37
CFR 1,113 (if this Office action is final); or,

{2) initiale a new appeal by filing a notice of appeal under 37 CFR 41,31 foliowed by an
appeal brief under 37 CFR 41.37. The previously paid notice of appeal fee and appeal
brief fee can be applied 1o the new appeal. if, however, the appeal fees set forth in 37
CER 41.20 have been increased since they were previously paid, then appellant must
pay the difference betweaen the increased fees and the amount previcusly paid.

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by
signing below:

/JASON DUNHAM/

Supervisory Patent Examiner, Art Unit 3684
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Claim Rejections - 35 USC § 101

35 U.S.C. 101 reads as follows:

Whoever invents or discovers any new and useful process, machine, manufacture, or
composition of matter, or any new and useful improvement thereof, may obtain a patent
therefor, subject to the conditions and requirements of this title.

The claimed invention is not directed to patent eligible subject matter. Based
upon consideration of all of the relevant factors with respect to the claim as a whole,
claim(s) 1, 3 are determined to be directed to an abstract idea. The rationale for this
determination is explained below:

The claimed invention is directed to non-statutory subject matter because as
determined by the Supreme Court Decision of Alice Corporation Pty. Ltd v. Cls Bank
International, et al., the claims are “an idea of itself” that add “...nothing more than an
instruction to apply the abstract idea...using some unspecified, generic computer." are
not patentable. The claims describe an abstract idea in a method for communicating an
offer. The remainder of the limitations, require no more than a generic computer to
perform generic computer functions that are well-understood, routine and conventional
activities previously known in the industry and add nothing of substance to the abstract
idea (refer to rejection below, that points out that the myriad of featured limitation were
known in the art). The claims as a whole “do not, for example, purport to improve the
functioning of the computer itself or effect an improvement in any other technology or

technical field”., therefore the claims are rejected being directed to an abstract idea.
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Claim Rejections - 35 USC § 112

The following is a quotation of the first paragraph of 35 U.S.C. 112(a):

(a) IN GENERAL.—The specification shall contain a written description of the
invention, and of the manner and process of making and using it, in such full, clear, concise,
and exact terms as to enable any person skilled in the art to which it pertains, or with which it
is most nearly connected, to make and use the same, and shall set forth the best mode
contemplated by the inventor or joint inventor of carrying out the invention.

The following is a quotation of the first paragraph of pre-AlA 35 U.S.C. 112:

The specification shall contain a written description of the invention, and of the
manner and process of making and using it, in such full, clear, concise, and exact terms as to
enable any person skilled in the art to which it pertains, or with which it is most nearly
connected, to make and use the same, and shall set forth the best mode contemplated by the
inventor of carrying out his invention.

Claim 1 is rejected under 35 U.S.C. 112(a) or 35 U.S.C. 112 (pre-AlA), first
paragraph, as failing to comply with the written description requirement. The claim(s)
contains subject matter which was not described in the specification in such a way as to
reasonably convey to one skilled in the relevant art that the inventor or a joint inventor,
or for pre-AlA the inventor(s), at the time the application was filed, had possession of
the claimed invention. In this case there is no support for the negative limitation “the
set of terms being non-negotiable. In fact the specification teaches away from this
limitation in that para 0083 of applicant’s specification where it is stated that the
conditions and terms are agreed to between the parties. Therefore, this limitation needs

to be removed in the next submittal.
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Claim Rejections - 35 USC § 103
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained through the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

Claims 1 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable
over Ojha, (US Patent 6,598,026) and Walker et al (US Patent 5,794,207 which is
included in the Ojha reference in its entirety by reference (Ojha col 1, lines 66) in

view of Kramer (US Patent 6,327,574).

In regards to claim 1, Ojha discloses a method for profile based delivery of
offers, the method comprising

receiving offer information from a merchant at a server over a communications
network (Ojha, col 19, lines 54-67 - col 20, lines 1-5), the offer information including:

an identification of a good or service and to be made available to a user (Ojha,
FIG 11, product), when the good or service will be made available to the user (Ojha,
FIG 13G when the criteria is true the product is made available to the buyer),

a quantity of the good or service to be made available to the user (Ojha, FIG 11,

Units), and
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terms related to the good or service that must be accepted by the user within a

predetermined period of time (Ojha, FIG 13A), the set of terms being non-negotiable;

and

executing instructions stored in memory. wherein execution of the instructions by

a processor.

stores the offer information received from the merchant in a non-transitory
computer readable storage medium (Ojha, col 19, lines 54-67 - col 20, lines 1-5, product
information is stored in a central server where the website is located); and

delivering an offer corresponding to the offer information to the user (Ojha, FIG
13D, and 11),

the offer delivered to the user when a buyer profile associated with the user
corresponds to one or more elements of the offer information (Ojha, FIG 13l),

Ojha teaches using marketing information from previous transactions (Ojha, col
12, lines 35-45, col 14, lines 23-37, col 18, lines 52-61) and retrieving transactions from
outside sources related to a financial account (Ojha, col 14, lines 38-48), but does not
specifically mention the buyer profile including information related to both online and
offline purchases. Kramer teaches creating a profile from both online and offline
transactional behaviors (col 2, lines 56-col 3, line 9, FIG 3A and 3B). It would have been
obvious to a person having ordinary skill in the art at the time of the invention to include
in Ojha, the buyer profile including information related to both online and offline

purchases associated with a financial account as is taught by Kramer, because this will
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increase the effectiveness of the profile by expanding the scope of information that is
analyzed,

wherein the information includes a shipping or delivery location (Ojha, FIG 8, in

stock?, Walker, col 13, lines 1-10),

wherein the offer is valid for purchase only during the predetermined period of
time (QOjha, FIG 13C).

Ojha teaches presenting additional discounts based on purchase behavior (Ojha,

FIG 13K, col 3, lines 22-57), but does not specifically mention that_at least in part, on

both the online and offline purchases. Kramer teaches using both online and offline
transaction behavior to in a profile database. It would have been obvious to a person
having ordinary skill in the art at the time of the invention to include in Ojha the use of
both online and offline behavior, because this increase the amount of information from

which a discounting decision may be made, thus making the decision more accurate.

In regards to claim 3, Kramer teaches wherein the information related to both

the online and offline purchases includes a supplier (Kramer, FIG 2).

Claims 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over
Ojha, (US Patent 6,598,026) in view of Kramer (US Patent 6,327,574) and further in

view of Official Notice.
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In regards to claim 6, Kramer teaches delivering advertisements to users, but
does not specifically mention delivering includes delivering the offer to the user on a
regularly scheduled basis. The examiner takes official notice that delivering
advertisements on a regularly scheduled basis was notoriously well known at the time
of the invention. It would have been obvious to a person having ordinary skill in the art
at the time of the invention to include in Kramer, delivering the offer to the user on a
regularly scheduled basis, because repeat advertisement is known to be effective in

enticing a user to purchase the advertised product.

Response to Arguments
Applicant's arguments filed in the Appeal Brief have been fully considered but

they are not persuasive.

Applicant argues that Ojha does not teach “terms related to the good or service
that must be accepted by the user within a predetermined period of time, the set of
terms being non-negotiable. The examiner disagrees and directs applicant to FIG 13C
where an offer including terms is provided to the buyer with an offer price that is good
for a predetermined period of time (8 hours) that does not have a condition open to
negotiation. Furthermore as stated supra in a USC 112 rejection there is no support for
the terms being non-negotiable.

Applicant argues that the combination of Ojha, Walker and Kramer do not teach

“delivering an offer corresponding to the offer information to the buyer. The examiner
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disagrees and notes that clearly offer information corresponding to offer information is
being submitted to a buyer in fig 13D.

In response to applicant's argument that the references fail to show certain
features of applicant’s invention, it is noted that the features upon which applicant relies
(i.e., buyer’s bids are non-negotiable) are not recited in the rejected claim(s). Although
the claims are interpreted in light of the specification, limitations from the specification
are not read into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057
(Fed. Cir. 1993).

In response to applicant's arguments against the references individually, one
cannot show nonobviousness by attacking references individually where the rejections
are based on combinations of references. See In re Keller, 642 F.2d 413, 208
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir.
1986).

Applicant argues that the combination of Ojha, Walker and Kramer does not
teach that the offer is delivered to the user when a buyer profile associated with the user
corresponds to one or more elements of the offer information. The examiner disagrees
and notes that FIG 13e where the buyers profile (reputation) matches a particular
threshold then a special offer such as a volume discount or percentage discount is
provide the user (see also Ojha, col 16, lines 5-55).

Applicant argues that the combination of Ojha, Walker and Kramer does not
teach storing information in a profile that includes both online and offline information.

Clearly Ojha teaches storing information regarding the buyers profile (reputation) and
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Kramer teaches that it was well-known to save information on a buyers (col 2, lines 38-
44, col 8, lines 64- col 9, lines 17).

In response to applicant’s argument that there is no teaching, suggestion, or
motivation to combine the references, the examiner recognizes that obviousness may
be established by combining or modifying the teachings of the prior art to produce the
claimed invention where there is some teaching, suggestion, or motivation to do so
found either in the references themselves or in the knowledge generally available to one
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir.
1988), In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992), and KSR
International Co. v. Teleflex, Inc., 550 U.S. 398, 82 USPQ2d 1385 (2007). In this case,
the examiner has used motivation to do so found either in the references themselves
and available to one of ordinary skill in the art.

Applicant argues that the combination of Ojha, Walker and Kramer does not
teach a shipping or delivery location. The examiner disagrees and directs applicant's
attention to Ojha, col 4, lines 20-25, col 19, lines 1-10, Walker, claim 1, Kramer, col 21,

lines 45-60).

Applicant argues that the teachings of Ojha cannot be combined with Walker.
Appellant lists a litany of reason why the combination of Ojha and Walker may not be
combined. The examiner notes that that Walker is incorporated in the Ojha reference in
its entirety for all purposes (Ojha, col 2, lines 1-10). It is further noted that MPEP

2163.07(b) Incorporation by Reference, States, “inztead of repeating soms information
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coniained in ancther document, an application may atlsmpl o incorporate the content of
ancther document or part thereof by reference 1o the document in the text of the
specitication. The information incorporated is as much g part of the gpplication as filed
as if the text was repeatad in the application, and shouid be treated as part of the taxt of
the application as filed. Replacing the identified material incorporated by reference with
the aciual fext is not new maiter”, Applicant’s arguments are determined {0 be invalid
since the entirety of the Waiker referancs is deemed incorporated by ifs designation as
such in the Ofha reference.

Appellant is understood to argue that the Ojha reference cannot be used
because it uses a system that includes both a “buy it now” feature and a negotiating
feature should the buyer reject the initial offered price. The examiner notes that the buy
button that is found at least in Fig 16 of Ojha creates a means that when pressed,
purchases the product at a static price that is non-negotiable. The examiner has further
supported the use of Ojha by stating that omitting the additional element of negotiation
and using only a single buy price that is not negotiable if not desired was obvious (see
Ex Parte Wu). In an effort to clarify the state of the art the examiner further directs the
Appellant’s attention to Walker (5,794,207) para 1, lines 30-35, where it is stated that
“the vast majority of retail purchases utilize...fixed price , non-negotiable pricing
protocols".

The examiner also notes that Omission of an Element and Its Function Is
Obvious if the Function of the Element Is Not Desired. The MPEP goes on to state

in Ex parte Wu, 10 USPQ 2031 (Bd. Pat. App. & Inter. 1989) (Claims at issue were
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directed to a method for inhibiting corrosion on metal surfaces using a composition
consisting of epoxy resin, petroleum sulfonate, and hydrocarbon diluent. The claims
were rejected over a primary reference which disclosed an anticorrosion composition of
epoxy resin, hydrocarbon diluent, and polybasic acid salts wherein said salts were
taught to be beneficial when employed in a freshwater environment, in view of
secondary references which clearly suggested the addition of petroleum sulfonate to
corrosion inhibiting compositions. The Board affirmed the rejection, holding that it would
have been obvious to omit the polybasic acid salts of the primary reference where the
function attributed to such salt is not desired or required, such as in compositions for
providing corrosion resistance in environments which do not encounter fresh water.).
See also In re Larson, 340 F.2d 965, 144 USPQ 347 (CCPA 1965) (Omission of
additional framework and axle which served to increase the cargo carrying capacity of
prior art mobile fluid carrying unit would have been obvious if this feature was not
desired.); and In re Kuhle, 526 F.2d 553, 188 USPQ 7 (CCPA 1975) (deleting a prior art
switch member and thereby eliminating its function was an obvious expedient) (See
MPEP 2144.04 IIA).
Conclusion

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Mark Fadok whose telephone number is 571.272.6755.
The examiner can normally be reached Monday thru Friday 8:00 AM to 5:00 PM.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’'s

supervisor, Jason Dunham can be reached on 571.272.8103.
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Any response to this action should be mailed to:
Commissioner for Patents
P.O. Box 1450
Alexandria, Va. 22313-1450
or faxed to:
571-273-8300 [Official communications; including
After Final communications labeled
"Box AF"]
For general questions the receptionist can be reached at
571.272.3600

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see hitp://pair-direct. uspto.gov. Should

you have questions on access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free).

/Mark Fadok/
Mark Fadok

Primary Examiner, Art Unit 3625
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